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Preface

This monograph was published on the basis of the dissertation which had been
submitted to the Ludwig-Maximilians-Universitdt (Munich) in winter semester
2009/2010. The dissertation was devoted to comprehensive collection and
examination of the legislation and practice of the Baltic countries regarding
enforcement of intellectual property rights. As it can already be seen from the title of
the monograph, the analysis of the implementation of the provisions of the EU
Enforcement Directive in the Baltic countries was made considering relevant
historical, social and economic aspects of the Baltic region. Therefore, such research
can be interesting not only in terms of relevant legal issues, it also has practical
dimension which can be useful for scholars as well as practitioners.

The author of the monograph first of all expresses her thanks to the supervisor of her
dissertation Prof. Dr. Dres. h.c. Joseph Straus for his constructive guidance and his
full support while doing the research on the topic and writing the dissertation. The
author also thanks Prof. Dr. Michael Lehmann for his revision of the dissertation
and positive evaluation as well as Prof. Dr. Vytautas Mizaras for his appreciable
suggestions which enabled the dissertation to be more synchronised with the local
actualities. Special thanks go to the MIPLC whose staff were extremely helpful
during the author’s doctoral studies in Munich, also to the MIPLC faculty members,
especially to Chief Judge Rader R. Randall, Prof. Martin Adelman, Prof. Dr. Heinz
Goddar, Prof. Dr. Thomas Dreier, all dear friends and colleagues from all over the
world as well as the author’s family whose help and full support was constantly felt.

Vilnius, August 2010 Kristina JanuSauskaité
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§ 1 Abbreviations

AB

AGATA
AKKA/LAA
approx.
Art(s).

AS

ATRIP

BioMed
BSA

BI

BT

ca
CCP(s)
CD(s)
COM
Corp.
Cri

Dir.
DRM
Drucks.

ECHR
ECtHR
ECJ
Ed(s).
ed.
E.LLP.R.
eg.

EG
EPC
EPLA
EPO
EST
est.

etc.

et al.

akciné bendrové (/t.) (Public limited liability company)
Lithuanian Neighbouring Rights Association

Latvia’s Copyright Collection Society

approximately

article(s)

aktsiaselts (est.) (Public limited liability company)
International Association for the Advancement of Teaching
and Research in Intellectual Property

biomedical

Business Software Alliance
bendra jmoné (/z.) (Joint venture)
Bundestag

circa

Code(s) of Civil Procedure
compact disk(s)
Commission (EU)

Corporation
Computer Law Review International (former: Computer und
Recht International)

Directive
digital rights management
Drucksache

European Convention on Human Rights
European Court of Human Rights
European Court of Justice

edition(s)

editor(s)

European Intellectual Property Review
exempli gratia

Européische Gemeinschaften
European Patent Convention

European Patent Litigation Agreement
European Patent Organisation

Estonia

Estonian

et cetera

et alii
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et seq.

EU

“EU” piracy
EV

ff

FDI

FP6

Ft(s).

ftp (server)

GATS
GATT
GDP
GERD
ger.
GESAC
GRUR
GRUR Int.

“HDL” piracy
Hrsg.

1bid
ICT
1d.
IDC
ie.
IFPI
IIC

1TIPA
Inc.

P
IPR(s)
IT
ISP(s)

LATGA-A
L.J.

LT

1t.

Ltd.
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et sequens
European Union
“end-user” piracy
English version

fortissimo

Foreign Direct Investment

Sixth Framework Programme (EU)
footnote(s)

File Transfer Protocol (server)

General Agreement on Trade in Services

General Agreement of Tariffs and Trade

Gross domestic product

Gross domestic expenditure on R&D

German

European Grouping of Societies of Authors and Composers
Gewerblicher Rechtsschutz und Urheberrecht

Gewerblicher Rechtsschutz und Urheberrecht, Internationaler
Teil

“hard-disk loader* piracy
Herausgeber

ibidem

information communication technologies

identical

International Data Corporation

id est

International Federation of the Phonographic Industry

International Review of Industrial Property and Copyright
Law

International Intellectual Property Association
incorporated

Intellectual Property

intellectual property right(s)

information technologies

Internet Service Provider(s)

Agency of Lithuanian Copyright Protection Association
Legal Journal

Lithuania

Lithuanian

limited (company)
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LV
v.

MLS
MPA

NAFTA
NATO
No.

OHIM
OJL
oV

P./pp.
Para

PCT
p.m.a.
P2P
PHARE

Ref{(s).
R&D

TBP
™
TPM(s)
TRIPS

UAB

ucc
UNO
UK
USD
USSR
USTR

Sec(s).
SSR

Latvia
Latvian

Minimum Living Standard
Motion Picture Association

North American Free Trade Agreement
North Atlantic Treaty Organization
number

Office of Harmonization for the Internal Market
Official Journal Legislation (EU)
original version

page, pages

paragraph

Patent Cooperation Treaty

post mortem auctoris

peer to peer

Poland and Hungary; Aid for Economic Restructuring (EU
Programme)

reference(s)
Russian
Research and Development

Tartu Biotechnology Park

trademark

technical protection measure(s)

Agreement on Trade-Related Aspects of Intellectual Property
Rights

uzdaroji akciné bendrové (/z.) (Private limited liability com-
pany)

Universal Copyright Convention

United Nations Organization

United Kingdom

United States Dollar

Union of the Soviet Socialistic Republics

United States Trade Representative

Section(s)
Soviet Socialistic Republic
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VAAP

VAT
Vol.
Vs.

WB
WWwW
WIPO
WCT
WPPT
WTO

ZUM
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Vsesojuznaja Agentura Avtorskich Prav (Soviet Authors’
Rights Agency (rus.))

value added tax

volume

versus

World Bank

World War

World Intellectual Property Organization
WIPO Copyright Treaty

WIPO Performances and Phonograms Treaty
World Trade Organization

Zeitschrift fiir Urheber- und Medienrecht, frither Film und
Recht
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§ 2 Introduction

A. Subject-matter and objectives of the research

Since the beginning of the last decade of the past century, when the three Baltic
countries — Estonia, Latvia and Lithuania — joined the international community as
sovereign states', they have been facing not only rapid economic changes and de-
manding legal reforms, including those related to the creation of a full system of
substantial intellectual property legislation and the establishment of a functioning
legal enforcement infrastructure due to acquis communautaire, but have also expe-
rienced a continuous social and cultural transformation, which reflected the ‘inhe-
rited” Soviet mentality through discrepancies in legislative processes and solutions
which are related to the actual enforcement of intellectual property rights®, the de-
velopment of innovation markets, and the spreading of creative incentives in the
three countries.

It is believed that certain continuing national legislative improvements, namely,
those concerning enforcement of intellectual property rights by implementing, inter
alia, the EU Enforcement Directive’, cannot be pursued without considering histori-
cal, social, economic, and cultural aspects of the Baltic countries. This is due to the
fact that the contemporary East-Baltic region®, which can be seen as a particular sub-
region of the European Union, mirrors specific outcomes of complex historical
processes which absorbed legal traditions of their neighbouring countries and other

1 Lithuania proclaimed its renewed independence on 11 March, 1990, the first in the Soviet
Union. Estonia regained its independence on 20 August, 1991, and Latvia on 21 August,
1991. All three countries joined the UNO on 17 September, 1991.

2 As a matter of methodology, a term ‘enforcement’ (Rechtsdurchsetzung, Ausiibung, ger.), as
used in the following text, covers means and procedures aimed to recognition of rights, pro-
hibition of actions which infringe or may actually infringe or damage the rights, compensa-
tion for property damage as well as for non-pecuniary damage, etc.. However, it does not
cover economic, political, organizational and other means which essentially condition en-
forcement of rights (in that case a term ‘protection’ could be used) and which are separately
analysed in this study. The more elaborated discussion on the terminology to be used can be
found in Mizaras, Civil Remedies for Infringement of Copyright, pp. 27-28, with a summary
in English on pp. 369-370.

3 Directive 2004/48/EC of the European Parliament and of the Council of 29 April, 2004, on
the Enforcement of Intellectual Property Rights, OJ L 195, 2.6.2004, pp. 16-25, to be imple-
mented by 29 April, 2006 (Art. 20, Dir.) (hereinafter — the “Enforcement Directive”, or the
“Directive”).

4 The term ‘East-Baltic region’, as used herein, has recourse to a comprehensive monograph on
a geopolitical sketch of the Baltic countries, in which grand geopolitical schemes and theories
are considered. See more in Laurinavicius et al., Aspects of Geopolitics of the Baltic Coun-
tries, p. 23 et seq., with the English summary available on pp. 405-410. The Baltic countries
can be also so-called countries in transition under the TRIPS Agreement; following the term
as used in, e.g., Straus, Reversal of the Burden of Proof, the Principle of “Fair and Equitable
Procedures” and Preliminary Injunctions under the TRIPS Agreement, p. 807.

21

(o) ENR


https://doi.org/10.5771/9783845226934
https://www.nomos-elibrary.de/agb

western states, by showing rudiments of some unique aspects of their legal systems.
The choice to deploy the analysis covering the Baltic countries is reasoned, first, by
the fact that those countries are considered to be as a specific sub-region of the Eu-
ropean Union which represents similar, if not sometimes the same, historical and
contemporary lines in view of IP legislation and practice, and, second, they also ex-
pose themselves as an ad hoc coordinating group within the Central and Eastern Eu-
ropean countries’ in the process of adoption of the IP laws as well as in the process
of integration and accession into the EU. Notably, Lithuania is taken as the core
country of the further analysis, whereas Latvia and Estonia serve as example coun-
tries in certain areas which are the most relevant for comparison in order to explore
the enforcement related issues due to the implementation of the Enforcement Direc-
tive®.

By virtue of historical circumstances, the Baltic countries constantly experience
social tension, which is mainly influenced by their “cross-road” geographical posi-
tion and certain dynamic integration processes into the European Community as
well as into the so-called western community in general. Another influencing factor
— the strained existence of intellectual property rights during the Soviet Union occu-
pation” — should be distinguished as well. Despite the fact that the East-Baltic dem-
onstrated the rapid growth of economics and a favourable business environment in
the regions, one could still notice that some ingrained historical, social, and cultural
factors did not allow the use of benefits of this growth in specific areas which were
important for development of certain Baltic market fields, namely, IP and R&D
markets, especially by utilizing intellectual products, revitalizing local forces in the
field of science and innovation, and creating effective investment strategies.

The specific features of the market economy in the Baltic region have an impact
on the enforcement of intellectual property rights in view of the success and failure
of genuine intellectual property projects in the Baltic countries. Moreover, the en-
hancement of the protection of intellectual property rights is stipulated by the in-
creasing significance of those rights in the Baltic region economic and cultural in-
dustry which results in the necessity to protect them in an effective and efficient
manner’. Strategies of investment and IP application depend as much on effective
enforcement'® as on a coherent body of substantial law!!, and, needless to say, en-

5 This position is often undertaken by other IP scholars while exploring IPRs in the Central and
Eastern Europe, see von Lewinski, Copyright in Central and Eastern Europe, p. 40.

6 Note: this is also due to differences among the national languages of the Baltic countries as
well as limited access to the relevant sources of information in Latvia and Estonia.

7 The Baltic countries were occupied and annexed by the Soviet Union in 1940/1941.

8 E.g., all three Baltic countries were listed among the top 30 economies in the world in terms
of the report’s ease-of-doing-business index, according to World Bank information of 2008
(covering the period from April 2007 to June 2008), as indicated in Doing Business 2009 Re-
port.

As indicated in Mizaras, Civil Remedies for Infringement of Copyright, p. 369.

10 Art. 41(1) of the TRIPS Agreement provides that “Members shall ensure that enforcement
procedures as specified in this Part are available under their law so as to permit effective ac-
tion against any act of infringement of intellectual property rights covered by this Agreement,
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forcement of rights is generally bound with substantial rights, meaning that en-
forcement is essential to fully materialize one’s rights'?.

The national legislative provisions on IP rights enforcement have been improved
due to the accession into the EU" and are being constantly revised after considering
deficiencies dictated by the actual implementation of IP rights, national court prac-
tises, and the objectives of the Enforcement Directive, which was to stipulate a high,
equivalent, and homogenous level of protection of IP rights'*. The Enforcement Di-
rective as a strong and comprehensive EU-wide legal instrument has been designed
to eliminate inconsistencies and weaknesses in the national laws on intellectual
property rights protection and measures, procedures, and remedies and ensuring the
effective enforcement to avoid the disparities between the intellectual property en-
forcement systems of the Member States'”.

The objectives embodied in the Directive are extremely relevant and of a high
practical importance to the Baltic countries which, as previously mentioned, often
faced the stepped-up processes related to the achievement of more effective protec-
tion of intellectual property rights, and which still suffer from actual suppressive
pragmatic factors, e.g., piracy of IP products'®, often reflected through their econom-
ic, legal, and political environment. Although many legal achievements in the field
of IP anti-piracy campaigns were reported'’, the changing forms of infringements of
IP rights through the growth of internet piracy makes the enforcement provisions,
both the legislative solutions and, especially, their practical application, particularly
important for the Baltic region. The introduction of EU-wide legal measures that are
supposed to contribute effectively to a reduction of intellectual property rights in-
fringements and are aimed to ensure, infer alia, an equivalent level of IP enforce-
ment in the Internal Market'®, also raises the question of whether those objectives
are achievable in the Baltic market.

On the other hand, one could also question whether an existing complex of fac-
tors in a certain EU region, for example, the East-Baltic region, encourages viewing

including expeditious remedies to prevent infringements and remedies which constitute a de-
terrent to further infringements. These procedures shall be applied in such a manner as to
avoid the creation of barriers to legitimate trade and to provide for safeguards against their
abuse.” ‘Effective’ meaning the legal instrument which should be instrumental to the pursued
end, as interpreted in Correa, A Commentary on the TRIPS Agreement, p. 410.

11 See Heath, Dietz et al., Enforcement of IPRs in Eastern Europe, p. 875.

12 See Mizaras, Civil Remedies for Infringement of Copyright, p. 27.

13 The Baltic countries enjoy the status of EU Member States since 1 May, 2004 together with
Slovenia, Slovakia, the Czech Republic, Poland, Malta, Cyprus, and Hungary.

14  See Recital 10, Dir.

15  See Recitals 8 and 9, Dir.

16 E.g., the software piracy rate in Estonia was 51 %, in Latvia and Lithuania 56 % in 2007, as
indicated in BSA/IDC 2007 Global Software Piracy Study.

17 All three Baltic countries have been removed from the so-called “Watch List” in USTR Spe-
cial 301 Report (Lithuania was removed in 2008 only, as observed in 2008 Special 301 Re-
port). However, some enforcement-related issues in the corresponding jurisdictions can be
still observed..

18  See Recital 8, Dir.
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the implementation of the very provisions not only through considering and analys-
ing the relevant background and structure of the Directive'’, its historical perspec-
tive®, its legal pertinence to other international standards set in the TRIPS Agree-
ment*' and other EU directives on IP protection, but also through contemplating on,
first, the geopolitical and geo-strategical position of the East Baltic, which certainly
helps to conceptualize certain social and economic processes important to the devel-
opment of IP in the Baltic countries and their [P markets in general, and, second, on
the virtual local IP “landscape” starting with an analysis of some important aspects
of local IP research, teaching, industry, and innovation, as well as with genuine local
innovative projects.

The framing of a more desirable and effective IP rights enforcement model,
which can support local IP research, innovation, and competitiveness in the Baltic
market, should certainly reflect an application of the common standards embodied in
the TRIPS Agreement, in order to determine whether the Directive-created measures
are in compliance with the international standards of IP protection and, moreover,
should analyse a perspective of other legal instruments and issues, including, but not
limited to, competitiveness in the European Community, the proper functioning of
the Internal Market, and industry actions taken “in the fight against piracy and coun-
terfeiting™”.

The assumption would follow, though, that such framing would be implemented
by bringing special attention to the historical retrospectives of the Baltic countries,
by responding to the question of which IP legal tradition, if any, the Eastern Baltic
nations possess, and what circumstances influenced the contemporary IP enforce-
ment systems which exist in Estonia, Latvia, and Lithuania, in order to measure the
factors which are more difficult to determine than the corresponding quality of the
existing legislation® on the issue.

Needless to say, an efficient enforcement system relies on the competence of the
authorities involved (judges, patent attorneys, attorneys-at-law, specialists, experts,
bailiffs, etc.), who are one of the primary sources in ensuring the quality of litigation

19  Itis to be noted that the Enforcement Directive is a horizontal directive, the scope of applica-
tion of which covers all IP rights. The Enforcement Directive partially reflects what has al-
ready been embodied in the TRIPS Agreement, thus the question could also be raised whether
there was a real necessity to have such an EU-wide legal instrument regarding an enforce-
ment of intellectual property rights in general. See discussion in Dreier, TRIPS and Enforce-
ment of Intellectual Property Rights, pp. 268-277; also Straus, TRIPs, TRIPs-plus oder
TRIPs-minus, pp. 47-57.

20 The Commission’s Proposal for the Directive as well as the proceedings due to its adoption
are meant here, see further discussion in infra § SA.I.1.

21  Part III of the TRIPS Agreement specifically refers to enforcement of intellectual property
rights, the reference to which is made by Recital 5 of the Enforcement Directive while direct-
ing to “<...> common standards applicable at the international level <...>”, on international
implications and implications of TRIPS for national law. See also discussion in Dreier,
TRIPS and Enforcement of Intellectual Property Rights, pp. 268-277.

22 See Recital 29, Dir.

23 See Heath, Dietz et al., Enforcement of IPRs in Eastern Europe, p. 875.
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in cases of IP rights infringements*. Apart from the analysis of the actual situation
regarding IP enforcement infrastructure in the Baltic countries, the analysis on a
possible establishment of a common judiciary in the framework of Community
rights system” could be undertaken from the view of the named sub-region.

By considering a dimension of a complex of the local cultural, social, and eco-
nomic elements, the dynamic spread of new technologies, the growing usage of
‘knowledge-based’ products, the substantial rapid changes in the national IP en-
forcement infrastructure system of the Post-Soviet legal system™, the actual en-
forcement system of intellectual property rights in the Baltic countries could impli-
citly mirror the search for more efficient ways of complying with the western stan-
dards after the Soviet Union period, by reflecting the “IP mentality” issues as well as
conflicts of local and foreign incentives to pursue certain enforcement processes.
However, certain assumptions and improvements in relation to regional intellectual
property rights enforcement issues are to be viewed in terms of mentioned innova-
tion, by attempting to anticipate whether strengthening measures and procedures
could have influence on low-level enforcement and whether more temperate en-
forcement provisions could have influence on high-level enforcement of rights in the
Baltic countries in view of certain psychological aspects of the compliance with en-
forcement-related provisions. It is believed that such an approach could be discussed
by pointing to various enforcement-related solutions in other countries, such as
Germany, France, Italy, and the UK, and by tentatively drawing a specific historical
line which covers adoption of national legislation processes reflecting some “small
vs. big” processes in the Baltic region and in the EU as well.

B. Structure of this study

With a consideration of further analysis of the very provisions of the Enforcement
Directive and their actual implementation and application in the national court prac-
tice of the Baltic countries, § 3A of the thesis focuses on specifity of the geopolitical
situation of the Baltic countries. Further, § 3B covers a history of IP legislation in
the Baltic region by covering two main periods of such legislation, i.e., before and
after the Baltic countries’ accession into the European Union, by comprising the IP
rights which are mainly practically relevant for the region, i.e. copyright, trade-
marks, designs and patents, and by taking the specificity of the geopolitical situation
of the Baltic countries and its impact on national legislation, including IP legislation,
into account. The historical overview, which mainly covers the then legislative pro-

24 Ibid, pp. 884-923.

25  As established under Council Regulation 40/94/EC on Community Trade Marks, Council
Regulation 6/2002/EC on Community Designs. Also see Kur, New Framework for IPR —
Horizontal Issues, p. 3; Drexl et al., Proposal for a Directive — A First Statement, p. 534.

26 E.g., the courts competent to hear IPRs infringement cases and administrative institutions
competent to enforce intellectual property rights, which are closely related to effectiveness of
the implementation of the IP enforcement-related provisions, are meant herein.
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visions and some unique empirical data, is followed by § 3C, which describes the
current regulatory and institutional framework for enforcement in the Baltic coun-
tries which is deemed to be relevant to the further analysis of the IP enforcement re-
lated provisions.

It is believed that the analysis of an actual implementation of the provisions of the
Enforcement Directive, especially those related to industrial property rights, cannot
be fully accomplished without considering the economic development in the Baltic
market, some social and economic factors, in particular, those related to the IP and
R&D sector, important to the enforcement of IPRs in the Baltic states. Those con-
siderations could provide a possibility of depicting some aspects of a local creative
and innovative landscape as well as helping to better explore the national legislative
solutions and court practice in question. Therefore, § 4 of the study describes some
aspects of local research, industry and innovation in the light of a level of govern-
ment regulation and support in the IP field, IP teaching, scientific research, and the
creation of innovative products and their practical applications.

Furthermore, by considering the legal IP context of the Baltic countries as well as
important R&D, IP industry and teaching factors which are described in the previous
chapters of the study, § 5 first briefly reviews the objectives, the scope of applica-
tion, and the substantial provisions of the Enforcement Directive in view of the
TRIPS Agreement and, second, describes general procedural IP litigation principles
under the national legislation, examines the specific and newly enacted IP enforce-
ment legal institutions which are deemed to be important for the Baltic region.

As a result, the Enforcement Directive overview on its substantial provisions, the
catalogue of the enforcement measures and remedies focusing on “grandfather” pro-
visions and novelties, and procedural provisions is followed by an analysis of the
national procedural, as well as substantive, laws of the Baltic countries, i.e. the pro-
visions on persons having a right to claim their IP rights’ protection (locus standi),
collection of evidence, actual applicability of the measures for preserving evidence
in intellectual property rights infringement cases (in particular actualities on civil (ex
parte) searches in the court practise of Lithuania in comparison with other European
jurisdictions), provisional and precautionary measures, remedies, namely, damages,
alternative measures, publication of judgments and their preventive role. Judicial
tendencies and disparities concerning the listed subject-matters, also some aspects of
correlation among civil, administrative, and criminal litigation are likewise ex-
amined in order to estimate various implementation of the Enforcement Directive
outcomes, such as influence on substantive intellectual property laws of the Baltic
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countries®’, the creation of a favourable environment for local research and innova-
tion, and the best enforcement model for the Baltic countries to follow?®.

The analysis on the civil enforcement of IP rights in the Baltic countries regard-
ing their historical, social, economic, and cultural factors, and economic and prag-
matic reasons”’, without which anticipation of future developments would be im-
possible, have an immediate connection with the intent to follow-up with certain
conclusions, observations and suggestions. Considering the declared aim to imple-
ment stronger civil enforcement rules as pursued by the Directive, also further legis-
lative ambitions in the field of harmonization of criminal enforcement measures
within the EU* (which are not analysed in depth in this study, since they could be
the subject-matter of a separate analysis), the conclusions and observations which
are listed and described in the last part of the thesis, § 6, generally aim at the estab-
lishment of a more effective intellectual property rights enforcement model. Such
model can be valued in terms of civil measures and remedies and its actual applica-
tion by highlighting the specificity of the Baltic markets, their supplies and de-
mands, their legal traditions of protection of IP rights, so that the idea and objectives
of the TRIPS Agreement and the Enforcement Directive as well as local incentives
to innovate and create grows not only in ambition, but also in reality’'.

27  As mentioned, the actual application of the measures and procedures could be even relevant
to some future changes outside the intellectual property field, e.g., company and labour law,
and contract and privacy law. Such issues, though, can be considered as the subject-matter of
an additional study and analysis. See more in Kur, New Framework for IPR — Horizontal Is-
sues, pp. 1-4.

28 E.g., on this point the question could be raised which society and legal traditions the Baltic
countries resemble most — Scandinavian, German, or Russian, by considering which society
type the Baltic countries represent — ‘industrial’ or ‘consumer’ in view of the economic and
social landscape analyzed.

29  This view has been taken into consideration by some other scholars, by mentioning that the
socio-economic analysis has an inherent value while analysing the context of enforcement of
IPRs. The remarks on this view can be found in, e.g., Kur, New Framework for IPR — Hori-
zontal Issues, pp. 13-14.

30  Amended proposal for a Directive of the European Parliament and of the Council on criminal
measures aimed at ensuring the enforcement of intellectual property rights (presented by the
Commission): COM (2006) 168 final, April 26, 2006 is meant here; see also references and
discussion in IP Watch, EU Seeks Stronger IP Enforcement at Every Level (2007).

31 As it is provided, “<...> without effective means of enforcing intellectual property rights,
innovation and creativity are discouraged and investment diminished”, see Recital 3, Dir.
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§ 3 Protection of IP rights in the Baltic countries:
retrospective observations and the current infrastructure

A. Specificity of the geopolitical situation of the Baltic countries:
the general context

It is hardly possible to conceptualize the legal intellectual property traditions of the
Baltic countries and to conceive of their IP infrastructure and the realities of an ac-
tual IP enforcement without a brief reference to the geopolitical situation of the
East-Baltic. It is believed that a brief overview of geopolitics with a further link to
the analysis of IP infrastructure and certain aspects of IPR enforcement help to as-
sess the current situation of the Baltic states in the IP international arena. Despite the
fact that nowadays geographical barriers and the deployment of natural resources
have less influence on the power of the states, the geography of the Baltic states re-
mains important due to an uneven distribution of creative works and inventions, var-
ious capital flows which influence their living standards and types of industry.

As rightly pointed out by some local scholars analysing the aspects of the Baltic
countries from the perspective of political science®, industrial, social, and intellec-
tual capital, certain investments in innovations, along with a creation of an effective-
ly functioning legal system to promote and protect those innovations form a favour-
able infrastructure in which business can develop.

The contemporary Baltic countries are the result of their complex historical de-
velopment®, while at the same time being a particular challenge to Russia which,
throughout the existence of the Baltic countries, has been involved in the politics of
the western world and its democratic processes®*. The East-Baltic lands constantly
faced external unfavourable situations which did not allow them to form stable polit-
ical institutions along with a coherent legal infrastructure, including an IP protection
infrastructure. Moreover, due to lack of political traditions, in the Baltic countries
politics was mainly based on ethnic and linguistic ties and the geopolitical research
supports the statement that the Baltic countries were and are dependant on the great
powers, which predisposed them to the traditional balance of power and interests in
all fields™.

One may agree with the statement that the East-Baltic is a sub-region which
formed through a constant circumvention of a collision of two main geopolitical
powers — Russia (and during one historical period — the Soviet Union) and Germa-

32 See Laurinavicius et al., Aspects of Geopolitics of the Baltic Countries, p. 60.

33 More about formation and development of the Baltic countries see in Meissner (Hrsg.), Die
Baltischen Nationen, p. 11 et seq.

34  See Laurinavicius et al., Aspects of Geopolitics of the Baltic Countries, pp. 24, 25.

35  See Ibid, Aspects of Geopolitics of the Baltic Countries, p. 407.
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ny*°. The similarities of the historical circumstances (especially because of the expe-
rience of the pre-war independence’”), the geographical characteristics, the existing
problems and the present foreign policy objectives of the Baltic countries allow us to
refer to the so-called “Baltic identity” or the “Baltic region”. However, such refer-
ence immediately faces criticism based on the fact that three countries are inherently
different in a few aspects. Linguistically and geographically Estonia belongs to the
group of Northern countries, whereas Lithuania belongs to the country group of
Central Europe. Only Latvia’s characteristics can support the idea of the Baltic re-
gion with its specific identity™®.

Importantly, in the last decade of the twentieth century, as a response to the polit-
ical objectives of the aforementioned countries, the Baltic states tried to shape their
political and military landscape into an institutionalized sub-region. However, such
intentions did not succeed because of external forces as well as too many differences
among the Baltic countries themselves in their geopolitical orientation. The Baltic
countries are also sometimes referred to as being a region presenting one legal tradi-
tion, but such statements can be reasonably denied because of the mentioned lan-
guage and religion differences as well as the different historical paths and political
orientation aspects of the three countries®.

On the other hand, it is often argued that, mainly due to their accession into the
EU and other international organizations and structures, also due to their “intricate
geo-historical fate”* Estonia, Latvia, and Lithuania are considered to comprise a
specific European sub-region*', and a special and unique geopolitical and geo-
economic phenomenon®, which has been nowadays strongly influenced by its geo-
graphical situation as well as by external forces from superpowers and from its big
neighbours, particularly Russia®. The geopolitical position of the East-Baltic and, as
referred, its lack of political tradition and well-defined civilization potential** could

36 Interestingly, in comparison with Lithuanians, both Latvians and Estonians absorbed more
material and immaterial values from German culture as well as introduced a so-called 'city
culture' and related intellectual and economic potential in their social elements. See more
Laurinavicius et al., Aspects of Geopolitics of the Baltic Countries, p. 87.

37 As referred in Elsuwege, State Continuity and its Consequences: The Case of the Baltic
States, p. 381.

38 See Ahola et al., Baltic Region. Conflicts and Cooperation, pp. 59-60. Note: Lithuania and
Latvia belongs to the Baltic language group, whereas Estonian belongs to the Finno-Ugric
one. Lithuanian society is mostly a catholic one; Estonian and Latvian societies mainly follow
Protestantism.

39  Additional historical discussion can be found in Heiss (Hrsg.), Zivilrechtsreform im Balti-
kum, pp. 3-18.

40  See Laurinavicius et al., Aspects of Geopolitics of the Baltic Countries, p. 407.

41 It is argued that the formation of the East-Baltic region was forced from outside, considering
the fact that the Baltic countries had their specific geopolitical orientation and gravitation. See
Laurinavicius et al., Aspects of Geopolitics of the Baltic Countries, p. 10.

42 See Ibid, p. 23; also Elsuwege, State Continuity and its Consequences: The Case of the Baltic
States, p. 381.

43 See Meissner (Hrsg.), Die Baltischen Nationen, pp. 11-44.

44 See Laurinavicius et al., Aspects of Geopolitics of the Baltic Countries, pp. 24-25.
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be reflected in the processes related to the formation of a local IP system and, con-
sequently, the tradition of IP rights protection and enforcement of such rights
schemes as well. The geopolitical and geo-strategical position of the so-called East-
Baltic is and often plays the role of gatekeeper to the Western countries.

While analysing the social and economic structure of the Baltic countries with the
aim to understand the processes in relation to the IP legislation, environment and the
enforcement of IP rights, it is to be considered that nowadays the Baltic countries
are deemed to be more oriented to the so-called “maritime states™ with a strong
“Nordic dimension™*® with a tendency to export their own creations and innovations
rather than to utilize them in the local markets. The orientation of their citizens,
however, is ambivalent, especially taking the “heritage” of the Soviet era into ac-
count. Moreover, according to historical, cultural and political analyses, Lithuania,
Latvia, and Estonia belong to the Western Latin civilization; though, from a geo-
economic point of view, they belong to peripheral lands*’. This is to be considered
by analysing the processes of, inter alia, the implementation of certain legal models
as far as IP rights and their enforcement in the Baltic region are concerned.

B. Historical overview of the protection of IP rights in the Baltic countries

The current legal IP infrastructure in the Baltic countries reflects a unique period of
IP development comprising legislative improvements regarding the enforcement of
those rights as well as their actual application. It is sometimes argued that its past
aspects have no need to be revised, although its historical overview is deemed to be
important, as it allows scholars, practitioners, and local and foreign IP industry
“players” to better understand the birth and growth of a regional IP protection sys-
tem and to evaluate actual applications of the enforcement provisions related to IP
rights.

In the Baltic countries the development of the national intellectual property sys-
tems started during the period of the so-called first independent republics (1918 —
1940), and later was strained during the Soviet occupation beginning in 1940/1941.
Only 50 years later, when the Baltic countries regained their second independence in
1990/1991%, were those systems re-established. In the beginning of the twentieth
century, the formation of intellectual property systems in the Baltic countries was
mainly influenced by growing relationships with other foreign states as well as by

45 It is more essential to Latvia and Estonia, though, as referred in Laurinavicius et al., Aspects
of Geopolitics of the Baltic Countries, p. 71.

46  As argued by the monographers on the geo-strategic position of the Baltic and Scandinavian
countries, the geo-strategic position of the Nordic countries, the cooperation with them is in
general very important to all Baltic states, see, e.g., Daniliauskas et al., Geo-strategic Impor-
tance of the Nordic Countries to Lithuania, pp. 113-115.

47  See Laurinavicius et al., Aspects of Geopolitics of the Baltic Countries, pp. 65-66.

48  Note: hereinafter the period from 1918 to 1940/1941 is called “the first independence” and
the period after 1990/1991 “the second independence”.
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the so-called global IP societies®. They were therefore influenced by international
obligations™, and at the same time reflected the developing national economies in
the Baltic region.

The brief historical overview of intellectual property legislation’' may begin with
the beginning of the 20th century for the following reasons: first, the historical, so-
cial, and political contexts of the Baltic countries at the end of the 18th century and,
especially, in 1795, when most of the Baltic region became part of the Russian Em-
pire after the third division of the Austrian-Hungarian Empire®?, do not substantiate
a discussion on national IP-related regulation before the so-called first independence
in 1918/1919. Second, the twenty two-year period before World War II, when the
Baltic States were developing as sovereign modern states with rudimentary modern
IP laws (although the sources of the laws are quite modest), is the most important in
terms of the formation of an intellectual property notion, its definition in national
legal documents, and the creation of an IP protection system and an enforcement in-
frastructure.

Although the historical overview is mainly limited to the description of the exist-
ing national legislation and some data in relation to the rights registered during the
analysed historical periods, it is considered to be quite illustrative for a depiction of
an overall context, which is substantial for the further analysis of contemporary leg-
islative provisions, namely, the provisions on the enforcement of IP rights.

L Before World War II (1918 — 1940): the origins of modern national
IP legislation

1. Industrial property legislation

Before World War 11, protection of intellectual property in the Baltic countries was
established through contemporary civil laws which generally reflected czarist Rus-
sian civil tradition® and whose historical value provides the possibility to use past

49  See Pisuke, Estonia: Copyright and Related Rights, p. 98.

50  Notably, the Baltic countries became members of the most important international treaties on
IP rights valid at that time during their first independence period. See also the overview in in-
fra § 3B.III.2 in relation to the adherence to the international treaties during the period
1918/1919-1940/1941.

51  The overview is mainly focused on the national IP legislation, since the sources of national
court practice during the first independence are very modest.

52 E.g., in 1795 the joint Lithuanian-Polish state was dissolved by the third division of the
Commonwealth, which forfeited its lands to Russia, Prussia, and Austria. Over 90 % of Li-
thuania was incorporated into the Russian Empire and the remainder into Prussia. The territo-
ries of Latvia (from 1795) and Estonia (from 1710) also became parts of the Russian Empire
after the long-term dominance of Poland and Sweden, and partially Russia, in their territories.
See also more in Heiss (Hrsg.), Zivilrechtsreform im Baltikum, p. 7.

53  Although, e.g. Lithuania had old traditions of Civil Law codification, the national codified
legal system, also comprising IPRs, was not created during the Interwar period in Lithuania.
See Mikelénas, Reform of Civil Law in Lithuania, p. 51. The 1864 codified civil laws which

32

(o) ENR


https://doi.org/10.5771/9783845226934
https://www.nomos-elibrary.de/agb

experience in a perspective of implementation of new IP enforcement rules by un-
derstanding the context of legal IP traditions in the East-Baltic. Generally, during the
entire first independence period, the Baltic states were creating and improving their
legal systems. During the same period similar law creation and development
processes could be also seen in other countries, such as Finland, Poland, or the
Weimar Republic. However, unlike these countries, these processes in the Baltic
states had been ended by the occupation by the Soviet Union in 1940/1941, which
deleted them from the “map” of the Roman-German legal tradition™.

During the Russian occupation from 1795 to 1917, industrial property rights in
Lithuania® were regulated according to the 1812 Manifest of Privileges to Inven-
tions and Discoveries of Art and Handicraft, the law of 1870, and the 1913 Statute
of Industry™. Even after the declaration of independence of Lithuania in 1918, the
laws and codes of czarist Russia were still applicable for some time. Moreover, tem-
porary documents for inventions began to be issued in 1924 according to czarist
Russia’s Statute of Industry (Arts. 69-103)”’. In Lithuania the first patent under this
law was issued in 1929 to the British company Photomaton Patent Corporation Ltd.,
situated in London, with priority beginning 18 September, 1928, The Statute of
Industry was changed in 1928 by adopting the Law on Protection of Inventions and
Improvements, which was valid until 21 July, 1940, and in which, important for the
time, non-patentable subject-matter as well as the persons eligible to apply for a pa-
tent protection were for the first time listed in the laws™. Concerning the number of
patents issued during the first independence period in Lithuania, it is important to
note that in 1928 patents were mainly issued to foreign natural and legal persons. 34
patents were issued to Germans, 15 patents to French citizens, 10 patents to Ameri-
can applicants, and only one was issued to a Lithuanian citizen. The majority of the
patents were issued in 1929. However, Lithuanian patentees comprised only 7,84 %

reflected Roman-German civil legal tradition, however, were valid in Estonia and Latvia (in
the latter with some later changes). See more in Heiss (Hrsg.), Zivilrechtsreform im Balti-
kum, p. 20.

54 Asobserved in Heiss (Hrsg.), Zivilrechtsreform im Baltikum, p. 9.

55  The term “industrial property rights*, as used in this sub-chapter, covers inventions and par-
tially industrial designs.

56  See Kasperavicius, Zilinskas, Intellectual Property, pp. 220, 221.

57  The Statute of Industry (Arts. 69-103) of czarist Russia, however, did not provide for a defini-
tion of invention and for invention patentability criteria, except for novelty, which was a con-
ditional worldwide novelty. See Kasperavicius, Zilinskas, Intellectual Property, p. 220.

58  See Lithuania, Patents before the 2nd WW, p. 3.

59  Under the Law on Protection of Inventions and Improvements, patents could be issued for 15
years from the application date. The Law also provided for an additional patent as well as for
a dependent patent. After a period of 3 years from the publication of the patent, the possibility
to submit a protest to the court was provided on the basis of which a criminal case could be
initiated. The owner of the patent had an exclusive right to use an invention with an obliga-
tion to inform the national Ministry of Finance in case of a license to any third parties. Al-
though the persons eligible to apply for a patent protection were not clearly listed in the law,
it can be presumed that it was both national and foreign natural and legal persons as well as
successors of natural persons, as referred in Kasperavicius, Zilinskas, Intellectual Property, p.
221.

33

(o) ENR


https://doi.org/10.5771/9783845226934
https://www.nomos-elibrary.de/agb

of them. In comparison with 1930, when 107 patents were issued, only 37 patents
were issued in 1940. During the period from 1928-1940, 1021 patents were issued,
mainly to foreign natural and legal persons®.

In Latvia the formation of the national industrial property protection system
started in 1919 with the drafting of laws on patents and trademarks. The czarist Rus-
sian 1913 Statute of Industry was also taken as a basis and contained the provisions
pertaining to patents. Only in 1921 could actual granting of patents commence due
to certain amendments to the Statute which, generally, had been amended several
times until the national Law on the Protection of Inventions, Models, Factory Draw-
ings and Trademarks in Exhibitions was adopted in 1925%'. Approximately 4,500
patents were granted in Latvia during the first independence period®.

Similarly, the czarist Russian 1913 Statute of Industry was applicable in Estonia
after the declaration of its first independence in 1919. The first patent act was en-
forced in 1921, and a completely new national Estonian Patent Act was adopted in
1937 and was enforced in 1938%; however, it was only valid for two years, up to the
Soviet occupation in 1940. About 3,000 patents were granted during the first Esto-
nian independence, approximately 143 patents a year, with a majority of patents
granted to foreign applicants®’. As far as industrial design was concerned, it should
be mentioned that industrial design certificates were issued under the Law on Pro-
tection of Inventions and Improvements of 1928, and up to 1940 only 125 certifi-
cates were issued in Lithuania, mainly to foreign applicants®.

In the field of trademark protection the influence of the czarist Russian IP tradi-
tion was likewise obvious. In Lithuania the national Law on Trademarks was
adopted in 1925, and was actually applied together with the Statute of Industry of
the czarist Russia, and on the basis of which 5588 trademarks and 125 industrial de-
sign certificates were issued until 1940°. The Statute of Industry of czarist Russia
was also applicable in Latvia and Estonia for trademark registration until the adop-
tion of new amendments®’. Similar numbers appear in Latvia, in which the Statute of
Industry with certain Amendments to the Regulations on the Procedure of Granting
Protection Certificates and Patents for Inventions, Models, and Trademarks was in
force beginning in 1919: 4744 trademarks had been registered as of 1928, and in the

60  All numbers are taken from Kasperavicius, Zilinskas, Intellectual Property, pp. 230, 231, as
well as from Lithuania, Patents before the 2nd WW, p. 3.

61  Asindicated in Latvian Patent Office Information (2008).

62  The numbers are taken from the short summary of patent law and practice history in Latvia
prepared by the Latvian Patent Office, see more in /bid.

63  See Pisuke, Protection of IP in Estonia, pp. 10, 11.

64  More information about the patents registered during the first independence in Estonia as well
as the work of the Patent Office can be found in the overview prepared by the Estonian Patent
Office, see Estonian Patent Office Information (2008).

65 See Kasperavicius, Zilinskas, Intellectual Property, p. 228. Note: there are no data provided
for industrial design registered in Latvia and Estonia during the interwar period.

66  Mainly foreign citizens and foreign companies applied for national trademark and industrial
design protection, as observed in /bid, p. 231.

67 See Pisuke, Protection of IP in Estonia, p. 10. Also concerning Latvia see more information
prepared by the Latvian Patent Office, see Latvian Patent Office Information (2008).
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last years of independence, there had been approximately 500 trademarks regis-
tered®. In Estonia, however, had the largest number of trademarks registered during
21 years of the first independence: 6,587 in total, with the number of foreign trade-
mark registrations 1,5 times larger than the domestic one™. Importantly, the then Li-
thuanian Law on Trademarks established terms of signs which could be registered as
trademarks, applicants for the trademark registration, and a term of protection’. As
regards the enforcement of rights in the case of infringement of registered trade-
marks, the owner had a right to claim compensation for actual damages done’".

The adoption of the industrial property legislation could arguably reflect econom-
ic growth during this interwar period in the Baltic countries, especially when the bi-
lateral patent agreements were signed, for instance, between Lithuania, Latvia, and
Czechoslovakia’, which provided the incentive to protect industrial property rights.
On the other hand, during the last decade of the first independence of the Baltic
countries a certain innovative “stagnation” became evident. This recession could be
explained by referring to the then political situation in Lithuania and also in the oth-
er two Baltic countries, which faced authoritarian regimes’* as well as to the general
world-wide economic depression.

2. Copyright legislation

Concerning the Baltic copyright legislation during the interwar period, it is to be
noted that, for instance, national copyright legislation did not exist in Estonia. The
Russian Empire’s 1911 Copyright Act’® was in force until the Soviet occupation’,
which could be considered a clear example of absorption of the Russian IP tradition
and as a reflection on the contemporary public and political position in Estonia that
“copyright was not regarded as an important economic or legal instrument in the so-
ciety”’® at that time. In comparison with Estonia, copyright protection in Lithuania
reflected a differing position and was regulated under the Civil Laws Chapter 8
“Regulation of Copyright””’, which established the subject-matter of protection, au-
thor’s rights to written and oral literary works, musical works, artistic creations, and

68  See Ibid.

69  See Estonian Patent Office Information (2008).

70  The mark could be registered for a term from 1 to 10 years with a possibility of an extension,
as reported in Kasperavicius, Zilinskas, Intellectual Property, p. 231.

71 Ibid, p. 232.

72  E.g., Estonia had bilateral agreements in the field of industrial property with Denmark, Lux-
embourg, Great Britain, the Soviet Union, and Lithuania. See more at Pisuke, Protection of IP
in Estonia, p. 11.

73 The authoritarian regimes existed in Lithuania since 1928, and in Latvia and Estonia since
1934 until the Soviet occupation and annexation in 1940/1941.

74  The Copyright Act of the Russian Empire was treated as “one of the most modern acts in
Europe at that time”, though; as referred in Pisuke, Estonia: Copyright and Related Rights, p.
99.

75 Ibid, p. 98.

76  See Pisuke, Estonia: Copyright and Related Rights, p. 101.

77  See Vansevicius, Copyright under Czarist Law, pp. 120, 121.
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photographic works, and also embodied a range of provisions reflecting internation-
al obligations™.

Moreover, Articles 695(21) — 695(26) of the Civil Laws embodied the provisions
regarding damages to be adjudicated in case of infringement of copyright’. In the
field of copyright in Latvia there were some attempts to amend the national legisla-
tion due to the harmonization with the IP legislation of the Western countries by
starting to draft legislation on “Economic Authors’ Rights”; however, the legislative
processes were discontinued in 1940%.

1L The Soviet occupation (1940 — 1990/1991): the strained existence of IP rights

1. IP as a part of Soviet civil law

One can fully agree with the types of creation and innovation behaviours in a totali-
tarian society, listed by the Estonian scholar Pisuke®, as a reflection of the influence
of a communist ideology in creative works which were mainly state-oriented, cen-
trally planned, and centrally controlled, with the possibility of repression if a work
did not fit into the frames of those established creative and innovative behaviours.
The Soviet occupation and accession of the Baltic countries in 1940-1941 increased
their cultural, social, and political ambivalence by forming a dual society and culture
— the so-called “front” and the unofficial culture or “underground” — which was also
reflected in the legal systems of Latvia, Lithuania, and Estonia. Regarding social
structure, the Baltic people faced a wide-spread influx of the “front-society” because
of the high rate of Russian emigrants and strong Soviet reprisal and control infra-
structure™.

Formally, intellectual property was regarded as a part of Soviet civil law, which
was incorporated into the Civil Codes and Civil Procedural Codes (definitely cover-
ing Soviet procedural norms) of the Soviet Republics of Estonia, Latvia, and Lithua-
nia. The Codes changed the pre-existing concepts of general civil law of the Baltic
countries by embodying the principles of abolishment of private law and private es-
tate, and by limiting legal sources only to Soviet ones™. In 1940, when the Baltic

78  See Mizaras, Lithuanian Copyright: Historical and Modern Aspects and Trends of Develop-
ment, p. 833; also Salkauskis, Civil Laws, pp. 192-206.

79  The actual applicability of the provisions in regard with civil remedies in copyright infringe-
ment cases illustrate a few cases in the Lithuanian court practice related to an adjudication of
damages in which the court (the Chief Tribunal, at that time) made the conclusions that, e.g.
damages in the copyright cases did not depend on the income received by the infringer who
infringed those rights or stated that the courts had full discretion to decide on an amount of
damages to be adjudged on a case-by-case basis without considering the opinion of the cass-
ation instance, as referred in Salkauskis, Civil Laws, pp. 196, 197.

80  As described in Latvian Patent Office Information (2008).

81  See Pisuke, Estonia: Copyright and Related Rights, p. 101.

82  See Laurinavicius et al., Aspects of Geopolitics of the Baltic Countries, p. 27.

83  See Heiss (Hrsg.), Zivilrechtsreform im Baltikum, p. 10.
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countries were incorporated by force into the USSR, the 1922 Civil Code of the
Russian Federation and other civil laws came into effect. Following the 1961 Fun-
damentals of Civil Laws of the USSR and the Soviet Union Republics, the Civil
Codes, which basically resembled the Fundamentals, were adopted in 1964 in Lithu-
ania, Latvia, and Estonia, coming into effect in 1965.

The Civil Codes regulated five legal intellectual property institutes, namely, cop-
yright law, discovery and invention rights, and the rights of industrial models and
obligations, which arise in regard to publication of contest (i.e., competition in the
fields of art, literature, science, etc., in which the best competitor is awarded by the
state)®. Notably, Soviet legislation did not recognize the neighbouring rights of per-
formers and producers of phonograms; however, broadcasting organizations enjoyed
copyright of their broadcasts®.

Although the USSR Constitution and the Constitutions of the Soviet Republics of
the Baltic countries provided for freedom of scientific, technical, and artistic creativ-
ity™, it is important to note that state control and non-recognition of the freedom of
contracts were typical for intellectual property regulation in the Soviet Union®’. The
rights of right holders were strictly regulated by the State and treated as socialist
subjective rights, for instance, according to the Soviet legislation which was fully
applicable in the field of inventions, industrial designs, and trademarks. The so-
called Author’s Certificate (not a patent®™) did not provide for exclusive rights; how-
ever, it was used as a protection document that could be centrally obtained only
through the Soviet Union Committee for Inventions and Discoveries in Moscow®’.

In the field of copyright, authors during the Soviet occupation either had to sup-
port the official communist ideology™ or adapt to official requirements with an at-
tempt at expressing oneself by allegory, either by giving up creative activities or by
expressing one’s own ideas in works in defiance of certain sanctions. Although the
state advertised that it provided the best conditions to all creators and innovators by,
inter alia, assessing remunerations (on the basis of benefits to the general public,
however), by providing them with the best working conditions, and by awarding

84  See Soviet Civil Law, p. 236 et seq.

85  See Pisuke, Estonia: Copyright and Related Rights, p. 103.

86  See Soviet Civil Law, pp. 236-238.

87  See Sergejev, IPRs in the Russian Federation, p. 40; there was, though, room for certain nego-
tiations concerning remuneration, but only within the limits of the state-prescribed rates, as
referred in Pisuke, Estonia: Copyright and Related Rights, p. 103.

88  There were two types of protection for an invention in the USSR: the Author’s Certificate and
a patent. An inventor had a right to choose either to claim or to recognize his/her authorship,
by transferring exclusive rights to the invention to the state (an Author’s Certificate), or to
claim his/her exclusive rights to an invention (a patent). Similarly, the rights regarding an in-
dustrial model were regulated. The Soviet civil rules also protected rights to a discovery and
to a rationally-based (rationalization) offer. Arts. 557-566, Civil Code of the Lithuanian SSR.

89  The subjective rights to the invention belonged to the state, which guaranteed the inventor a
fixed remuneration and a very limited list of moral rights, as referred in Pisuke, Protection of
IP in Estonia, p. 11.

90  See Sergejev, IPRs in the Russian Federation, p. 40.
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them with state rewards, meaning also moral satisfaction of those persons’’, in actu-
ality, Soviet citizens had to participate in the creation of cultural products without
authorization and without receiving a payment’>. This condition during 50 years of
Soviet occupation of the Baltic countries formed a certain attitude towards IPRs in
general, whose rudiments are still being seen today.

The terms of protection also reflected the ideology of dominant state ownership
of any type of intellectual property rights. The term of copyright in the Baltic coun-
tries was 15 years after the death of the author and was extended up to 25 years
p.m.a.” only after the Soviet Union’s accession to the UCC in 1974 whereas a pa-
tent was granted for 15 years from an application date”.

2. Aspects of enforcement of IP rights under the Soviet regulation

Considering the provisions concerning the enforcement of intellectual property
rights during the Soviet occupation’, it should be noted that even the Soviet Civil
and Civil Procedural Codes provided for a right to submit a claim to the courts or
other administrative institutions’’, such claims were usually solved on the adminis-
trative-organizational level with so-called “means of mediation”. Generally, disputes
were solved according to administrative”, court, or so-called mixed (administrative-
court) procedure. As far as copyright infringement cases were concerned, the plain-
tiffs who submitted complaints were exempted from an obligation to pay state fees,
and copyright owners were exempted from court fees (a stamp duty and court ex-
penses). The civil remedies in such cases covered adjudication of damages, amend-
ments to works, publications about the infringement or prohibition of a publication,
reproduction, or distribution of a work. The laconic Soviet civil rules provided that,
in case of moral rights infringement, a copyright holder had a right to claim a restitu-
tion of rights (corrections or a publication to be made), a prohibition of a publication

91  See Soviet Civil Law, p. 240.

92  The broad Soviet IP-related free-use provisions also demonstrate a “socialist IP thinking”
which, along with other factors, such as a lack of technological innovations, contributed to an
increasing gap between East and West countries. See von Lewinski, Copyright in Central and
Eastern Europe, p. 42.

93 Art. 536, Civil Code of the Lithuanian SSR. Interestingly, the term of copyright belonging to
legal persons was termless. After the reorganization of a legal person, such right was trans-
ferred to its successor, and, in case of its liquidation, to the state (Art. 538, Civil Code of the
Lithuanian SSR).

94  Universal Copyright Convention of 1952, as revised at Paris on 24 July, 1971 (hereinafter —
the “UCC”).

95  Art. 562, Civil Code of the Lithuanian SSR.

96  Note: the civil cases from the Soviet time are currently contained in the national court ar-
chives without specific references to IP infringement cases, though. The described aspects of
IP enforcement can be mainly featured by analysing the then legislative provisions and the
corresponding commentaries only.

97  Arts. 539, 540, Civil Code of the Lithuanian SSR; also Commentary of Civil Code of the
Lithuanian SSR, p. 367.

98  Art. 539, Commentary of Civil Code of the Lithuanian SSR, p. 353.
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of a work, or a termination of a distribution of a work. Moreover, in case of econom-
ic rights infringement, a copyright holder had a right to claim damages.

As far as invention and rationalization rights were concerned, all disputes regard-
ing acceptance of an offer for invention or rationalisation were solved according to
the administrative provisions, except the disputes regarding a priority for a rationali-
zation offer, an amount of remuneration, an assessment of such remuneration and its
payment and an establishment of a fact of use of a rationalization offer. Such dis-
putes could be solved in the courts as well. However, the administrative procedures
were mainly used””. Disputes concerning industrial design were solved either in
courts or by administrative or administrative-court procedure. It should also be men-
tioned that judges or a panel of judges in the administrative procedures were not al-
ways lawyers'”. This fact also certainly could influence the lower legal quality of
the decisions and judgements in the cases.

III.  The period of substantial changes of IP rights protection (1990/1991 — 1994)
1. Adoption of the new national IP legislation

Beginning in 1988-1989, the Baltic countries lived through one of the most impor-
tant changes in their 20th century history, namely, the liberation from Soviet occu-
pation. This led to the very difficult process of making changes to their national leg-
islations, including those on intellectual property regulation, while facing a rapid
transformation from a centralized economy into a free market. Certainly, after the
declarations of independence of the Baltic countries in 1990-1991, the Russian core
of the “front culture” had been clearly disposed of. While the influence of the Rus-
sian economy declined, the relationship between the Western European countries
and the Baltic countries began to grow. Later the Western European/Baltic relation-
ship developed to a high institutional level, i.e. in the form of membership in the EU
or NATO. Even so, a sizable Russian minority in the Baltic States, especially in
Latvia and Estonia'®!, and the inheritance of the Soviet mentality towards social,

99  See Soviet Civil Law, p. 236 et seq.

100 With a reference to the commentaries regarding the articles on the disputes on, e.g. ownership
of an invention and payment of a remuneration, it is observed that the cases could be heard by
the representatives from the organizations in which an invention had been made and the
trade-unions or the courts, Art. 566, Commentary of Civil Code of the Lithuanian SSR, p. 370.

101 The Russian-speaking population comprises approx. 29 % of the whole population in Latvia,
approx. 26 % in Estonia and approx. 6 % in Lithuania, following the information provided by
the national statistic departments, see in Statistics Department of Estonia (2008), Statistics
Department of Latvia (2008), Statistics Department of Lithuania (2008). As argued, the pres-
ence of large Russian-speaking minorities in Latvia and Estonia reflect the Soviet legacy; see
more in Elsuwege, State Continuity and its Consequences: The Case of the Baltic States, pp.
381-384.
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economic, and cultural issues still contribute to a substantial relationship between
the Baltic countries and the Russian Federation to this day'®.

As in many other legal fields, beginning in 1991-1992, the contemporary Parlia-
ments of the newly-independent Baltic States had to make speedy and sometimes
difficult decisions regarding the ambiguous economic situation and the unstable po-
litical system at that time, taking into account the existing legislation of the first in-
dependent republics (importantly, the legislation was re-established following the
principle of restitution in integrum'). Generally, the Baltic countries were bound to
Soviet legislation until their independence in 1990-1991; however, there were some
exceptions which naturally reflected the contemporary political and legal situation.
For instance, Soviet copyright legislation in Estonia was valid until the adoption of
the national Copyright Act in 1992'*, which was the first independently drafted and
enacted copyright law in the history of Estonia, based on the principles of the Berne
Convention'”, the Rome Convention'®, some ideas from the WIPO Model Copy-
right Act, and the copyright laws of the Nordic and continental legal tradition coun-
tries'”’. At that time, the Estonian Copyright Law was in compliance with all inter-
national obligations and major EU requirements. In Lithuania the 1990 Law on Pro-
visional Basic Law established that all other laws, including the 1964 Civil Code,
which were valid in Lithuania until 11 March, 1990, continue to be valid, if they do
not contradict with the Provisional Basic Law. However, such a lasting application
of Soviet legislation could not be tolerated, neither for economic nor for political
reasons' ™.

The re-establishment of the legal systems in the Baltic countries began with the
adoption of the Constitutions: the Estonian Constitution was adopted on 28 June,
1992', by referendum, the Lithuanian Constitution on 25 November, 1992'', also

102 See Laurinavicius et al., Aspects of Geopolitics of the Baltic Countries, p. 27.

103 See refs. to the national legislation during the Interwar period in supra § 3B.I; also in Pisuke,
Estonia: Copyright and Related Rights, p. 103.

104 Copyright Act was adopted on 11 November 1992 and entered into force on 12 December
1992 (hereinafter — the “Estonian Copyright Law”).

105 Berne Convention for the Protection of Literary and Artistic Works of September 9, 1886, as
revised at Paris on July 24, 1971, and amended on September 28, 1979 (hereinafter — the
“Berne Convention”™).

106 International Convention for the Protection of Performers, Producers of Phonograms and
Broadcasting Organizations of October 26, 1961 (hereinafter — the “Rome Convention™).

107 See Pisuke, Estonia: Copyright and Related Rights, p. 105.

108 As pointed out in Mikelénas, Reform of Civil Law in Lithuania, p. 52.

109 Art. 32 of the Estonian Constitution provides that “the property rights of everyone are invio-
lable and enjoy equal protection”. This provision should be read together with Art. 39 which
establishes that “authors shall have the inalienable right to their work” and that “the state
shall protect intellectual property rights” as well as with Art. 25 which provides that “every-
one shall have the right to compensation for moral and material injuries caused by anyone's
unlawful action”.

110 Under Art. 23 of the Lithuanian Constitution “property shall be inviolable” and “the rights of
ownership shall be protected by law”. Art. 42 provides that “the law shall protect and defend
the spiritual and material interests of authors which are related to scientific, technical, cul-
tural, and artistic work*.
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by referendum, and the Latvian Constitution on 15 February, 1922'"!, by resuming
its validity. These constitutions provided the basis for the protection and enforce-
ment of intellectual property rights, for the applications of the provisions of interna-
tional treaties, including treaties related to intellectual property rights, as well as for
the national court system.

The adoption of the new Constitution in Lithuania was followed by the work on
the drafting of a new national Civil Code''? which was supposed to embody the
transition from a planned and completely centralized economy into market relations
and to also establish new principles of property relations regulation. Considering the
regulation of intellectual property rights, it should be noted that the Law on
Amendments and Supplements of the 1964 Civil Code covered in full a new Chapter
on Copyright which was based on the international intellectual property treaties.
However, due to increasing conflicts between the provisions of the supplemented
and amended Civil Code and other individual laws in Lithuania, the Civil Code lost
its significance'"” which necessitated an adoption of a new comprehensive and sys-
tematic Civil Code, the concept of which had been already elaborated while amend-
ing the 1964 Civil Code. The concept reflected the civil codes of Italy, Holland, and
the Quebec Province of Canada.

Estonia and Latvia followed instead a more German legal approach, while still
considering the civil practice of the above mentioned countries''®, and, as initially
suggested, also covered the separate chapter (the Sixth Book) on Intellectual Proper-
ty with an incorporation of all national intellectual property laws which were valid at
that time. After a long and difficult process of the approximation and coordination of
the suggested draft, the new Lithuanian Civil Code was adopted in 2000 and came
into force on 1 July, 2001'"*. However, contrary to the original draft, it did not com-
prise intellectual property regulation, which was left to special IP laws.

Most of those individual laws were already existent in 2001 in Lithuania in the
field of the protection of trademarks''®, patents''’, designs''®, computer programs

111 As established in Art. 105 of the Latvian Constitution, everyone has the right to own property
which shall not be used contrary to the interests of the public, though property rights may be
restricted only in accordance with law. Art. 113 additionally provides that “the State shall
recognise the freedom of scientific research, artistic and other creative activity, and shall
protect copyright and patent rights”.

112 In Lithuania the drafting process started in 1991. The supplements and amendments to the
1964 Civil Code were handed in 1992 to the Supreme Council. The Parliament finally
adopted them on 17 May, 1994, as referred in Mikelénas, Reform of Civil Law in Lithuania,
p- 53.

113 As argued, the special individual laws regulated very different situations which were not co-
ordinated. They even reflected the conflicts among the then state institutions and created
“chaos and anarchy in the sphere of property regulations and in court practice as well”, as ob-
served in Mikelénas, Reform of Civil Law in Lithuania, p. 54.

114 See Heiss (Hrsg.), Zivilrechtsreform im Baltikum, pp. 52, 56.

115 Hereinafter — the “Lithuanian Civil Code*.

116 Law on Trademarks, adopted on 10 October 2000, entered into force on 1 January 2001
(which changed the Law on Trade Marks and Service Marks, as of 1993), amended on 8 June
2006, entered into force on 28 June 2006 (hereinafter - the “Lithuanian Trademark Law™).
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and databases'"’, copyright and neighbouring rights'?. Additionally, the laws re-

garding the protection of firm names, layout-design (topographies) of semiconductor
integrated circuits, plant varieties have been adopted.

As far as IP rights were concerned, a similar solution and legislative line has been
undertaken in Estonia, which, slightly differently from Lithuania, adopted its new
civil legislation on the basis of the 1940 civil code draft and in the form of five dif-
ferent codified laws'*'. While codifying its civil legislation, Latvia also resumed the
validity of its 1937 Civil Code'”. However, similarly to Lithuania both national le-
gislating bodies did not include IP provisions in the codified legal acts. Since 1992,
when the newly adopted Estonian Copyright Law came into force'”, the Estonian
Parliament has issued all main individual laws in the field of patents'**, trade-
marks'?® and industrial designs'*® by complementing those laws with the ones on the
protection of geographical indications, utility models, and layout-designs of inte-
grated circuits. Similarly, in Latvia the IP laws have been also adopted during the
first decade after the declaration of independence, starting with the national Patent
Law'?, the Law on Trademarks and the Law on Industrial Design Protection'?, the

117 Patent Law, adopted on 18 January 1994, entered into force on 1 February 1994, amended on
28 October 2008, entered into force on 11 November 2008 (hereinafter - the “Lithuanian Pa-
tent Law*™).

118 Law on Designs, adopted on 7 November 2002, entered into force on 1 January 2003 (which
changed the Law on Industrial Design, as of 1995), amended on 1 July 2008, entered into
force on 17 July 2008 (hereinafter - the “Lithuanian Design Law").

119 Law on the Legal Protection of Computer Programs and Databases, as of 1996 (invalid from
9 June 1999; changed by the 1999 Law on Copyright and Neighbouring Rights).

120 Law on Copyright and Related Rights, adopted on 18 May 1999, newly adopted on 5 March
2003, entered into force on 21 March 2003, amended on 13 March 2008, entered into force
on 27 March 2008 (hereinafter — the “Lithuanian Copyright Law”).

121 See Heiss (Hrsg.), Zivilrechtsreform im Baltikum, p. 52.

122 See Ibid, pp. 21, 22.

123 See supra Ft. 104 herein.

124 Patents Act, adopted on 16 March 1994, entered into force on 23 May 1994, amended on 15
March 2007 (hereinafter - the “Estonian Patent Law”).

125 Trademarks Act, adopted on 1 October 1992, newly adopted on 22 May 2002, entered into
force on 1 May 2004, amended on 1 January 2007 (hereinafter - the “Estonian Trademark
Law”).

126 Industrial Design Protection Act, adopted on 18 November 1997, entered into force on 11
January 1998, amended on 15 March 2007 (hereinafter - the “Estonian Design Law”).

127 Patent Law, adopted on 31 March 1993, newly adopted (except Chapter V) with an entry into
force on 20 April 1995, the current version entered into force on 1 March, 2007 (hereinafter —
the “Latvian Patent Law"™).

128 Law on Trademarks and the Republic of Latvia Law on Industrial Design Protection, adopted
on 7 April 1993, changed by the Law of the Republic of Latvia on Trademarks and Indica-
tions of Geographical Origin, as from 15 July, 1999, last amended on 8 February 2007 (here-
inafter — the “Latvian Trademark Law”), and Law on Industrial Designs, adopted on 18 No-
vember 18 2004, substituted the previous “Rules on Industrial Design”, as of 15 April 2004,
last amended on 8 February 2007 (hereinafter — the “Latvian Design Law”).
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Copyright Law'?. The listed laws have been also complemented by, inter alia, other
important laws in the field of IP protection such as topographies of semiconductor
chips, plant varieties and pharmaceutics.

The adoption of those laws meant an explicit transposition of Soviet legal norms
into modern IP laws which were to comply with international obligations as well as
help to accommodate modern technologies, innovations, and creations in the Baltic
market. Moreover, as far as IP rights were concerned, the newly-embodied provis-
ions undoubtedly expressed the implementation, at least on the legislative level, of
the legal traditions and experience of other countries*® and they have been conti-
nuously amended due to the accession of the Baltic countries into the EU.

2. Adherence to the international treaties on IP protection

In the five to seven year period following the declaration of the second independen-
ce, the Baltic countries, as sovereign states, entered into all-important international
multilateral treaties in the field of IP rights"'. These complemented the bilateral
treaties in the field of investment protection that had been signed with, for instance,
the Russian Federation and the United States, and which, as a rule, directly listed IP
rights as an investment. However, the bilateral agreements did not contain explicit
provisions relating to the enforcement of IP rights. The general enforcement provi-
sions were covered by other bilateral instruments, i.e. the treaties on trade relations
and IP rights'**.

In view of the time period, the relatively speedy adherence to the international
treaties was explained by the fact that, firs¢, many of the at that time valid interna-
tional treaties had already been signed by the Baltic countries due to a formation of a

129 Copyright Law, adopted on 11 May 1993, newly adopted on 10 May, 2000, amended on 6
December 2007 (hereinafter — the “Latvian Copyright Law”).

130 E.g., while drafting the Lithuanian Copyright Law (its 1999 wording), the French traditions
of copyright protection with a focus on a distinction of moral and economic rights, therefore,
distinguishing, for instance, certain remedies, were considered. Moreover, the then wording
of law also reflected the key provisions of the EU directives which had been previously
adopted. See more in Mizaras, Lithuanian Copyright: Historical and Modern Aspects and
Trends of Development, pp. 836, 837.

131 All international treaties in the field of industrial property rights to which the Baltic States
acceded or re-acceded to after the second independence are listed by the national patent of-
fices; see Estonian Patent Office Information (2008), Latvian Patent Office Information
(2008), also Lithuanian Patent Office Information (2008).

132 E.g., Article XI of the Agreement between the United States of America and the Republic of
Lithuania on Trade Relations and Intellectual Property Rights Protection as of 26 April 1994
provides not only general provisions on enforcement of IP rights, but also the specific proce-
dural and remedial aspects of civil actions, provisional measures, including also the ones ap-
plied on ex parte basis and criminal procedures. The similar agreement with Latvia as of 6
July 1994 embodies the identical provisions. See Garrison, Intellectual Property, Treaty
11.17(B)-1; also Agreement between the United States of America and the Republic of Latvia
on the Relations and Intellectual Property Rights Protection. Note: the mentioned enforce-
ment provisions in the bilateral treaties on trade relations actually reflected the provisions as
set in Arts. 1714-1717 of NAFTA as well as Part III of the TRIPS Agreement.
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modern IP legal system during the first independence (1918/1919-1940/1941)"%,
and, second, the adherence to those treaties was absolutely necessary for the sub-
stantial changes in the national laws regarding, inter alia, protectable subject-matter,
mandatory minimal protection requirements, and effective and equal protection of IP
rights'** after the breakdown of the Soviet Union.

Formally, after the declarations of independence in 1990/1991, the general posi-
tion of the newly formed governments of the Baltic States was that agreements to
which the USSR or the Estonian, Latvian, or Lithuanian SSRs were parties were not
automatically valid in the new independent Republics'®, so formal ratification steps
by the national legislators had to be made. Accession to the international treaties,
signing bilateral treaties, and compliance, at least formally, to international stan-
dards during the Soviet occupation is to be considered a significant political step
which allowed the Baltic countries, though not directly involved, to introduce and
respect international obligations. Notably, some of the international treaties in field
of patents, designs and trademarks are pending for ratification at the national par-
liaments'*®.

Alongside the formal reasons, factual circumstances relating to the signing of the
international treaties cannot be omitted. A unilateral pressure by some countries al-
ready played an obvious and significant role'”’ during the first independence period.
Such pressure, of course, obliged the Baltic countries to provide adequate and effi-
cient IP protection not only on a legal, but also on an economic basis. However,
notwithstanding the formal intentions to become an equal member of the interna-
tional community, the pressure from abroad was sometimes heavily criticized by lo-
cal industry and the general public at that time, as the Estonian example shows. The
Estonian legislative position at that time reflected the idea that, for instance, in the
field of copyright, foreign works should be permitted to be used without any restric-
tions in order to advance the growth of IP in the developing country'*.

As far as the enforcement of IP rights is concerned, the adherence to some inter-
national treaties should receive special attention. First, the Berne Convention'?,
namely its Preamble as well as Articles 5, 6bis (after the 1928 Rome revision), also
Articles 16 and 15 indirectly embody enforcement-related provisions. The accession
to the Berne Convention by the Baltic countries raised interesting constitutional and
international law issues, not regarding the accession as such, but concerning the re-
troactive protection of foreign works. The Baltic countries, as legal subjects under
the basis of international public law, had never lost their independence because of

133 E.g., the Berne Convention was valid in Latvia from 1938 until its occupation in 1940. Esto-
nia joined the Paris Convention in 1924 and the Berne Convention in 1927.

134 See Berzanskiené, Berne Convention and Copyright in Lithuania, p. 10.

135 See Elsuwege, State Continuity and its Consequences: The Case of the Baltic States, p. 384.

136 E.g., Patent Law Treaty, London Agreement, etc. are meant herein, as referred in Lithuanian
Patent Office Information (2008).

137 See von Lewinski, Copyright in Central and Eastern Europe, p. 45.

138 See Pisuke, Estonia: Copyright and Related Rights, p. 101.

139 Lithuania joined the Berne Convention on 14 December, 1994, and Estonia rejoined it on 26
October, 1994. The Berne Convention re-entered into force on 11 August, 1995, in Latvia.

44

(o) ENR


https://doi.org/10.5771/9783845226934
https://www.nomos-elibrary.de/agb

their unlawful incorporation into the Soviet Union (ex injuria non oritur jus)'*. Es-
tonia and Latvia were therefore bound by the Berne Convention they had signed in
1927 and 1938, respectively, even though they were not de facto members during
the Soviet occupation (the UCC to which the Soviet Union was a Contracting State,
was in force at that time). When the question about retroactive protection of foreign
works was raised, the national legislators had to find a solution. The Estonian deci-
sion was clear: foreign works, as well as national works created before the 1992 Es-
tonian Copyright Law came into force were to be protected retroactively. The re-
lated rights for performance, phonograms, and radio and television broadcasts also
enjoyed retroactive protection, more precisely: the right to use them for the cases of
use of such subject-matters beginning from 12 December, 1992'*'. The Latvian leg-
islators solved the question of retroactive protection similarly: in August 1995 Lat-
via rejoined the Berne Convention, thus guaranteeing copyright protection in Latvia
both for national and international authors. In Lithuania the situation was different,
since Lithuania did not join the Berne Convention before World War II.

Second, the adherence to the 1996 WIPO'** Copyright Treaty'* and the WIPO
Phonograms and Performances Treaty'** was also followed by national legislative
changes in the field of IP rights. The preventive measures by virtue of Article 14(2)
of the WIPO Copyright Treaty, as well as provisions regarding the protection of
TPMs'* can today be found in the national copyright legislation and the Criminal

Codes of the Baltic countries'.

140 See Ahola et al., Baltic Region. Conflicts and Cooperation, p. 267.

141 More discussion on the issues of the validity of the Berne Convention in Estonia can be found
in Pisuke, Estonia: Copyright and Related Rights, pp. 112, 113.

142 Convention Establishing the World Intellectual Property Organization (signed at Stockholm
on July 14, 1967 and as amended on September 28, 1979) entered into force on April 30,
1992 in Lithuania, on January 21, 1993 in Latvia, and on February 5, 1994 in Estonia.

143  WIPO Copyright Treaty (hereinafter — the “WCT”) (1996) with the agreed statements of the
Diplomatic Conference that adopted the Treaty and the provisions of the Berne Convention
(1971) referred to in the Treaty, Geneva, 20 December, 1996, in force 6 March, 2002. WCT
came into force in Lithuania on March 6, 2002 and on March 6, 2002 in Latvia. In Estonia
WCT entered into force on 14 March, 2010.

144 WIPO Performances and Phonograms Treaty (hereinafter — the “WPPT”) (1996) with the

agreed statements of the Diplomatic Conference that adopted the Treaty and the provisions of
the Berne Convention (1971) and the Rome Convention (1961) referred to in the Treaty, Ge-
neva, 20 December, 1996, in force 6 March, 2002. WPPT came into force in May 20, 2002,
in Latvia and Lithuania. After its signing in 1997, the ratification is pending in Estonia.
Note: as far as international treaties are concerned, the issue of the validity of the treaties
should be mentioned. Under the constitutional laws of Estonia, Latvia, and Lithuania, signed
international agreements come into force when they are accordingly ratified by the national
Parliaments and have a valid direct effect. Even though the absence of ratification has no im-
pact on the actual implementation of the provisions of the WIPO Treaties because of their
implementation during the Estonian and EU law harmonization processes, this could be
viewed as an unreasonable delay.

145 WPPT, namely its Arts. 18-19 and 23(2) set out almost identical provisions regarding TPMs
and enforcement.

146 Arts. 193, 194 of the Lithuanian Criminal Code (wording as from 21 July 2007), Art. 225 of
the Estonian Criminal Code (wording as from 15 March 2007), Sections 147, 148, 149 of the
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Last, on 10 February, 1999, Latvia was the first to join the WTO, by adhering to
one of its pillars, the TRIPS Agreement. In November, 1999, Estonia joined the
WTO without recourse to any transition period'*’. Lithuania is a member of the
WTO since 31 May, 2001. Since signing of the TRIPS Agreement, which Section III
directly embodies the provisions concerning the enforcement of IP rights'*®, new
tasks to revise and adopt the provisions in IP laws have fallen to the national legisla-
tors as well. From an IP rights enforcement perspective, the implementation of the
provisions of the WIPO Treaties and the TRIPS Agreement was very much ap-
plauded by the local and foreign right-holders wishing to protect their rights more
effectively. The implementation also coincided with the reforms relating to the ac-
cession into the EU processes after the 1998 EU Association Agreements with the
Baltic countries had been signed'*’.

1V.  Substantial reforms in the field of enforcement of IP rights regarding the
implementation of acquis communautaire

In the bilateral EU Association Agreements, the governments of the Baltic states
stressed the importance of improvements in the field of adequate protection of IP
rights'>. Importantly, the mentioned agreements, also called the third generation
agreements'”', obliged the Baltic countries to adapt their IP legislation as a result of
the harmonization directives and other legal measures which were already in force
by that time.

Along with the formal objectives to improve IP protection in the Baltic countries,
to amend the IP laws with obvious discrepancies and weaknesses and to speed up
the presupposed integration into EU processes, some internal processes, which had

Latvian Criminal Code (wording as from 17 October 2002), see refs. and overview regarding
criminal liability for IP infringements in the Baltic countries in infra § 5G.I.

147 See Pisuke, Estonia: Copyright and Related Rights, p. 114.

148 The very provisions of the TRIPS Agreement (Section III), referred in view of the Enforce-
ment Directive, are further explored in infra § 5A.1.2.a).

149 The EU Association Agreements entered into force on 1 February 1998 in all three Baltic
countries. It should be mentioned that during the preparation for the accession into the EU the
Baltic countries formulated their direction which, as believed, formed the position in regard
with IP legislation and improvements as well. E.g., the Estonian Government formulated the
so-called ‘Northern Dimension’ by stressing IT networks and infrastructure as one of the
most important development fields in the Baltic region; see more in Estonian Government’s
European Union Policy for 2004 -2006, p. 37. The same political direction has been repeated
in Estonia’s European Union Policy for 2007 — 2011, p. 41.

150 Art. 67 of the EU Association Agreements establishing an association between the European
Communities, their Member States and the Republic of Estonia, also Latvia and Lithuania
explicitly stated the obligations to create the level of IP protection which existed in the EU
and stressed the need to improve efficient measures in the field of enforcement of the IP
rights.

151 The mentioned agreements, “the most advanced and far-reaching*, envisaged the preparation
of the Baltic countries to enter the EU, as referred in von Lewinski, Copyright in Central and
Eastern Europe, pp. 47-48.
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clearly influenced the IP-related situation, such as the growing IT industry'** and, at
the same time, a high level of piracy and counterfeiting products'®® in the Baltic
markets, should have also been taken into consideration. All those factors and
processes reflected a progressive approximation of the national IP laws by mainly
focusing on a creation of new export markets rather than on an imposition of certain
sanctions for not ensuring adequate IPR protection under the bilateral or multilateral
international agreements in the Baltic region'**. As referred to by some authors, for
example, in Estonia the national legislative amendments were influenced not only by
the desire for a speedy integration into the EU, but also by the internal development
in the legal system, in particular, by the drafting and adoption of new General Prin-
ciples of Civil Law, a Criminal Code, a Customs Act, etc. and, additionally, by some
pressure from abroad, especially from countries like Finland and the USA'*.

At the time the actual negotiations with the EU started, the Baltic countries al-
ready had a full range of national IP legislation'*® which, due to the accession
process, had to be accordingly approximated. By the time the Enforcement Directive
was to be implemented'’’, the Baltic countries had in general adopted the substantial
amendments to the national copyright legislation on the basis of the provisions of
previous EU directives and also the requirements of the TRIPS Agreement.
Amendments also followed in the area of industrial property, i.e., patents, trade-
marks, designs, layout designs of integrated circuits, and geographical indications'®,
however, many legislative discrepancies remained.

As far as the enforcement provisions were concerned, the Directive 2001/29/EC
of the European Parliament and of the Council of 22 May, 2001, on the harmonisa-
tion of certain aspects of copyright and related rights in the information society'”,
namely, its Articles 6, 7, and 8 should be mentioned. The provisions, as embodied in
the aforementioned articles of the Directive, have been adopted in the national copy-
right legislation'®. However, they have not yet been actually applied. Importantly,
the provisions in regard with the liability of ISPs as embodied in Article 8 of the Di-

152 See Datamonitor, Growth of the Software Industry in Lithuania (2001).

153 E.g., it has been reported in Infobalt Press Releases (2000) that the percentage of pirated
goods (protected under copyright and neighbouring rights) used to reach approx. 85% in
Lithuania in 2000.

154 See von Lewinski, Copyright in Central and Eastern Europe, p. 46.

155 See Pisuke, Estonia: Copyright and Related Rights, p. 106.

156 See refs. to the national laws in supra § 3B.II1.1.

157 Until 29 April, 2006 (Art. 20, Dir.).

158 Note: as a rule, the national legislative act lists the directives which have been accordingly
implemented by this very act.

159 Directive 2001/29/EC of the European Parliament and of the Council of 22 May, 2001, on the
harmonisation of certain aspects of copyright and related rights in the information society, OJ
2001, L 167/10 (hereinafter — the “Copyright Directive™).

160 Arts. 74, 75 of the Lithuanian Copyright Law (as amended on 5 March, 2003, enforced as
from 21 March, 2003); Art. 68(1)(3) and (4) of the Latvian Copyright Law (amended on 22
April, 2004); the provisions were not, however, explicitly implemented in the 1992 Estonian
Copyright Act (amended on 16 October, 2002).
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rective are to be highlighted due to growing internet piracy as well as a strong IT
sector and its ongoing development in the Baltic countries'®.

Further, the new amendments to the 2003 Law on Copyright and Related Rights,
which came into force in Lithuania on 12 October 2006, implemented the provisions
of the EU Enforcement Directive. In Estonia, the Enforcement Directive was im-
plemented while adopting the extensive amendments to the Estonian Code of Civil
Procle6c21ure and in Latvia by adopting new amendments to the Civil Procedure
Law ™.

While referring to the implementation of acquis communautaire, the Council
Regulation (EC) No 1383/2003 of 22 July, 2003'%, concerning customs action
against goods suspected of infringing certain intellectual property rights and the
measures to be taken against goods found to have infringed such rights should also
be mentioned. The EC Regulation 1383/2003 is substantial in terms of effective ac-
tions as applied ex officio by the customs authorities or on the basis of applications
by IP right holders due to a high number of piracy incidents at the borders of the
Baltic countries. However, those actions (measures and procedures) are strictly regu-
lated by the EC Regulation 1383/2003 and do not fall under the scope of the regula-

tion of the Enforcement Directive'*.

V. Concluding remarks

Following the scheme of geopolitical functions that could be performed by the Bal-
tic countries, a parallel could be drawn in terms of promoting and protecting IP
rights: due to its “cross-road” position, the East-Baltic could be the outpost for the
expansion or barrier of external innovations, and, moreover, they could actively con-
tribute to the expansion of IP in this sub-region by involving the “Eurasian” core and
become an arena of innovation exchange.

On the other hand, while exploring some rudiments of the creation of the modern
IP systems during the interwar period in the Baltic countries, the IP “mentality” and
related regulatory system during the Soviet occupation and, finally, referring to the
rapid legal changes after the declarations of the independence of the three Baltic
states in 1990/1991, it is evident that such discontinuous historical circumstances

161 See further refs. in infra § 4A.I1

162 See Harenko et al., Expedited Remedies for the Protection of IP in Finland and the Baltic
States, pp. 31-32; also see the implementing amendments in the field of IP rights enforcement
regulation in the Baltic countries in infra § 5B.1.1.c).
163 Council Regulation (EC) No 1383/2003 of 22 July 2003 concerning customs action
against goods suspected of infringing certain intellectual property rights and the measures to
be taken against goods found to have infringed such rights, OJ 2003, L 196/7 (hereinafter —
the “EC Regulation 1383/2003%). Since 1 May, 2004, when the latter regulation became di-
rectly applicable to the Baltic countries, the national legislation regarding the import and ex-
port of IP goods that was in force until the accession date is no longer applicable.

164 See more discussion about border measures and civil remedies in infra § 5G.11.
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caused the specific and, frequently, uneven formation of the Baltic IP legal doctrine
and practice.

Notwithstanding the fact that, from the current legislative point of view, the na-
tional IP system is duly regulated, especially due to the formal and actual integration
into the EU processes, Baltic history still has a strong influence, which does not al-
ways allow a consistent implementation of EU-wide provisions in practice. Moreo-
ver, factors such as the extremely rapid transformation since the declarations of in-
dependence of the Baltic countries from centralized economies with weak protection
of IP rights to market economies with strong protection of IP rights and the Soviet
“IP-mentality” of the people adopting and applying the laws play an enormous role
in the creation of an IP-friendly environment in the Baltic countries. The period im-
mediately following the declarations of independence is considered to be only a
short transformation period, one which obviously promises additional possible
changes in the future.

C. Overview of the current national regulatory and institutional framework
for the enforcement of IP rights

L Adoption of national IP legislation: some procedural aspects

Under the national Constitutions of the Baltic countries'®®, national laws are adopted
by the national parliaments (the Riigikogu (est.) in Estonia, the Seimas (lIt.) in Lithu-
ania and the Saeima (Iv.) in Latvia) and are only enforced after they are officially
signed and proclaimed by the national presidents'®. As the drafting of national laws
in the national parliaments is mainly subject to discussions by the parliamentary
committees'”’, the role of those committees in the process of the adoption of nation-
al legislation, as well as its approximation and implementation with EU legal provi-
sions and international obligations is of the highest importance'®®.

In the area of drafting national substantive IP legislation and the procedural laws
which are important for the IP enforcement, the Cultural Affairs and the Legal Af-

165 Refs. to the 1992 Estonian Constitution, Articles 65(1) and 78(6); the 1922 (last amended in
2003) Latvian Constitution, Articles 64 and 70; the 1992 Lithuanian Constitution, Articles 67
(2) and 70. See also supra Fts. 109-111 herein.

166 All the national legislative acts, after they are signed and proclaimed, can be found in the of-
ficial magazines (Engl. “State Gazette*): for Lithuania — “Valstybés Zinios” (It.); for Estonia
— “Riigi Teatuja“ (est.), and for Latvia — “Latvijas V&stnesis” (1v.).

167 Refs. to the 1992 Estonian Constitution, Article 71; the 1922 (last amended in 2003) Latvian
Constitution, Articles 25; the 1994 Statute of the Lithuanian Parliament (last amended in
2006), Section III.

168 It should also not be forgotten that on the EU legislative level the Baltic members at the
European Parliament have their own representatives (Estonia has 6, Latvia - 8, and Lithua-
nian — 12 representatives at the European Parliament (2010 data)) who can directly participate
in law-adoption processes in the EU legislative institution.

49

(o) ENR


https://doi.org/10.5771/9783845226934
https://www.nomos-elibrary.de/agb

fairs Committees in the Estonian Parliament, the Education, Science and Culture and
the Legal Affairs Committees in the Lithuanian Parliament and in the Latvian Par-
liament, as well as the Development of Information Society Committee in the Lithu-
anian Parliament are mainly involved. According to the Statutes of the national par-
liaments'®, experts from the IP field, who are not the members of the national par-
liaments, can provide their opinions and attend the meetings of the listed parliamen-
tary committees while the amendments to the national laws are being drafted. It al-
lows IP practitioners to directly participate in the legislative process which, consi-
dering the speedy transposition of laws and creation of the national IP systems, is to
be seen as an important factor helping the national legislators to adopt or implement
legal provisions by closely considering practical needs and actual problems.

In addition to the parliamentary committees and the national Ministries of Culture
of the Baltic countries'”’, which are the essential links in the chain of drafting the
national IP legislation'”', other institutions which have played, and are playing, an
important role in the law-adoption process should be mentioned. The provision of
the opinions and expertise by the former European Committee to the Government'
of Lithuania is considered very valuable for the preparation of the contemporary IP
legislation. As far as the enforcement of IP rights were concerned, the qualitative
legal conclusions provided by the European Committee were valuable in approx-
imating the national legislation with the EU provisions. For example, along with
other factors the Committee’s independent conclusion regarding the term “commer-
cial purposes” arguably impelled the Lithuanian legislators to improve the provi-
sions in the Law on Copyright and Neighbouring Rights'”® that was in force at that
time. Moreover, the opinions which are provided by foreign and local IP right hold-

169 Art. 48(8) of the 1994 Statute of the Lithuanian Parliament provides for the possibility of
forming working groups consisting, inter alia, of experts from the field to prepare the draft
laws. Similarly, the possibility of third-person experts attending the committees’ sessions is
provided in Art. 22(3) of the 2003 Estonian Riigikogu Rules of Procedure Act and in Section
VI of the 1994 Latvian Saecima Rules of Parliamentary Procedure (all documents as
amended).

170 Their role is discussed in the subsequent section.

171 E.g., the last amendments to the national copyright legislation in regard with the enforcement
of IP rights have been made by the Ministries of Culture. More on the work of the national
Ministries of Culture, the cultural strategies, and reports see Estonian Ministry of Culture In-
formation (2008), Latvian Ministry of Culture Information (2008) and Lithuanian Ministry of
Culture Information (2008).

172 The European Committee was reorganized beginning January 1, 2004, with the interception
of its functions by the Department of the Coordination of the EU Policy Analysis and Posi-
tions at the Chancery of the Government of Lithuania.

173 The European Committee at the Government of the Republic of Lithuania, 3 December 2002
Letter No. 2002-11-11, on Commercial Purposes Term. In the explanatory letter, the experts
of the European Committee broadly explained the term “commercial purposes”. Such expla-
nations were later reflected in the subsequent positions undertaken by the parliamentary
groups which were drafting the amendments to the national IP legislation. For further analysis
on the national court practice and the terms “commercial purposes” and “commercial scale”
regarding Recital 14, Dir. see in infra § 5C.I1.2.
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ers'™ on one side and, for instance, consumers’ associations on the other, allow the
legislators to implement or adopt legal provisions which mirror the local IP situation
and practice, while, at the same time, being in compliance with international obliga-
tions.

1L Competence and functions of the main national IP institutions

As a rule, national laws are to be enforced by adopting the national secondary legis-
lation, which concretizes the legislative provisions as embodied in the primary laws.
According to the national Constitutions, the responsible institutions approved by the
Governments in the field of copyright and neighbouring rights, namely, the national
Governments and the national Ministries of Culture, adopt legal acts (regulations,
decrees, or orders, respectively) in which concrete enforcement rules are embodied.
IP institutions are established and they function under the secondary legislation
which clearly list and define their aims, competencies, and functions.

The role and functions of the national Copyright Boards at the Ministries of Cul-
ture, the national patent and trademark offices, and the collective administration so-
cieties should be especially considered in a discussion on the enforcement of IP
rights. Moreover, as follows from the actual practice of application of certain en-
forcement provisions, the quality and accuracy of the national secondary legislation
plays a role. Hence, the effective work of these institutions in the field of drafting
laws is highly valuable.

l. The Ministries of Culture: the Copyright Divisions and Boards

With regard to influencing their societies’ views and attitude towards intellectual
property as well as to their participation in the processes of adopting and amending
IP laws, the role of the national Ministries of Culture cannot be underestimated'”.
Since their creation'”®, the Copyright and Neighbouring Rights Divisions and the
Copyright Boards at the national Ministries of Culture of the Baltic countries played,
and are playing, an important role in both the processes of the creation of the en-
forcement system of IP rights and the approximation of the EU legal provisions with
the national ones.

174 E.g., the opinions provided by the foreign associations of IP right holders such as BSA, IFPI
are meant herein.

175 This could be well illustrated by referring to the objects and activities planned by the national
governments and the Ministries of Culture. £.g., one of the priority questions in the program
of the Lithuanian Government for the year 2007-2008 was educating the public on IP ques-
tions. Moreover, the Ministry is prepared to create an anti-piracy centre concept as well as
draft amendments to the Criminal Code and Code of Administrative Offences, as listed in
Report (2007 Annual) by the Lithuanian Ministry of Culture, pp. 10-11.

176 The Copyright Committee at the Ministry of Culture of Estonia was established in 1992, the
Copyright Board in Lithuania in 2000. In Latvia the Copyright and Neighbouring Rights Di-
vision at the Ministry of Culture started to function at the beginning of 2000.
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From an IP perspective, the main functions of the mentioned divisions and boards
cover, inter alia: participation in the law adoption processes; participation in and or-
ganization of IP-related educational programs; attendance (mainly, as legal experts)
at court hearings of IP rights infringement cases'’’. It should be noted that some-
times even very declarative provisions prospects approved by the Ministries of Cul-
ture concerning the establishment of a more effective legal system to fight against
piracy find their way to actual application. For example, in Lithuania anti-piracy
projects can now be partially financed from the state budget'’®, which is considered
a big step towards the actual effective implementation of the enforcement provi-
sions.

2. The collective administration societies

The national collective administration societies, whose functions were re-established
after the independence of the Baltic States'””, also play an important role in terms of
the effective protection of IP rights. Although the national collective societies have
their own history, as they existed before the Soviet occupation in 1940/1941 in the
Baltic countries'™ (it should also be noted that the legal protection of neighbouring
rights in the Baltic countries was introduced only after the Soviet period, meaning
that the collective societies had to deal with a relatively new field of IP rights), their
role and functions are sometimes falsely interpreted by the general public, which as-
sociates them with the institution that functioned during Soviet occupation times, i.e.
the collective society (the Union Agency of Copyright (VAAP)), which enjoyed a
state monopoly and was the sole licensing authority'®', and which clearly dissemi-
nated the Soviet ideal that the state must control all sectors of the country’s cultural
life. Therefore, the national collective societies, by fulfilling their duties under the

provided competence, are still sometimes criticized by Baltic society'™.

177 The competencies and functions of the Ministry of Culture and the Copyright Board of
Lithuania are listed in Arts. 71, 72 of the Lithuanian Copyright Law. The competencies and
functions of the Latvian Ministry of Culture can be found in Arts. 67, 67(1) of the Latvian
Copyright Law. For more on the functions of the Estonia Copyright Committee see at Pisuke,
Estonia: Copyright and Related Rights, pp. 107-108.

178 Under the Order of the Minister of Culture of the Republic of Lithuania on the Approval of
the Forms of Rules, Application, Contract and Reports in regard to the Partial Financing of
the Anti-Piracy Campaigns from the State Budget, 29 June 2007, No. IV — 421, Vilnius (OV).

179 The collective administration societies have functioned in Lithuania since 1990 (and since
1999 for holders of neighbouring rights), since 1991 in Estonia, and since 1992-1995 in Lat-
via. See Baltic Collective Administration Societies ‘ Information (2008).

180 For more about the history of the Baltic collective administration societies see at Pisuke, Es-
tonia: Copyright and Related Rights, pp. 100, 107.

181 See von Lewinski, Copyright in Central and Eastern Europe, p. 44.

182 E.g., the recent dispute in Lithuania between LATGA-A and the company “Hesona” explicit-
ly illustrates that there many remaining “soviet” points of view in regard with an adequate
remuneration to be paid to authors on the basis of Art. 33 of the Lithuanian Copyright Law
due to the well-established soviet notion that “art belongs to people”, as observed following
Lithuanian Court of Appeal, Civil Case No. 2-564/2007, LATGA-A et al. vs. AB “Hesona” et
al. According to LATGA-A information (July 2008), there were more than 250 cases in the
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In discussing the collective administration societies concerning the enforcement
of IP rights, one important tendency should be taken into consideration. Arguably,
with reference to the Soviet Union period, when cultural life was also centrally
planned and organized, right holders had less motivation to initiate court actions
against infringers of their rights. This tendency is unfortunately obvious nowadays
as well, i.e. individual right holders are not willing to start legal processes against
infringers. This is surely related to the fact that the court proceedings are still rela-
tively long, require an appropriate professional preparation and representation in the
courts, and are costly.

3. The trademark and patent offices

The first national institutions dealing with IP rights that were re-established after the
declarations of independence in 1990/1991 were the national patent and trademark
offices'™. Along with the first new legislation in the field of industrial property,
which was adopted immediately after the declarations of independence'™ in the Bal-
tic States, the national patent offices played an important role in recreating the na-
tional system of registration of IP rights and the work of the national patent offices
that functioned during the first independence'®. They also had to become an equal
member of the European patent'®, trademark, and design systems gradually, by en-
suring the protection of community rights as well as the rights under European pa-
tents.

In terms of patent or trademark litigation, the pre-trial procedures which are held
at the national patent offices, namely, the cases heard by the Board of Appeals,
should be duly considered. As stated in the national industrial property laws, dis-
putes regarding decisions related to industrial property rights taken by the national
patent offices are to be firstly resolved by the Board of Appeals'®’. The decisions

courts (in the period January 2000 to July 2008) against user-companies which did not pay
royalties.

183 Under the Order of the Government of Lithuania, the State Patent Bureau was established and
began functioning in 1991. In the same year the Patent Offices started their functions in Esto-
nia and Latvia (hereinafter — the “national patent offices”).

184 Such as the 1991 Order of the Government of Lithuania on “Registration of Firm Names” or
the 1992 Order on “The Legal Protection of the Industrial Property in the Republic of Lithua-
nia” which provided the order under which the patent, trademark, and design registration
documents were to be registered at the State Patent Bureau, etc., or in Estonia in which the
national patent office started its work with a registration of trademarks and service marks un-
der the 1992 Trademarks Act by the Supreme Council, or Latvia in which the first patent ap-
plication after independence was filed in February, 1992.

185 During the first independence, the patent offices functioned from 1919/1920 until 1940 by
registering industrial property rights.

186 Starting with Estonia, which joined the EPO on 1 July, 2002. Lithuania joined the organiza-
tion on 1 December, 2004, and Latvia on 1 July, 2005.

187 E.g., Art. 40(1), Lithuanian Patent Law; Art. 27(1), Latvian Patent Law
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can be appealed to, respectively, the Tallinn Administrative Court'®, the Riga Re-
gional Court and the Vilnius District Court'®’. Based on statistical data on appealed
decisions of the patent office in Lithuania, the tendency that the Board of Appeals is
playing an evidently important role is observable'”’. Moreover, the specialization
and work of the members of the Board of Appeals is likewise significant in the pre-
trial procedures.

III.  The role of the government institutions responsible for IP rights enforcement

1. The police authorities: a good start in IP rights infringement cases is crucial

Regarding prosecution of infringers of IP rights and as far as the administrative and
criminal enforcement of IP rights is concerned, the police fulfil an important func-
tion in terms of initiating and leading criminal and administrative IP cases to the
courts'®!. Tt is observed that during the last decade, the national Baltic police authori-
ties mainly dealt with copyright and neighbouring rights infringements'®>. Consider-
ing such observations, the main aspects of police functions in the primary investiga-
tion process in such cases should be noted.

Primary prosecution in administrative and criminal IP cases is held by the police
officers, meaning that they can initiate actions either based on an individual com-
plaint submitted by the right holders or right holders associations, or ex officio. Gen-
erally, after a case against the IP infringer is initiated, the functions of the police au-
thorities, most importantly, comprise, inter alia, evidence collection and the prepara-
tion of the procedural documents (a protocol, a document on a seizure of infringing

188 Art. 30(1) of the Estonian Patent Law establishes that an appeal against the decision of the
Patent Oftice can be filed either to the Board of Appeals or to an administrative court.

189 The number of cases regarding invalidation of registered trademarks is dominant among IP
cases in Lithuania, also Latvia; as follows from Questionnaire Regarding Implementation of
the Enforcement Directive in Lithuania in 2005-2008. Answers by Lithuanian Supreme Court,
the Court of Appeal and the Vilnius District Court (unofficial publication), also Latvian Min-
istry of Justice Information (2008) (unofficial information).

190 E.g., in 2007 the Board of Appeals of the Patent Office considered 197 protests and 10 ap-
peals in LT. The number of the enlarged European patents increased 10 %, whereas the num-
ber of the registered trademarks 29 %; see more statistical information in Lithuanian Patent
Office Information (2008) (EV).

191 See more information about administrative and criminal liability for IP infringement cases in
infra § 5G.1. Note: there were also special IP units established in the national (economic, tax,
or finance) police departments in the Baltic countries.

192 As referred to in the Letter by the European Committee at the Government of the Republic of
Lithuania No 10-488 as of 19 April 2002 (OV), the effective police activities in fighting
against infringements of IP rights helped Lithuania to strengthen the protection of IP rights
and to fulfil its international obligations, by making an example that the commonly-named fi-
nance police initiated only 81 administrative cases against the infringers of IP rights during
1998-1999, whereas there were 147 administrative cases already initiated in 2000.
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goods, etc.) of the case to be submitted to the court'®. The collection of evidence
requires special knowledge and specific training for the police officers, as the
process of collecting evidence mainly involves the collection of specific technical
information. In the context of this process, it should be noted that the police authori-
ties usually involve specialists and experts, who provide written statements, which
comprise part of the main crucial evidence in IP rights infringement cases. The
formed court practice regarding a specialist’s statements in IP infringement cases are
considered positive, especially due to the fact that specialists are mainly the repre-
sentatives (legal and/or technical experts) of IP right holders’ enforcement associa-
tions, but not direct employees of IP right holder companies'**. This is also due to
the fact that procedural errors in the primary prosecution process might negatively
affect the result of the case, i.e. the case could be terminated, or an appropriate as-
sessment of damages for the calculation of which the number of illegal products and
their exact specification is required'””, could be omitted, which is sometimes evident
in the national IP enforcement practice.

The functions and the work of the police authorities, and the importance of the
participation of specialists in this first step in the primary investigation, have been a
regular focus in the various reports concerning certain improvements in the field of
the enforcement of IP rights in the Baltic countries'”®. One can agree on this focus,
because police competence, and proper training and appropriate equipment for the
police authorities, which have lived through multiple re-organizations, are substan-
tial factors directly influencing the effective application of the enforcement provi-
sions and, at the end of the legal process, the procedural and substantial success of
IP cases.

In this regard it should be emphasized that in Lithuania there were certain at-
tempts from the police authorities, which should be applauded, to investigate admin-
istrative and criminal cases while investigating other offences in the range of police
competence. Moreover, the state tax inspections can be also involved in the investi-

193 See Vileita, Commentary of the Lithuanian Law of Copyright and Article 214(10) of the Ad-
ministrative Code, pp. 197-200.

194 Throughout the national court practice this has been raised as a particular issue, however, the
national courts considered specialists who were actually employees of the right holders’ en-
forcement associations as the appropriate persons able to provide all accurate information
about the rights which were allegedly infringed. E.g., in Lithuania since 1998-2000, when the
police authorities started actively initiating administrative and criminal cases, a provision of
specialist s statements in the copyright infringement cases unburdened the process of proving
the infringement and undoubtedly made the process quicker. Moreover, the IP right holders
were to calculate the damages that occurred on the basis of such statements as well. The
Lithuanian court practice shows that those specialist’s statements are considered as one of the
substantial pieces of evidence in IP civil cases, as observed in Decision 21 June 2006,
Lithuanian Supreme Court, Civil Case No. 3K-3-422/2006, Autodesk, Inc. vs. UAB “Ar-
ginta”’; see also the further discussion on measures for preserving evidence in infra § 5D.1.

195 See further discussion on the assessment of damages in the civil IP cases in infra § SF.1.

196 Improvements of the work of the national police authorities have always been a significant
issue mentioned in, for instance, USTR Special 301 Reports for all three Baltic countries.

55

(o) ENR


https://doi.org/10.5771/9783845226934
https://www.nomos-elibrary.de/agb

gation of infringements of IP rights, as long as their competence allows'”’, as such
infringements can be related to an avoidance to pay or non-payment of taxes. It is
believed that this combination can make the activities against infringements of IP
rights more efficient. Moreover, while enforcing civil searches, which can be started
by IP right holders on the basis of the implemented provisions, the attendance of po-
lice authorities can be also invoked (in cases when the alleged infringer interferes or

hinders the collection of evidence)'**.

2. Customs authorities: ensuring effective measures at the borders

Since the EC Regulation 1383/2003 was adopted'®’, the national customs authorities
are to be considered as one more significant institutional structure for the effective
application of the enforcement-related provisions, namely, the protection of IP rights
at the borders. Considering the specificity of the geographical situation of the Baltic
countries, as previously discussed””, as well as the high rate of IP piracy reported at
the borders of the Baltic countries®', it can be agreed that an effective functioning of
the system of seizure of illegal goods and deterring infringements of IP rights at the
borders is crucial for an effective enforcement of IP rights.

As follows from the legislatively-embodied competence and functions of the na-
tional customs authorities, one of the most important functions is an ex officio action
by the customs authorities, i.e. measures taken before an application for action by
the customs authorities is lodged. By virtue of Article 4 of the EC Regulation
1383/2003, the customs authorities “may suspend the release of the goods or detain
them for a period of three working days <...>”. Alternatively, the right holders can
initiate the application of the customs measures in advance by submitting an applica-
tion. By authority of the Article 11(1) of the EC Regulation 1383/2003, the dead-
lines provided for right holders or their representatives to submit an application for
action in case suspected illegal products are detained at the borders are very tight.
Therefore, the competence and preparation of the officers of the customs authorities,
in addition to specific equipment and information to detect those illegal goods play a
crucial role*”. As follows from the provisions of the EC Regulation 1383/2003, the

197 As follows from their competence, e.g., in Lithuania, the state tax inspections have, inter alia,
a right to make raids during which the financial documents of the companies are checked and
they can also organize a confiscation, storage, realization, etc. of exhibits in IP infringement
cases. It is regulated under the Order of the Head of State Tax Inspection at the Ministry of
Finance of the Republic of Lithuania, No. VA-205, 23 December 2004, Arts. 10.33., 10.21
(OV). See also further discussion on the application of measures for preserving evidence in IP
infringement cases under Arts. 6, 7 of the Enforcement Directive in infra § 5D.1.

198 See also discussion about civil (ex parte) searches practice in Lithuania in infra § 5D.1.3.

199 See supra Ft. 163 herein.

200 See the description on the geopolitical situation of the Baltic countries provided in supra §
3A.

201 Refs. to the USTR Special 301 Reports; see also information in infra § 4A.11.

202 In this regard it should be mentioned that constant updated training is held for the national
Baltic customs officers, enabling them to improve their competence and qualification in such
cases. Moreover, by virtue of the requirements as set in Art. 5(5) of the EC Regulation
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right holders must also provide very detailed and specific information to the customs
authorities. The statistics show that this legislative possibility especially in connec-
tion with actions based on the requests of IP right holders is growing in practice, and
more cases may be expected in the future following the customs seizures of IP in-

fringing products at the Baltic countries’ borders®”.

V. The national judicial systems in view of IP rights enforcement
1. Competence to hear IP rights infringement cases and jurisdiction

a) General structure of the court systems

Needless to say, one of the main challenges for an effective implementation of the
IP legislation concerns the establishment and proper functioning of independent civ-
il, administrative, and criminal courts®®. Judges undoubtedly play one of the most
important roles in making the implemented legal provisions effective, especially in
the period when the state faces the transformation of its legal system, when the new
legislation is to affirm the social and economic changes in the countries®”.

In Article 111(1) of the Lithuanian Constitution, it is established that the courts
shall be the Supreme Court of Lithuania (Lietuvos Auksciausiasis Teismas, 1t.), the
Court of Appeal of Lithuania (Lietuvos Apeliacinis Teismas, 1t.), regional courts
(apygardy teismai, 1t.), and local courts (apylinkiy teismai, 1t.). This four-level court
system comprises the system of general jurisdiction which is to create preconditions
for courts of higher instances to correct any mistakes of the fact (i.e. the establish-
ment and assessment of legally significant facts) or of the law (i.e. of the application
of law) and not to allow that injustice is executed in any civil, criminal, or other
case. It is also to ensure the uniformity (regularity, consistency) of the practice of
courts of general jurisdiction, so that the jurisprudence of the courts of general juris-
diction is predictable and the constitution principles of a state under the rule of law,
justice, and equality of people before the court are not disregarded. Any deviation
from the previous court precedents which had been binding on the courts by then
must in all cases be properly (clearly and rationally) argued in the corresponding de-
cisions of the courts of general jurisdiction, i.e. no creation or reasoning of a new
court precedent may be determined by accidental legal factors. Constitutionally, no
court of general jurisdiction of lower instance is subordinate, neither administrative-
ly nor organizationally, to any court of a higher instance. The courts of lower in-

1383/2003, the precise information provided by the right holders regarding counterfeits and
legal products and the provision of their samples are very helpful in terms of successful ap-
plication of the border measures.

203 See refs. to statistical data, also to the recent cases in infra § 5G.II.

204 See Heath, Dietz et al., Enforcement of IPRs in Eastern Europe, p. 879.

205 Many scholars and practitioners emphasize this importance while exploring the actual appli-
cation of the implemented and transposed legal provisions; see more in Heiss (Hrsg.), Zivil-
rechtsreform im Baltikum. pp. 141-144.
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stance are only bound by the higher instance precedents in the cases of the same cat-
egories and obey the law only, but not any obligatory or recommendatory instruc-
tions from the higher instance courts, which could be considered ultra vires activi-
ties.

Similar constitutional principles of judicial power are to be applied for the func-
tioning of the national courts in Estonia and Latvia. Article 148(1) of the Estonian
Constitution establishes a three-level court system (city, county, and administrative
courts as the first instance, circuit courts (7allinn, Tartu and Viru) as the appeal in-
stance, and the Supreme Court (Riigikohus, est.) as the third instance). In Latvia, the
court system of general jurisdiction is comprised of local courts, regional courts, and
the Supreme Court (Augstaka Tiesa, 1v.). Thus, the three-level system is established
under Article 82 of the Latvian Constitution as well**.

In the context of the establishment of the four-level general jurisdiction, the con-
stitutional principles, the scope of competence, and judicial power, which are tho-
roughly explored in the Ruling of the Constitutional Court of Lithuania and men-
tioned in the set-forth paragraph, respectively®”’, and also in the context of the three-
level general jurisdictions in Estonia and Latvia, the competence of the national
courts of general jurisdiction to hear IP cases should be addressed.

In Lithuania all civil IP cases are to be heard by the local courts (there are 54 lo-
cal courts), except the cases relating to trademarks and patents, which are to be con-
sidered by the district courts situated in Vilnius, Kaunas, Klaipéda, Siauliai, and
Panevézys (there are 5 of them) as the first instance’”, one of which — the Vilnius
District Court (Vilniaus Apygardos Teismas, 1t.) — has an exclusive jurisdiction over
the appeals from the decisions of the Patent Office™”.

The appealed first instance cases are to be considered by the Court of Appeals of
Lithuania, situated in Vilnius, or by the district courts, when the local court’s case is
appealed (when the facts that are important to the decision of the case are, inter alia,
investigated and assessed anew) and, in case the cassation appeal is submitted, the
case is exclusively considered by the Supreme Court of Lithuania (when the issues
of law are decided anew), also situated in Vilnius. As far as IP criminal and adminis-

206 See Heath, Dietz et al., Enforcement of IPRs in Eastern Europe, pp. 885, 900.

207 See Ruling of the Constitutional Court of the Republic of Lithuania (Case No. 33/03) on the
compliance of item 2 of paragraph 1 of Article 62, paragraph 4 (wording of 11 July 1996) of
Article 69 of the Republic of Lithuania Law on the Constitutional Court and paragraph 3
(wording of 24 January 2002) of Article 11, paragraph 2 (wording of 24 January 2002) of Ar-
ticle 96 of the Republic of Lithuania Law on Courts with the Constitution of the Republic of
Lithuania, 28 March 2006 (hereinafter — the “Constitutional Court of Lithuania, Case No.
33/03, 2006”).

208 Before the amendments to the 1999 Lithuanian Law on Copyright and Related Rights had
been adopted in 2003, the courts that heard copyright and related rights cases were the district
courts. Considering the fact that the judges at the district courts are more experienced ones,
and hear relatively less cases than the judges at the local courts per year, it could be also ar-
gued that it had an implicit influence on the IP cases and the quality of their decisions.

209 See also refs. in supra § 3C.11.3.
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trative cases are concerned, they are firstly heard by the local courts and can be ap-
pealed to the district courts and the Supreme Court of Lithuania respectively”'.

In Latvia, the IP cases are to be considered by the local courts (there are 34 of
them), except when they are exclusively heard by the regional courts (cases concern-
ing patents and trademarks)?''. Those regional courts (there are 5 of them) are also
assigned to hear the appealed cases from the local courts, whereas their own deci-
sions are to be considered by the Supreme Court of Latvia, situated in Riga, as the
appellation instance. The Senate of the Supreme Court (consisting of 25 Justices)
considers the matters on law on the basis of errors of procedural or substantive law,
or the lower instance court acting ultra vires as the cassation instance’'?. The admin-
istrative and criminal cases against the infringers of IP rights are considered by the
local courts as the first instance courts and can also be appealed to the regional
courts and the Supreme Court of Latvia".

Similarly, in Estonia civil, criminal and administrative IP cases are heard by the
city and county courts (there are 18 of them), the decisions of which can be appealed
to the circuit courts (there are 3 of them) and, in case the cassation appeal is submit-
ted, to the Supreme Court of Estonia (17 Justices) in Tartu as the cassation in-
stance’'®. As a rule, the cases in the first instance court are considered by one judge,
in the appeal and cassation proceedings by three judges or justices, respectively, and
in cases of the enlarged boards in the Supreme Courts of Lithuania and Latvia by
seven justices. Moreover, supplementary steps to be taken prior to the civil proce-
dure have been established in Estonia and Lithuania (such steps, however, are not

applied in Latvia)*".

b) Role of the national Supreme Courts

The national Supreme Courts are to be specifically mentioned, as far as the continui-
ty of the jurisprudence of the national courts of general jurisdiction and the predicta-
bility of the court decisions is concerned. The national Supreme Courts function not
only as the cassation instances in the Baltic countries®'®, but also play an important

210 1t should be additionally noted that in the end of 2007, according to the information provided
in the Report on the Activities of the Courts of the Republic of Lithuania (2007), p. 6, there
were 745 judges in Lithuania in total. 464 of them worked in the local courts, 152 in the dis-
trict courts, 30 in the Court of Appeals and 33 in the Supreme Court of Lithuania.

211 As reported, in practice it basically means the Riga Regional Court which also has an exclu-
sive jurisdiction over any counterclaim requesting the invalidation of industrial property
rights, also for cases filed by foreigners. See Heath, Dietz et al., Enforcement of IPRs in
Eastern Europe, p. 903.

212 See Heath, Dietz et al., Enforcement of IPRs in Eastern Europe, pp. 900-901.

213 According to the Latvian Ministry of Justice Information as of 2001, there were 423 judges in
Latvia, see Latvian Ministry of Justice Information (2008).

214 See Heath, Dietz et al., Enforcement of IPRs in Eastern Europe, p. 886. According to Esto-
nian Supreme Court Information (2008), there were 245 judges in Estonia in total.

215 See Heath, Dietz et al., Enforcement of IPRs in Eastern Europe, p. 887 et seq.

216 Notably, the national Supreme Courts hear the cases on the issues of law within the limits of
the cassation appeals, except when public interests are concerned, as repeatedly described in,
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role in the formation of the consequent and consistent national court practice in the
form of preparing the legal reviews and issuing the consultations to the courts of
general jurisdiction®'’. In this respect, it should be mentioned that some consulta-
tions of the Supreme Court of Lithuania, for example, the consultation in regard to
an adjudication of compensation (by submitting a civil claim) in criminal IP rights
infringements cases, created a barrier to the effective protection of the rights of right
holders as a result of the excessive time and costs involved, since the possibility of
submitting a civil claim by asking for an adjudication of compensation in the IP
criminal case was denied'®.

On the other hand, a few comprehensive elucidations regarding the national court
practice prepared by the Supreme Court of Lithuania can be considered a very posi-
tive step in forming a constituent and consistent practice relating to IP infringement
cases. The significant elucidation concerning the term of ‘a price of a legal sale of a
copyright subject-matter’ as a basis for calculating compensation in civil IP cases
should be mentioned in this regard®"’. When deciding on the mentioned issue, the
Supreme Court of Lithuania solved the inconsistent practice of calculating damages
in the form of compensation, thus enabling the right holders to predict the estab-
lished principles of adjudicating remedies in the civil cases of the IP rights category.

e.g., Decision 21 June 2006 of Lithuanian Supreme Court, Civil Case No. 3K-3-422/2006,
Autodesk, Inc. vs. UAB “Arginta”.

217 Judgments of the Estonian Supreme Court are published in Part III of the Official Gazette
(“Riigi Teataja”) in Estonian, and they are also available on the website of the Supreme
Court, see Estonian Supreme Court Information (2008). Only the judgments of the Constitu-
tional Review Chamber are available in English. In Lithuania the legal reviews and consulta-
tions by the Supreme Courts are not, however, available in English. They are regularly pub-
lished in the Supreme Court publications (“Teismy praktika™) and they can be found at the
court website, see Lithuanian Supreme Court Information (2008). The court practice of Lat-
vian Supreme Court is published in resumptive books for certain period of time (e.g., one or
couple of years), on website of the court, see Latvian Supreme Court Information (2008), as
well as collected by public fee-paying database as Lursoft. All publications are available in
Latvian only.

218 See Supreme Court of Lithuania, Consultation No. B3-25, 27 September 2001; for the analy-
sis on the national court practice in regard to the compensation institute and the relevant court
practice see more in infra § SF.1.1.

219 The Supreme Court of Lithuania interpreted that ‘a price of a legal sale’ of a copyright sub-
ject-matter is the basis to calculating compensation as provided in the 1999 Law on Copyright
and Related Rights. Such criteria has been confirmed in a row of subsequent civil cases, in
one of the last of which the Supreme Court also referred to ‘a legal sale price as a criteria in
calculating this compensation under the current Law on Copyright and Related Rights as
amended on 12 October, 2006. See Lithuanian Supreme Court, Consultation No. A3-64 on
aspects of the application of some provisions of the Law on Copyright and Related Rights, 22
February 2002 (hereinafter — the “Supreme Court of Lithuania, Consultation No. A3-
64/2002”).
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2. Establishment of specialized courts: a solution for the Baltic countries?

In Article 111(2) of the Constitution of Lithuania, it is established that for the con-
sideration of administrative, labour, family, and cases of other categories, specia-
lized courts may be established according to the law. The systematic application of
the constitutional principles of judicial power also implies that the instance system
which ensures a right to appeal, a formation of a uniform court practice, a binding
the courts by existing precedents, and an organisational and other insubordination of
the courts should be established for the specialized courts as well. However, as
noted in the Ruling of the Constitutional Court of Lithuania®’, the specialized courts
might have certain particularities which are not listed in the Ruling.

As regards the competence of such specialized courts, the division of legal mat-
ters to be heard by the specialized courts and/or courts of general jurisdiction could
be solved, inter alia, by the clear specification of matters to be considered by a spe-
cialized court or a court of general jurisdiction, or by clear assignments of the cate-
gories of the cases to be considered by the mentioned courts. In Lithuania only the
specialized administrative courts have been established so far. Similarly as in Esto-
nia, they consider administrative matters™'.

As follows from the analysis of the national constitutional provisions regarding
the establishment of the specialized courts, the national legislators have broad dis-
cretion in establishing the courts assigned for consideration of each category of cas-
es which, as might follow from the wording of such provisions, could cover the IP
cases as well. The question would be if such specialized courts, which would only
consider IP cases, are actually needed. In this context, some empirical data concern-
ing IP cases heard by the national courts could help provide a reasonable answer.

In 1997 — 1999, the Lithuanian Supreme Court heard 6 IP-related cases; in 2000,
10 cases. There were 9 trademark cases that reached the Supreme Court of Lithuania
in 2003, and 10 trademark cases in 2004 and 2005%*%. In 2000, 39 IP cases were
brought before the national courts in Lithuania, 30 of which concerned trademarks.
During 2004 — 2007 there were in total 29 of IP cases heard by the Supreme Court,
77 cases by the Court of Appeal, and 146 cases by Vilnius District court in Lithua-
nia. Many cases were related to invalidation of the Lithuanian Patent Bureau deci-
sions regarding the registration of trademarks, also copyright and trademark in-
fringement cases, and very minor number of patent cases’*. In comparison, during
1994 — 2001, 5 civil IP cases, 3 criminal cases, and 4 administrative cases (all in re-
gard to copyright and related rights) were decided, whereas there were only a few

220 See Constitutional Court of Lithuania, Case No. 33/03, 2006.

221 The administrative courts, which function since 2001, also consider the appeals against the
decisions of the Patent Office, as referred in Heath, Dietz et al., Enforcement of IPRs in East-
ern Europe, p. 886.

222 See Ibid, p. 914; also Klimkeviciiité, Trademark Protection (Lectures, 2006).

223 The numbers are taken from Questionnaire Regarding Implementation of the Enforcement
Directive in Lithuania in 2005-2008. Answers by Lithuanian Supreme Court, the Court of
Appeal and the Vilnius District Court (unofficial publication).
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cases relating to industrial property rights in the Supreme Court of Estonia®**. In
Latvia, in 2007 — 2008 there were in total 25 copyright cases and 34 trademark cas-
es, and only 1 case regarding patents and 1 industrial design received by all courts as
first instance™.

Thus, in this empirical context, the efficacy of establishing IP specialized courts
is considered questionable, as the establishment of such specialized courts would
bring a higher than necessary cost to the states. Instead, creating a corps of judges
specialized in hearing IP cases, especially, civil ones, should be considered. This
would also support the view of the specialized IP courts being unnecessary for the
time being.

Some practical observations with regard to an actual focus on hearing IP cases in
one court, for example, in the Riga Regional Court™® with its specific exclusive ju-
risdiction, in the Vilnius District Court®*’, or the Tallinn Administrative Court’s,
supports the assumption that the specialization of a few judges is a positive factor in
IP cases, even though this view has also faced some criticism®. Such consistent
practical specialization has not been observed in the Supreme Courts. However,
there are a few specialized judges who are often appointed by the Chief Justices to
hear IP cases. It is believed that such practical specialization helps to educate and
train judges in IP-related legal matters™® by making a positive impact on the quality
of decisions, judgments, or orders in IPR infringement cases. In this area of educat-
ing and training judges in IP-related legal issues, many positive steps have already
been made®'. This progress has always been considered a core factor in the im-
provement of the application of intellectual property laws>>. One may agree that
such education has positively influenced the decisions and judgments adopted by the
national courts, in the form of higher quality and speedier legal processes. The de-
mand for a larger number of judges competent to consider IP cases is still evident,
though.

224 See Heath, Dietz et al., Enforcement of IPRs in Eastern Europe, p. 891.

225 Following the information provided in Latvian Ministry of Justice Information (2008) (unof-
ficial information).

226 See supra Ft. 211 herein.

227 Importantly, the appeals of the decisions taken by the Appeal Divisions of the State Patent
Bureau of Lithuania can be appealed to the Vilnius District Court. Such exclusive compe-
tence allows the mentioned court and some of its judges actually to specialize in patent-
related cases.

228 See Heath, Dietz et al., Enforcement of IPR in Eastern Europe, p. 892.

229 Ibid, p. 903.

230 As an example, the District Court of Ljubljana, Slovenia, is often mentioned. This court has
an exclusive jurisdiction for IP cases, as referred in von Lewinski, Copyright in Central and
Eastern Europe, p. 60.

231 The seminars for the Baltic judges who deal with IP cases are to be particularly mentioned.

232 See von Lewinski, Copyright in Central and Eastern Europe, p. 61.
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3. Common judiciary in the framework of community rights: Baltic perspective

The possibility of a common regional jurisdiction in the Baltic countries is to be ad-
dressed, especially when discussing the adjudication of cases regarding community
rights™? as well as European patents. After some recent discussions on this point, the
concerns expressed concerning, first, a requirement that judges of such a court have
a technical education, and, second, a language issue that could impose the need to
change the national constitution, which currently clearly states that all legal
processes must be held in the national language, could be reasonable.

It should be pointed out, however, that the main reason for not establishing a re-
gional specialized court in the Baltic countries is a lack of cases in regard to Euro-
pean patents™* and, moreover, a modest number of patent cases in Lithuania in gen-
eral. A modest number of patent cases has been also reported in Latvia and Esto-
nia®*® with a reference to the non-specialization of judges or a lack of qualified
judges. This could also be supported by the currently observable fact that the so-
called innovation performance in the Baltic countries is still either “catching up” (for

Lithuania and Latvia) or “trailing” (for Estonia)**°.

V. IP practitioners and their role in
IP enforcement-related processes: professionalism as the key factor

1. Legal representation

A number of local specialists and scholars have correctly stated that professional
preparation, experience, and passion for IP cases by IP professionals — patent and
trademark attorneys and attorneys-at-law — is an important ‘human’ factor which
plays a significant role in the quality and success of IP cases. The professional quali-
fications™’, competence and relevant experiences of local patent attorneys and attor-

233 Community Trade Marks (Council Regulation 40/94/EC); Community Designs (Council
Regulation 6/2002/EC).

234 Such concerns and arguments have been expressed in the public discussion held on 11 July,
2007, in Vilnius with regard to an official position of Lithuania related to the patent system in
Europe, see more in the Report of the Council of the European Union Work Group on Intel-
lectual Property (Patents) (2007), due to the Commission of the European Communities
Communication from the Commission to the European Parliament and the Council on En-
hancing the Patent System in Europe, Brussels, 3.4.2007 COM(2007) 165 final. Note: see
also refs. to statistical data in previous section.

235 See Ibid.

236 See Annex III, Commission of the European Communities Communication from the Com-
mission to the European Parliament and the Council on Enhancing the Patent System in
Europe, Brussels, 3.4.2007 COM(2007) 165 final.

237 See more on the requirements to become a patent and trademark attorney as well as an attor-
ney-at-law in the Baltic countries in Heath, Dietz et al., Enforcement of IPRs in Eastern
Europe, pp. 888-890 (for Estonia), pp. 901-902 (for Latvia), pp. 915-916 (for Lithuania).
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neys-at-law allow them to provide appropriate legal services in IP infringement cas-
es not only in the national courts, but also worldwide.

As far as locus standi of the right holders in judicial practice is concerned™", it is
observed that in the national courts IP right holders are usually represented by legal
representatives, i.e. attorneys-at-law or patent attorneys, as defined in the national
civil procedural codes. It is mainly due to the fact that, for instance, the Lithuanian
CCP requires a party, which wants to be represented in the court, to hire a profes-
sional representative’. In IP civil proceedings those professional representatives
are attorneys-at-law and (or) assistant attorneys-at-law. The Estonian and Latvian
civil procedure codes provide more extensive list of representatives in court pro-
ceedings who are not necessarily advocates or assistant advocates®*. On the one
hand, such requirement means higher litigation costs; on the other hand, it assures a
professional collection of evidence, a preparation of all necessary procedural docu-
ments to be submitted to the courts, especially considering the fact that nowadays
the national civil procedures are intended to be mainly written, as well as a due pres-
entation of a party during the court hearings.

238
d

2. Patent and trademark attorneys

During the last decade, along with an increase of IP cases in general and due to the
specific educational and training programs organized, inter alia, by the national pa-
tent offices and other state institutions, the competence and qualification of IP pro-
fessionals has noticeably increased. However, as may be illustrated by the present
numbers of patent attorneys>* and attorneys specializing in IP in the Baltic coun-
tries, this field of legal expertise is not widespread. Although the relatively small
Baltic IP market and the modest number of IP cases brought to courts within recent
years, especially the ones related to industrial property rights such as patents or de-
signs**, do not illustrate a need to have more IP practitioners in the future, some
main factors which are deemed to be important for the enforcement of IP rights
should be noted.

As far as the formal requirements to become a patent and trademark attorney are
concerned, common features in regard to this professional activity for all three Bal-
tic countries can be observed: the candidates must pass an examination and be regis-

238 See further examination on the implementing legislation regarding locus standi in infra §
5C.V.

239 Art. 56, the Lithuanian CCP.

240 E.g., pursuant to Art. 218(1)(6) of the Estonian CCP it can be “other persons whose right to
act as a contractual representative is provided by law”.

241 There were 57 patent attorneys in Lithuania, 64 patent and trademark attorneys in Latvia, and
54 patent attorneys in Estonia registered in 2008. The list of the currently registered patent
and trademark attorneys in the Baltic countries can be found at Estonian Patent Office Infor-
mation (2008), Latvian Patent Information (2008) and Lithuanian Patent Information (2008).

242 See supra Fts. from 223 to 225 herein.
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tered as patent attorneys in the state registrar**’. The examination of persons willing
to become a patent attorney is considered to be an important legal requirement
which ensures an adequate legal representation of clients at the national patent offic-
es and at the national courts. In Estonia and Latvia, patent attorneys are solely eligi-
ble to represent clients before the courts, whereas in Lithuania a patent attorney can
represent a client before the courts only with the attendance of a lawyer. This is due
to the fact that there is no requirement for a patent attorney to have a legal education
(i.e. a patent attorney is required to have an university diploma of technical, natural
or computer sciences, mathematics or legal studies), which is required for legal re-
presentation®*, particularly considering the complexity of patent and trademark in-
fringement cases.

In the current context of national enforcement of IP rights and because of the role
of the national patent offices, another underlying practical factor should be presented
— the activities of patent attorneys as far as the registration of inventions is con-
cerned. According to the national patent laws, the granting of patents in Latvia and
Lithuania is based on a simple registration procedure without an examination of the
patentability requirements by the patent offices®, whereas in Estonia patent appli-
cations are subject to the examination of the patentability requirements**°. This ar-
guably leads to a situation where the Estonian patent attorneys play a more active
role while a patent application is being examined at the national patent office, whe-
reas the activities of the Lithuanian and Latvian attorneys are clearly shifted to the
opposition procedures and proceedings in patent infringement cases.

VL.  Concluding remarks

The national IP enforcement regulatory framework in the Baltic countries is estab-
lished on the legislative level and it functions in coordination with the international
(such as WIPO, EPO) and European-wide (such as OHIM), institutions working in
the field of IP rights. As far as actual enforcement of IP rights is concerned, the ef-
fective work of the established (or re-established) national IP enforcement institu-
tions and authorities is crucial. The implementation of the EU Enforcement Direc-
tive into the national legislation and the application of the enforcement provisions in
practice are tightly linked to the following factors:

First, the efficient work of the national bodies which have a legislative power, i.e.
the national parliaments and governments, namely, the special Copyright Divisions

243 See in Heath, Dietz et al., Enforcement of IPRs in Eastern Europe, pp. 888-890 (for Estonia),
pp. 901-902 (for Latvia), pp. 915-916 (for Lithuania).

244  As a matter of fact, there is a number of attorneys at law specializing in the IP field in the
Baltic countries. The information about them can be found on the official websites of the na-
tional law offices, the references to which can be found via the websites of the national bar
associations.

245 Art. 10(1), the Latvian Patent Law; Art. 19, the Lithuanian Patent Law.

246 Art. 23(1) of the Estonian Patent Law provides that the Patent Office verifies the compliance
of the invention with the patentability requirements.
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at the national Ministries of Culture, in view of the processes related to the adoption
of the laws which implement the Directive;

Second, the national IP enforcement institutions, such as the police authorities
and customs; and

Third, the judicial institutions (currently, the national courts with a general juris-
diction) which actually consider the IP infringement cases. Although having specia-
lized courts or special court divisions to consider IP cases could support the idea of
improving the quality of the decisions in the IP infringement cases, considering the
number of IP cases which are heard by the national courts of the Baltic countries
each year, it is evident that this proposal would be too cost-consuming.

While discussing the effective work of the IP institutions, the existent human fac-
tor should also be considered. This human factor refers to the persons adopting the
laws and implementing them who, in many cases, demonstrate some remnants of the
Soviet mentality and education, especially where IP rights are concerned. This factor
often causes a slow consideration of the draft laws processes as well as a delayed
preparation of the cases to be submitted to the courts and court proceedings. Atten-
tion should be paid to offering more frequent and qualitative trainings with regard to
[P-related education and knowledge for the national judges, the officers from the na-
tional IP enforcement authorities, such as the police and customs officials, as well as
for the IP practitioners. According to the strategies prepared by the Ministries of
Culture of the Baltic countries covering IP enforcement, these trainings are planned
as an important focus for the coming terms. It is to be noted that the involvement of
foreign specialists and experts in the field, as well as generally promoting IP in the
schools, universities, and other educational institutions could also clearly be helpful.

It is also important to see the law-adoption process not only through the formal
regulation of the work of the national Parliaments and the Governments, but also by
considering who can attend this process and have an actual influence, if any, by al-
lowing the laws to be more closely-related to the practice. It is very important in
terms of the transposition of laws in the Baltic countries and also in terms of better
analysing the local provisions by which the European provisions are implemented.
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§ 4 Considerations of the relevant social and economic factors
which are important to the implementation of the
Enforcement Directive

A. General considerations

L Social changes in the Baltic countries in view of the accession into the
European Union

Along with the examination of the legislative IP history, the recent developments
and changes in this legal field as well as the corresponding IP regulatory infrastruc-
ture, it is important to consider social and economic changes in the Baltic countries
which are in a close correlation with an actual implementation of the provisions on
enforcement of IP rights. It can be observed that certain legislative changes together
with other economic factors such as, for instance, the growth of IT industry, im-
provements of a local R&D sector”” and the spread of awareness of, especially, lo-
cal right holders about the protection of IP rights, had an immediate effect on a re-
duction of the number of counterfeits and pirated products in the Baltic [P market
and at the same time increasing local innovation and creation activities.

These IP-relevant economic factors as well as IP teaching which plays an enorm-
ous role for improvements in the local R&D sector cannot be considered without
taking general social processes in the Baltic states after the declaration of their inde-
pendence in 1990/1991 into account. The general social processes mainly mean the
progressive social transformation (which is generally specific to the “post-soviet”
world) substantially affected by the rapid approach of the Baltic states with the EU
and other western countries which also was followed by the accession of the Baltic
countries into the EU.

From the social point of view, although the discussion of whether Baltic identity
is European or post-Soviet is still ongoing®*, the EU integration processes led to
very affirmative results, meaning the expeditious changes from the so-called “soviet
mentality” to the western viewpoints in many fields, including intellectual property.
From the economic point of view, it was presumed that the accession into the EU
would positively affect the local markets**’. However, notwithstanding the fact that

247 See overview in infra § 4B.I11.

248 As observed in Elsuwege, State Continuity and its Consequences: The Case of the Baltic
States, pp. 381-382.

249 Notably, before the accession to the EU it was presumed that the GDP in Lithuania would
grow about ten (10) percent in 2009 due to the accession (comparing with the estimated num-
bers presuming non-accession), as observed in Vilpisauskas, Internal Market and Lithuania,
p- 80. The growth rate of GDP, however, was generally declining at the end of 2008 due to
other economic reasons, as provided by Statistics Department of Lithuania (2008).
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the Baltic people constantly demonstrate their approval for the accession in the
EU*, which also indirectly means gradual acceptance and acheless implementation
of the EU legal provisions, some other opinions pointing to negative impacts be-
cause of the accession into the EU have been also expressed®'. This illustrates how
difficult and variegated “westernization” processes in the Baltic states are and how
divergent positions regarding interception and application of the European legal
provisions can actually be.

In terms of intellectual property rights protection and enforcement in the Baltics,
features of the rapid and at the same time ambiguous social transformation covering
changes of “IP mentality” can be seen on various levels.

First, due to the geopolitical position of the Baltic countries®” as well as their
role in the EU as its sub-region, IP rights started to be gradually considered as an
important innovative factor which can induce a competitive ability of their local
markets in the Internal Market and in a trade with and also investment in other EU
Member States and non-European countries, for instance, the big neighbouring mar-
kets such as Russia, Ukraine, Poland, or UK, etc.:

Second, the changing “IP mentality” can be observed in public opinions and offi-
cial positions of the Baltic national legislators as well as government institutions
which emphasize that IP is to be considered as an immaterial property that should be
adequately protected applying the European as well as worldwide standards of such
protection and referring to the well-established legal notion that an infringement of
IP rights is a theft, and that IP piracy is to be tackled using effective enforcement
measures™*;

Third, in context of the listed changes, the progressive views of consumers’ of IP
products are also evident. The high standard of protection of IP rights and their ef-
fective enforcement can help to economically benefit from such property from both
— IP right holders and consumers — perspective. Moreover, consumers started to be

250 E.g., in 2006, 69 % of the Lithuanian population was in favour to the EU membership, and
only 17 % expressed its disapproval. In comparison with 1999, the assent to the EU member-
ship grew 31 % in Lithuania, as referred in Development of Public Opinion Regarding EU
Membership (2006).

251 The negative impacts of the accession into the EU mainly concerned local small enterprises,
consumers as well as the state institutions which were obliged to work in an effective, respon-
sible and transparent manner, as observed in VilpiSauskas, Internal Market and Lithuania, p.
78.

252 See overview in supra § 3A.

253 As of 1 January 2008, Lithuanian enterprises’ FDI abroad made by 34,7 % more than on 1
January 2007. Most of all (29,4 %) was invested in Latvia, in Russia (12,7 %), then in Pol-
and, Ukraine, Estonia, and UK. In 2007, the most obvious growth of Lithuanian enterprises’
FDI was observed in Latvia and UK, as provided by Statistics Department of Lithuania
(2008). From 2003 until 2006 the number of Lithuanian FDI increased 18 % in Ukraine, and
26 % in Russia; see Statistics, FDI in LT (2006), p. 46.

254 Such attitudes and positions were explicitly embodied in the IP strategies prepared by the na-
tional Ministries of Culture, e.g., the Decision of the Government of the Republic of Lithua-
nia No 1176 as of 29 September 2000 on “Strategy of Protection of Copyright and
Neighbouring Rights and Measures of its Implementation in 2000 — 2003” (OV).
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aware about healthy and safety risks that might occur while using counterfeited
products, small and medium size companies were informed about the positive ef-
fects of using legal products™, etc.

The transformation of local “IP mentality” on business and state institutions level,
progressive consumers’ views have an immediate connection to changing public
standpoints regarding IP piracy and counterfeiting which rates can be reasonably
considered as a signal indicator of an actual success of the local IP enforcement sys-
tems.

1L IP piracy in the Baltics: prevailing tendencies and impact on the national IP
rights enforcement legislation

In view of the overall IP products piracy rate in the EU in general and in each of the
EU member states, the piracy rate in the Baltic countries is still relatively high*®. As
the indicator to depict and to illustrate the actual IP enforcement situation in each
and every country, the information regarding piracy level in the Baltic states can al-
so demonstrate those legal issues due to which the fight against counterfeits and pi-
racy in the local markets does not achieve expected results, although the EU-level
legislation in those countries is in place™’.

The piracy phenomenon in the Baltic countries has an immediate connection with
the following factors:

First, piracy is highly influenced by the geographical position of the Baltic coun-
tries, meaning that in most cases they are so-called “cross-road” countries for the
counterfeits which are imported from the neighbouring countries. The Baltic coun-
tries have a comparatively low level of domestic piracy; however, they suffer from
the import of pirated goods from other, mainly Central European countries™", also
transhipment of pirated and counterfeited goods from Asia, in particularly China®;

Second, local “IP mentality” and consumers’ attitude towards the use of IP prod-
ucts is very much influenced by the long-history of the suppressed protection of in-
tellectual property rights during the Soviet occupation when such protection was on
generally low level*®;

255 As referred in Datamonitor, Growth of the Software Industry in Lithuania (2001), pp. 11, 12.

256 See refs. to software piracy rates in supra Ft. 16 herein. As reported in BSA/IDC 2007 Global
Software Piracy Study, in 2007 the software piracy rate in the Baltic countries is higher than
the overall rate in the EU (35 %) and in other countries, for example, in Slovenia 48 %,
Finland 25 %, Germany 27 %. According to 2008 Special 301 Report IIPA Special Mention:
Lithuania, pirated products of sound recordings and musical compositions amount to 80 % in
Lithuania (it reduced only 5 % since 2003).

257 Note: the piracy rates, though, should be examined considering certain methodology used to
estimate them, i.e. not all business sectors are covered by estimating illegal software used, as
follows from BSA/IDC 2007 Global Software Piracy Study.

258 See von Lewinski, Copyright in Central and Eastern Europe, p. 59.

259 See also additional data and refs. in infra § 5G.II.

260 See overview in supra § 3B.II.
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Third, piracy is also linked to the fact that “consumers are still swayed by the
enormous price differential between legal and illegal goods™'. Although local con-
sumers’ attitude very much changed in the recent decade (mainly as a result of many
educational programs carried throughout the Baltic countries that helped to increase
awareness about a threat of illegal use of IP products), some examples illustrate that
the use of illegal copies of IP products is still widespread’®>. Moreover, the theft of
IP is still not equated in the public mind with other offences against property such as
fraud, theft, etc. in other countries®®, and this is also true for the Baltic societies.

By virtue of the reports regarding the piracy levels and the main IP enforcement
issues in the Baltic countries, one may see that piracy has recently been changing its
forms. It can be explained by pointing out the changing economic situation in the
Baltic countries, the wide-spread awareness regarding illegal use of pirated products
and also proclaimed benefits from the use of legal products. The growth of internet
piracy, the spread of piracy at the borders, still very high level of music and record-
ing piracy as well as optical media piracy*®* are indicated as the highlighted issues
which should be tackled by applying effective and adequate enforcement measures.

The effective application of enforcement measures, for instance, civil remedies,
can be already observed in the national court practice which dealt with the cases re-
garding illegal use of IP products. As an example, software copyright cases, namely
the so-called “end-user” piracy or “hard-disk loader” piracy’® cases can be hig-
hlighted in this regard. During 1998 — 2000 many of them have been initiated, fol-
lowing the police raids carried on in Lithuania®®®. Many of the administrative, crimi-
nal and civil cases which were initiated on the basis of illegal use of software prod-
ucts found during the raids ended successfully in the courts which adopted the deci-
sions to impose administrative or criminal sanctions to the infringers of IP rights,
and/or to adjudicate civil remedies, namely, the compensation for damages occurred

261 See von Lewinski, Copyright in Central and Eastern Europe, p. 59.

262 E.g., as follows from the sociological study performed in Lithuania, 44,1 % respondents an-
swered that the prohibition to make private copies at home will not stop from making them,
and 38,7 % answered that the prohibition to make copies on the internet will not stop such ac-
tivities, as observed in Kiskis, Mizaras, Research on Outcomes of the Mechanism of Com-
pensation for Reproduction of Works for Personal Purposes, p. 4.

263 See Blakeney, Counterfeiting and Piracy in the EU: Overview, p. 5.

264 E.g., Lithuania is indicated as a transhipment of pirated optical media point in the Baltic re-
gion in 2007 with a reference to the ineffective border measures and, inter alia, ex officio ac-
tions that the customs authorities are to take. The reference is also made to the known blank
infringing optic disc plant in Lithuania with huge revenues and a widespread market covering
other two Baltic countries, as indicated in 2008 Special 301 Report IIPA Special Mention:
Lithuania. The case regarding optic disk plant in Lithuania has been already initiated (case is
pending): see Lithuanian Court of Appeal, Civil Case No. 2A-123/2008, Prosecutor of Vil-
nius City District, La Face Records, LLC., Virgin Records America, Inc. et al. vs. UAB “Bal-
tic optical disk”.

265 See Balcevic et al., Protection of Copyright and Neighbouring Rights: Is it Easy to be a Crea-
tor in Lithuania, pp. 54, 55.

266 In most of the cases the public opinion regarding police actions against infringers was nega-
tive, as observed in Infobalt Press Releases (2000), however, they were necessary to begin
certain processes to fight piracy and counterfeiting.
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because of those infringements have been applied®’. Such successful court practice
in IP infringement cases played an enormous role in reducing software IP piracy in
the Baltic markets.

B. Aspects of the Baltic IP research, innovation and industry

I General remarks

As rightly referred, “the enforcement of intellectual property rights thus protects lo-
cal commercial and industrial innovation, as well as encourages technology transfer
and foreign investment” and has an immediate effect on the countries’ economic,
social, cultural growth®®. It is also to contribute to technical innovation®.

This is noticeable for the Baltic countries which are building their economies,
improving their IP legislation and fighting against IP piracy which, needless to dis-
cuss, has negative economic impacts on their economies®’. It is believed that the
success of local commercial and industrial innovation also starts with IP teaching
and research at the level of local universities, other educational as well as scientific
institutions. It should be noted likewise that before the World War II intellectual
property-orientated research and teaching in the Baltic countries played a very mod-
est role. It could be conditioned by the fact that the Baltic states as well as their legal
systems, including IP legislation and related infrastructure, were developing during
the period of the first independent republics (1918/1919 — 1940/1941), and only, for
instance, in Estonia regular scientific research and teaching began at the beginning
of the nineties at the University of Tartu where it has been introduced as an inde-
pendent field of research and education®”".

The described aspects of such local teaching and research arguably helps to depict
the features of local innovative and creative context of the Baltic countries which
legislative provisions on enforcement of IP rights are further analysed.

267 See more about “the compensation instead of damages” provision and its application in
Lithuanian court practice with refs. to landmark court decisions on the subject-matter in infra
§ SF.L1.

268 See Blakeney, Counterfeiting and Piracy in the EU: Overview, p. 3.

269 See more in Straus, Reversal of the Burden of Proof, the Principle of “Fair and Equitable
Procedures” and Preliminary Injunctions under the TRIPS Agreement, p. 808.

270 According to BSA/IDC 2007 Global Software Piracy Study, in 2007 the losses from using
illegal software in the Baltic countries amounted ($ Million): 20 $ in Estonia, 29 $ in Latvia,
and 37 § in Lithuania; and in comparison with 2006 those losses increased.

271 See Pisuke, Estonia: Copyright and Related Rights, p. 103.
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1L IP teaching: a role of the national educational institutions and a level of the
scientific research

One may agree that research as well as knowledge which is materialized in technol-
ogies and peoples’ creation is a substantial impulse for the economic development
which is, of course, influenced by all other internal and external factors and creation
of intellectual potentials starting from the school and university levels. Therefore, it
is extremely important to understand and to control the processes which are related
not only to the creation of specific knowledge and distribution of them, however,
also the processes in relation with the use of such knowledge.

Such view is reflected in the so-called “European Paradox””'~ which foresees a
very important IP education, research and industry interconnection and formulates
the important message for the Baltic countries as well. It is essential to stimulate the
applied technological research in order to create the end-consumer products which
are used as means and processes to develop other better-quality products and servic-
es and to compete in the Internal Market as well as in the worldwide market more
effectively””.

Such views and intentions to analyse the actual status of applied sciences and
possibilities of their practical implementation were the basis for the report on actual
potentials of applied sciences at the Vilnius University in Lithuania with the main
aim to clarify how the scientific products could be applied in practice and could be
spread in a circle of further innovative activities taking the intellectual property as-
pects into account’”. The report is to be considered as one of the most important
sources while analysing the actual status in the field of local applied sciences and the
conditions of patenting of creative innovations as well as intellectual property pro-
tection in this particular field*”.

As specifically described in the Report 2006, the primary source of scientific re-
search in IP field is nowadays found in the biggest universities of the Baltic coun-
tries”’®. Let us take the example of the Vilnius University which is one of the leading

99272

272 “European Paradox* mainly reflects the view that there exists a strong fundamental science,
however, a weak innovative activity. Note: this view could be well applied to the Baltic coun-
tries as well; see also Innovation in FP6 European Commission, Community Research, 2005,
p- 3.

273 As also stressed in Mizaras, Current Key Aspects of Intellectual Property in Lithuania
(ATRIP Congress (2008)), p. 2.

274 Report of the Workgroup established by the Order No. R-121 as of 10 May 2006 of the
Rector of the Vilnius University on the topic “Science at the University of Vilnius: Applied
Sciences and Intellectual Property” (unofficial publication) (hereinafter — the “Report
(2006)”, or the “Vilnius University Report on Applied Sciences and IP (2006)”). The Report
2006 covers the information in the field of applied sciences in 2004-2005 and is based on the
self-analytical material on scientific research at Vilnius University and the findings as of
2004 of the competent experts of the European University Association in this particular field.

275 The numbers (local scientific research level, etc.) as provided in the following text are based
on the information from the Report 2006.

276 Vilnius University (Lithuania), Riga University (Latvia) and Tartu University (Estonia).
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universities in Lithuania in the field of creation of scientific products’”’ and in the
participation at the international projects (it makes 40 % of all in Lithuania imple-
mented projects) as well as in the scientific publications®’®.

Despite the leading positions of the Vilnius University and its incentives to in-
duce innovative as well as R&D activities, references to certain impediments have
been reported. The work forces, for example, in the area of technological research in
the Vilnius University are still modest. Almost 50 % of the scientists of the highest
qualification are older than 50 years, the means and programmes on the education of
young generation are well-timed, though, too sporadic. Moreover, the attribution of
scientific activities to technological or physics sciences is not strictly regulated
which is often reflected in the financing processes of such activities.

The separation of applied sciences from experimental and research in fundamen-
tal sciences is likewise not clear. Although, the latter separation can be considered
relative, the analysis shows that 80 % of the funds for the scientific projects admi-
nistered by the Vilnius University are used for applied scientific works; moreover,
the international science programs coordinated by the EU and also NATO science
programs support objective-applied research and applied innovative activity*”*. The
status of applied technological research is well presented by the number of inven-
tions and patents: it is reported that in the period of 2004-2006 twenty (20) inven-
tions made by the Vilnius University employees were patented and three (3) further
patent applications submitted®*’.

In this context, it is important to mention the percentage of the contracted re-
search and services. Although the commissions provided by local and foreign com-
panies make a substantial part of the scientific research, the local — Lithuanian —
commissions amount to around 25 % only**'. By virtue of the Report 2006, there are
particular incentives to innovative activities of the local companies, however, the

277 E.g., in the field of physical sciences the scientific products created at the Vilnius University
made 2/3 of all scientific products created in Lithuanian Universities; the scientific products
in the area of, for instance, biomedicine increased from 25 to 36 % in 2004-2005, as referred
in Vilnius University Report on Applied Sciences and IP (2006), p. 2.

278 In 2005 there were 300 scientific publications published by the Vilnius University (in com-
parison with 2001 there were 600 publications) among 918 scientific publications published
by other Lithuanian universities in the editions of the Institute of Scientific Information, as
reported in /bid, p. 2.

279 As reported in /bid, p. 3, Vilnius University exercises about 50 various international scientific
programs per year (more than 20 are FP6 projects, and around 30 projects were in 2006).

280 As indicated in Ibid, p. 4. These numbers could be compared with the numbers of patented
inventions in that period. In comparison, according to Lithuanian Patent Office Information
(2008), there were 543 valid patents on the basis on national applications (44, 38 % of
Lithuanian applicants) on 31 December 2004, and, similarly, 504 valid patents on the basis on
national applications on 31 December 2007.

281 According to the Report, the foreign companies provide funds which are three times bigger
than the funds provided by the local partners in the fields such as a research on technologies
of industry of materials, a research on medicaments together with Finland and Italy, a produc-
tion of unique technological equipment under order by Spanish universities, etc. See Vilnius
University Report on Applied Sciences and IP (2006), p. 3.
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Report 2006 emphasizes that the price of creation of invention and its patenting are
extremely high®*?. The Report 2006 also reveals the continuing active discussions
that local educational institutions are able to initiate neither new research activities
nor favourable conditions for innovative activities mostly because of the lack of fi-
nancial resources that could be given for such activities™.

Last but not least aspect to be mentioned are IP studies at the national universities
in general. Taking Lithuania as an example, it can be agreed with the opinions that,
although, IP courses and seminars (covering all IP rights) are contained in the curri-
culum of the local universities, shortage of IP studies within non-legal curriculum is
considered as one of the weak points in IP studies in Lithuania. Such drawback can
be solved by incorporating relevant IP courses within technical orientated subjects at

the universities?®.

111 Local research and innovation

1. Research and development areas

On the basis of data on expenditure on R&D structure by field of science and types
of research, it is obvious that, for example, in Lithuania technological, agricultural,
medical and physical sciences receive much of attention. The same tendency is seen
in both the institutions of higher education and universities as well as the Govern-
ment sectors®®”. In the business sector the expenditure on R&D in the fields of man-
ufacture of chemicals and chemical products as well as machinery and equipment
comprises a relatively high percentage™®. According to the Report 2006, the local
and foreign industries involved in the research projects are basically focused on re-
search on substances, electronic and laser technologies, information technologies as
well as on database of geophysical research. Contemporarily, the foreign companies
are more focused on the fields of innovations which, as rightly pointed out in the
Report 2006, have an actual applicability abroad. This is also the case for both Lat-

via®’ and Estonia®®.

282 E.g., the patenting of one biochemical product was financed by one local company and
amounted to 50,000 Euro. See /bid, p. 4.

283 Due to this, it should be also mentioned that under the Order of the Minister of Economics of
Lithuania as of 15 March 2005 the most parts of the costs related to patenting could be com-
pensated, however, there were no guarantees that such compensation could be actually pro-
vided. In 2008 a possibility to deduct the expenditures invested into R&D for 3 times instead
of one was additionally enacted, as reported in Mizaras, Current Key Aspects of Intellectual
Property in Lithuania (ATRIP Congress (2008)), p. 2.

284  Such information and opinions were expressed by /bid, pp. 6-8.

285 Note: business sector is not covered here. Statistics, Research Activities in LT (2006), p. 25.

286 E.g., as referred in Statistics Department of Lithuania (2008).

287 See more at Latvian Research Landscape (2008) which also contains the National Concept of
R&D in Latvia for 2002-2010 (EV).

288 See Statistics Department of Estonia (2008).
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The innovative activities in the Baltic countries can also be reflected in the means
by which the companies protect their IP rights. For this purpose, the numbers related
to the registered IP rights could be used as the comparable statistical data. The fig-
ures from the corresponding registers of the State Patent Offices in Estonia, Lithua-
nia and Latvia in the years of 2007, also 2008 demonstrate quite even and similar
figures for registered IP rights for all three Baltic countries. Namely, according to
the Lithuanian statistics, at the end of 2007 there were in total 729 patents, 33, 939
trademarks and 507 designs in force in Lithuania®®. It is reported, accordingly, that
in Estonia (data as of 30 June 2008) there were in total 1,415 patents, 30,738 trade-
marks, and 986 designs in force®. Such total numbers are not provided for Latvia,
but it is indicated that in 2007 there were 4,891 trademarks registered, 803 patents
and 97 designs in total”".

Additionally, as reported for Lithuania, in the period 1994 — April 2007, 3,090
national patents have been issued, and 737 patents and 3,325 European patents
(since 1 December 2004) were valid®>. Those numbers could be also compared with
the ones in the field of trademarks and designs, as referred above, and also with the
number of, for instance, patent cases that were actually considered. As far as patent
rights are concerned, it should be emphasized that generally there is a modest num-
ber of patent cases that reached the Supreme Court of Lithuania after 1994, since the
time the Lithuanian Patent Law came into force. It is partially reasoned by the fact
that the Lithuanian patent system exists for 14 years only and that the Lithuanian
inventors apply for a few patents in Europe and Lithuania®®. Similarly, during 15
years of the national patent system in Latvia, 18 patent cases have been solved; and

there is no relevant statistics provided for Estonia™*.

2. Foreign and local investments in local IP industries

With a reference to the mentioned need of foreign investments in the field of pro-
moting local innovations and in consideration of the fact that the survey on the sec-
tion of FDI in the Baltic countries is directly related to the analysis of certain legal
provision on IP enforcement, it is to be mentioned that general FDI in all Baltic

289 The numbers are taken from Lithuanian Patent Office Information (2008).

290 The numbers are taken from Estonian Patent Office Information (2008).

291 The numbers are taken from Latvian Patent Office Information (2008). Note: for all three
countries information regarding patents covers the patents granted on the basis of national
fillings and PCT national phase entries by the state of domicile or establishment of the first
applicant or assignee; regarding TMs and designs it includes national and foreign applicants.

292 See Report of the Council of the European Union Work Group on Intellectual Property (Pat-
ents) (2007).

293 There were only 5 patent cases considered at the Supreme Court of Lithuania and 10 patent
cases in the appellation instance since 1994. There is no statistics about the patent cases at the
first instance courts provided, as can be observed in the Report of the Council of the Euro-
pean Union Work Group on Intellectual Property (Patents) (2007), pp. 2, 3.

294 See Report of the Council of the European Union Work Group on Intellectual Property (Pat-
ents) (2007), pp. 3, 5.
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countries is constantly growing®”. This statement could be supported by the rates
given on the percentage of GERD financed from abroad in the Baltic countries as
well™.

Although Denmark, Sweden, and Germany®’ usually lead among the investing
countries in Lithuania, the bulk of investments flow from Russia as well*”* by con-
firming the above discussed “geopolitical code” of Russia towards the East-Baltic*”.
Since 2002 Germany is one of the leading investing sources in Latvia as well. The
leading positions of investors are usually taken by Estonian, Sweden and Denmark
companies, though®®. The landscape of foreign trade in Estonia seems to be differ-
ent: in the last years the main partner in export and import remained Finland*"'. The
part of the industry of the Baltic countries which finance R&D sector has been con-
stantly growing in Estonia and Latvia, whereas it has been slightly decreasing in Li-
thuania®”.

What concerns the investment areas, it is important to overview the disposition of
FDI by economic activities in the Baltic countries in order to asses how much of the
foreign investments flow into IP-related fields. The statistical data of Lithuania
shows that the foreign countries mostly invest in the areas of manufacturing indus-
try, including manufacture of chemical products, financial intermediation, transport,
storage and communication’”, whereas, Lithuanian companies mainly invest into
wholesale and retail trade abroad and manufacturing by focusing on the markets of
neighbouring countries such as Latvia or Russia®®. The investments in the area of

295 From 1997 to 2006, FDI in LT was approx. seven times more; it also grew 19,6 % since the
beginning of 2007 until beginning of 2008, as reported in Statistics Department of Lithuania
(2008). In EST, FDI increased 7 % comparing 2006 with 2007, as provided in FDI Informa-
tion (WB Group) (2008). In LV, the number concerning FDI inflows reached 1,6 Billion USD
in the past years, as indicated in FDI Information (WB Group) (2008).

296 See more in Eurostat Information (2008).

297 According to the statistical data, investments from Denmark made 15-17 % of all investments
in year 2003-2006, whereas investment from Sweden amounted to 13-15 % thereof in the
same period. The part of investments by German companies made 9-11 % in 2003-2006, as
referred in Statistics, FDI in LT (2006), pp. 12, 13. In 2007, the mostly invested were Latvia,
Sweden, Russia in Lithuania; see in Statistics Department of Lithuania (2008).

298 E.g., in 2007 investments from Russia made 9,6 % of total FDI in LT, see Statistics Depart-
ment of Lithuania (2008).

299 See overview in supra § 3A.

300 See FDI Information (WB Group) (2008).

301 Finland, Sweden, Russia are leading investors in Estonia in 2006-2007, £DI Information (WB
Group) (2008), also Statistics Department of Estonia (2008).

302 See Eurostat Information (2008). Notably, in R&D intensity growth ranking table of the EU
27 countries Cyprus was leading with 10% and Estonia was followed by Latvia with 7%, as
indicated in Statistics Department of Estonia (2008).

303 Within manufacturing (34,5 % of all investments), most of investment in LT fall per oil refin-
ery products and manufacture of chemical products — 48,6 % in 2006, see Statistics Depart-
ment of Lithuania (2008).

304 Interestingly, although Estonian investments made only 7 % of all investments in LT in 2006
and Latvian investments are not indicated statistically, Lithuanian enterprises invested 34,1 %
in Latvian market in 2006. As statistically referred, Latvia, Ukraine and Russia were the main
targets of Lithuanian investors in 2003-2006; see Statistics Department of Lithuania (2008).
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raw materials and products of chemical industry as well as life sciences are in the
scope of foreign investors in Estonia as well’”. The similar distribution of FDI is
observable in Latvia; however, foreign projects are quite modest in the fields of
chemicals, electronics or life sciences*®.

Notably, the tendency of growing of FDI into the R&D sector of the Baltic coun-
tries is clearly visible; however, the numbers of such investment in view of general
FDI made are still modest™’. Moreover, it should be mentioned that general FDI in
the local regions of the Baltic countries is much less than in the capitals’® which al-
lows forming a view that the regional politics in relation with promoting innovations
and research should be better implemented.

IV.  Factors promoting the local research and innovation
1. Promoting activities in the Baltic universities

As rightly pointed out in the Vilnius University Report on Applied Sciences and IP,
the most important factors inducing activities on innovative research on the level of
educational institutions would be:

(1) strategic management in the field of technological science™”;

(2) reorganization of scientific forces;

(3) guaranties of priorities of applied research;

(4) country-wide coordination of innovative activities.

Such factors can be likewise applicable to the educational research institutions of
other two Baltic countries. It is also important to have a frequent co-operation
among the Baltic universities and research institutes and private enterprises’'’. The

305 See Statistics Department of Estonia (2008).

306 Since 2002 the part of investments in the chemicals sectors in LV amount to 5 % and in life
sciences sector —to 1 % only, see FDI Information (WB Group) (2008).

307 For instance, FDI in the field of R&D, computers and related activities grew 175 % from
2003 until 2006 in LT, see Statistics Department of Lithuania (2008).

308 E.g., the investments in Vilnius County are almost five times and bigger than in other regions
of LT, see Ibid. Comparably, the highest number of registered IP rights in 2007 in Lithuania
(patents, trademarks, etc.) also refers to Vilnius County, as provided in Lithuanian Patent Of-
fice Information (2008).

309 One of the main reasons of the weak management is the fact that universities are not holders,
but trustees of their IP rights in Lithuania. Main part of university inventions are sold to for-
eign partners or published without patenting, as referred by Mizaras, Current Key Aspects of
Intellectual Property in Lithuania (ATRIP Congress (2008)), p. 2.

310 One of the highest innovation cooperation levels within the EU in 2002-2004 was found in
LT (56 % of all innovative enterprises), however, one of the lowest — in LV (18 % only). Pri-
vate-public co-operation on innovation was most frequent in, inter alia, LV and LT as well,
see Eurostat Information (2008).
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activities of the Lithuanian company “Fermentas” can serve as the example of such
cooperation in the field of biotechnology™''.

As far as IP rights are concerned, certain legislative improvements in the field of
innovative research on the level of educational institutions have been suggested as
well. It is worth while mentioning the incentives pursued by the Vilnius University
to adopt more precise rules by changing the substantive provisions in the national IP
laws regarding, for instance, the transfer of economic rights of employees of the
university to the university with the consideration of work functions of the em-
ployees®2.

Other way of promoting local research, science and innovations is a creation of
science and technology parks and incubators which development is important for
both private companies, universities and public institutions. “Sunrise Valley” project
in Lithuania, which started in 2002, can be seen as an example of a rapidly develop-
ing public company which stimulates the local forces working in technological,
physical and biomedical sciences’”’. The project also promotes the networking be-
tween the universities and business, by encouraging technology transfer and the
commercialisation of publicly funded research, by creating new employment and
wealth creation opportunities and by attracting new FDI in high value added activity
areas.

Similar examples can be also found in Estonia in which, amongst a few others,
the Tartu Biotechnology Park provides services to biotechnology, medicine, etc. and
R&D institutions, develops new service packages to start-up companies, coordinates
various national and international projects’'*. Business incubators, specialized con-
sultations and information for technology orientated business and provision of advi-
sory services are also key functions of the Latvian Technology Centre®'®. Along with
the objectives to promote innovative research, science and technologies, the estab-
lishment and activities of such technology parks play an important role in promoting
the protection of IP rights as the special activities regarding IP rights development
are foreseen.

311 More about the company and its produced products see in Fermentas: Life Sciences (2008).

312 See Vilnius University Report on Applied Sciences and IP (2006), pp. 10, 11. This is also due
to the fact that Art. 8 of the Lithuanian Patent Law embodies the protection of so-called ser-
vice inventions, i.e. inventions made by an employee during the execution of a commission or
an employment contract.

313 The first Science and Technology Park was established in 1993 in Vilnius, other 5 parks were
established in July-October 2002 throughout Lithuania; more information see in Sunrise Val-
ley: Key Facts and Figures (2008).

314 Since September 2005 TBP runs the BioMed incubator for biotechnology, medical and
veterinary businesses; more information on the projects run by the park, also other Estonian
biotechnology projects such as Estonian Genome Project see in Tartu Biotechnology Park In-
Sformation (2008).

315 See more information in Latvian Research Landscape (2008).
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2. IP strategy in the local business sector

In view of the general growth of R&D sector’'°, the need and utility of IP strategy'’

within the IT companies is obvious. It partially depends on the fact that it is not al-
ways possible to enforce certain IP enforcement provisions, in particular, when “on-
line infringements™'® are concerned, and to prevent consumers from infringing IP
rights.

Some of the local IT industries, considering their liability as internet service pro-
viders, as foreseen in the national copyright legislation®", forced the processes in
relation with the protection of intellectual property rights in order to tackle in-
fringements of IP rights in the internet, for instance, by signing the agreements on
administration of the infringing content on the ftp servers®* which are considered to
be one of the most popular contemporary sources of the pirated products®'. Such
model of IP strategy inside the companies requires, though, more effective practical

application®*.

3. Level of the national governments’ regulation and their support in the field of
research and development

The percentage of the Government support for R&D sector and its funding could
indicate actual state-level attitude to innovations and the continuity of the politics on
their constant promotion. In a view of general European tendencies, the national
Governments of the Baltic countries tend to fund innovative activities™>.

In comparison with the business enterprises or external funds in R&D sector, the

Lithuanian Government seems not being very lavish towards this sector. However,

316 E.g., from 2003 to 2006 the investments in R&D sector grew 175 % in LT, as referred in Sta-
tistics, FDI in LT (2006), p. 21.

317 “IP strategy” is meant as inner company rules and requirements in regard with protection of
company’s IP assets as well as compliance with IP laws herein.

318 P2P services (e.g. local ftp servers) are particularly meant on this point.

319 E.g., by virtue of Art. 11 of the Enforcement Directive, it should be mentioned that Art. 77(3)
of the Lithuanian Copyright Law provides a civil liability of ISPs. See examination regarding
the implementing provisions on injunctions against intermediaries in infra § SE.L.3.

320 E.g., the Memorandum of Understanding signed in 2003 among the leading national IT com-
panies and right holder associations in Lithuania embodied important measures and proce-
dures that were to be applied by the companies in order to control infringing content, mainly
protected by copyright laws, in ftp servers (BSA information).

321 Asreferred in 2008 Special 301 Report, also 2008 Special 301 Report I[IPA Special Mention:
Lithuania.

322 eBay practices on the issue can be followed as an example, see more in Osthaus, Fighting
Piracy and Counterfeiting in the Light of European Principles of eCommerce, pp. 645-646.

323 As indicated, the percentage of GERD financed by the Government in 2000 — 2005 grew in
LT (from 61,7 % to 62,7 %). In LV this percentage in 1995 — 2005 decreased from 53 % to
46 %, and in EST in 1998 — 2004 it reduced from 63,3 % to 44,1 %. In comparison with the
estimated GERD financed by the national Governments in the EU (27), (the rate decreased
from 39 % to 34,8 % in 1995 — 2005), the mentioned percentages from the East-Baltic are
relatively high, see more in Eurostat Information (2008).
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those funds are basically committed to the sectors of the institutions of higher educa-
tion, universities and the Government itself***. As follows from the statistical data,
from the total expenditure on R&D** the main percentage is spent for applied re-
search and basic research, whereas experimental development receives less founda-
tion**®. In Latvia the Government funds spent for financing R&D make the biggest
part among other sources of finance®’. Additionally, the Governments also support
projects which are related to increasing better conditions to innovative activities*>".

While talking about the national governments’ support in the field of R&D in the
Baltic countries, it should be noted that by virtue of the procedure set out in the na-
tional legislations, interested parties have a right to participate in the preparation of
the national IP laws®*’. Such participation is deemed to be important in terms of a
possibility to make a better link between the legislators and “IP players” in practice,
in terms that the local as well as foreign companies can express their views, actual
needs important for legislative improvements and also provide constructive propos-
als to amend the laws. “Sunrise Valley” project in Lithuania is again a good example
of certain cooperation between the national “IP players”, the leading IT companies,
and the national Government.

V. Concluding remarks

In the recent years the social transformation of “IP mentality” from Soviet “IP-
thinking” to “think-western” in the Baltic countries is observed. The national legisla-
tors and government institutions strongly advocate for the adequate and effective
protection of IP rights by applying the European as well as worldwide standards of
such protection. The changing attitude of local businesses, consumers and general
public towards the use of legal IP products also plays an enormous role in the
process of bringing the application of the provisions of such protection into practice.

Alongside with changing social factors, the ideas and concrete local projects re-
lated to innovative and creative activities such as technology parks and centres, for
instance, deemed to promote local research, innovation, technology transfer and in-
dustry are being implemented. This is also supported by the data regarding the

324 In 2007 the biggest share of expenditure on R&D was comprised of the government sector
funds (47,9 %), whereas business enterprise sector funds made up 24,5 %, and foreign funds
19,6 %, as indicated in Statistics Department of Lithuania (2008).

325 In 2007 distribution of expenditure on R&D mostly belonged to high education sector (50,6
%), business enterprise sector (28,5 %) and government sector (20,9 %). The percentages re-
mained similar since 2004, as observed in information provided by Statistics Department of
Lithuania (2008).

326 Statistically, the percentages of basic, applied research and experimental development in
2002 — 2005 did not change, see also more in Research Activities in LT (2006), p. 22.

327 See Latvian Research Landscape (2008).

328 E.g., the project supported by the Ministry of Economy of Lithuania to identify main draw-
backs of innovation system in Lithuania, as indicated in Mizaras, Current Key Aspects of In-
tellectual Property in Lithuania (ATRIP Congress (2008)), p. 2.

329 See overview about adoption of national IP legislation in supra § 3C.L
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growth of investments into the R&D sector, increase of FDI in the local, especially,
IT companies, active financial support of the national Governments of the Baltic
countries to the local or local with a foreign investment companies working in the
field of science, technology and innovations that are actually applied in practice, al-
so the Governments’ funding of certain projects which are focused on improving
local conditions to innovations. On the other hand, the discrepancies in the field of
local technology transfer regulations, management of IP rights, effective finance of
R&D projects, etc. are to be still tackled.

Considering the fact that in the Baltic countries many innovations are based on
the contractual basis with the foreign partners, it is significant to develop the
projects which have the actual applicability in foreign countries and for foreign part-
ners. On the other hand, it is also significant to bring certain incentives to local re-
searchers and, moreover, to induce FDI in the regions of the Baltic countries which,
along with educational programs, will allow to promote innovations and research on
the regional basis.

The social factors as well as factors in relation to the local research and innova-
tion are important for the further analysis of the implementation and actual applica-
tion of the provisions on enforcement of IP rights, especially, considering that fact
that, despite the positive social and economic changes in the Baltic countries, the
piracy level is still high. This fact allows arriving at a conclusion that there should
be more efforts to strengthen the actual system of enforcement of IP rights made. It
is also believed that the strong, adequate and effective IP rights protection has an
immediate effect on encouraging local innovation and successful investments in
R&D sector.
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§ 5 Aspects of enforcement of IP rights in the Baltic countries in
view of the implementation of the EU Enforcement Directive

A. EU Enforcement Directive: idea, objectives and scope of application

L Brief review on the adoption of the Directive

Overview of the genesis of the Enforcement Directive, its objectives in view of other
international standards in the field of the enforcement of IP rights, its scope and con-
tent of its provisions are necessitated by the aim to comprehensively examine the
implementing provisions set out in the Baltic legislation. Therefore, before starting
to analyse the implementation of the Directive in the corresponding jurisdictions —
Lithuania, Latvia and Estonia — it is first focused on the aim and the content of the
Enforcement Directive.

1. Commission’s Proposal for a Draft Enforcement Directive: between support
and critique

a) Supportive positions

The final text of the Enforcement Directive was adopted by the European Parliament
and the Council on 29 April 2004°*° after the expressed active support, but also
strong criticism regarding the Commission’s Proposal for a Draft Enforcement Di-
rective in 2003*".

The active support for adopting a directive on enforcement of IP rights mainly
came from various groups of interested circles such as IP right holders and their as-
sociations®*?, also the European Economic and Social Committee which in general

330 OJL 195, 2.6.2004, pp. 16-25.

331 Proposal for a Directive of the European Parliament and of the Council on Measures and Pro-
cedures to Ensure the Enforcement of Intellectual Property Rights: COM (2003) 46 final,
January 30, 2003 (hereinafter — the “Commission’s Proposal for a Draft Enforcement Direc-
tive (2003)”).

332 E.g., BSA, the association consolidating the leading software manufacturers, welcomed the
adoption of the Directive, but remained concerned that it felt short of introducing measures
that would reduce software piracy in the EU, by pointing out, especially, the two-tier en-
forcement system (distinction between serious and not serious IP rights infringements) that
had been introduced in the draft Enforcement Directive. The initial BSA’s position was also
supported by other IPRs associations such as IFPI, GESAC, MPA and others. The associa-
tions such as BSA, IFPI have their representatives in the Baltic countries. See BSA Comments
on a EU Draft Enforcement Directive (May 2003). It was, however, criticised that statistics
and information provided by such associations to the Commission, while lobbying for an
adoption for such directive were tendentious and quite unilateral, as also observed in Hye-
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welcomed such EU-wide instrument in the field of IP enforcement®. The suppor-
tive voices reasonably referred to the high piracy and counterfeiting rate in Eu-
rope”** and other issues that were increasingly evident due to pirated products in the
Internal Market such as decrease of employment rate in IP-related sector, tax losses,
impediments to development of innovation, business, cultural sector, threats to con-
sumer protection and health considerations. It has been supportably expressed that,
in view of the EU expansion, it was necessary to create an adequate level of en-
forcement of IP rights by harmonizing enforcement measures within the EU by ex-
tending to all Member States the best practices of one another’” and with the special
focus on the countries in which enforcement was the weakest.

The European Parliament’s support was initially expressed by adopting a resolu-
tion on the subject’ and later providing certain amendments to the Commission’s
Proposal in which it has been especially pointed out that, inter alia, procedures,
measures and penalties should be applied in gradual and proportionate way consi-
dering the circumstances of each case of IP infringement™’.

Last but not least, the advocacy for the Proposal for an Enforcement Directive
was also expressed by the Governments of the then EU Member States™® as well as
newly EU acceding countries® which considered an adoption of a directive on en-
forcement of IP rights being a very important tool to strengthen the protection of

those rights in their jurisdictions.

b) Criticised aspects

On the other hand, the Commission’s Proposal for a Draft Enforcement Directive
was strongly criticised** by pointing out the issues such as, first, a constitutional
basis for a directive in general by referring to the principles of subsidiarity and pro-

Knudsen, Marken-, Patent- und Urheberrechtsverletzungen im europiischen Internationalen
Zivilprozessrecht, pp. 227-229.

333 See Explanatory Memorandum of the Commission’s Proposal for a Draft Enforcement Direc-
tive (2003), p. 4.

334 In 2003 the piracy rate in the EU (e.g., in software sector) was 37 %, as indicated in BSA/IDC
2007 Global Software Piracy Study.

335 See Massa, Strowel, The Scope of the Proposed IP Enforcement Directive, p. 245.

336 0JC41,7.2.2001, p. 56.

337 The amendments were actually prepared by the Committee on Legal Affairs and the Internal
Market of the European Parliament. See Fourtou Report (2003), p. 6.

338 See Explanatory Memorandum of the Commission’s Proposal for a Draft Enforcement Direc-
tive (2003), p. 3.

339 E.g., as seen from the Explanatory Letter of the Amendments to the Lithuanian Copyright
Law in 2006 which can be found in the legal database of the Seimas (OV), the Government of
Lithuania, namely, the Ministry of Culture, very much welcomed the implementation of the
Directive by pointing out the issues that could be solved by having such EU-wide legal in-
strument in the field of enforcement of IP rights in Lithuania. The support has been generally
expressed by Latvian and Estonian Governments as well.

340 The critical position was supported by a number of prominent academics as listed following
the opinion in Cornish et al., Procedures and Remedies for Enforcing IPRs: The European
Commission’s Proposed Directive, p. 449.
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portionality by virtue of Article 95(1) of the EC Treaty and already existing provi-
sions of the signed TRIPS Agreement on enforcement of IP rights**'. Second, the
scope of application of the proposed Directive, which since its first draft brought a
certain confusion, if not “an awkward division”, as argued®*”, regarding a separation
between so-called “serious” infringements (committed wilfully and/or fraudulent for
commercial purposes or those having a significant harm®*’) and other infringements
carried out on negligent or harmless basis, received a lot of critique as well.

Moreover, the Commission’s Proposal for a Draft Enforcement Directive, con-
taining many vague and abstract provisions, covered all IP rights. As can be ob-
served, the Commission did not actually consider the special nature of some of IP
rights and related issues which had been addressed by the European Parliament
while providing the amendments to the Commission’s Proposal®**. By referring to
the unique technical subject-matter of patent law or distinct procedural rules regard-
ing them, it was noted that patents or Community rights such as plant varieties, trade
marks, registered and unregistered designs were to be examined with more scrutiny
while drafting the Directive. The possible establishment of a common system of ad-
judication, unitary catalogue of procedural measures, sanctions and remedies had to
be duly discussed as far as Community rights were concerned.

The critical attention was also brought to the fact that the Draft Enforcement Di-
rective could induce a possibly painful intervention into the national civil, adminis-
trative and especially criminal procedural systems of the Member States (as the ini-
tial Draft Directive covered criminal means as well), considering the fact that a pre-
cise scrutiny of the characteristics of those systems, a comprehensive revision of
their legal traditions, and analysis of actual data in various European markets had
not been done prior to the Commission’s Proposal, although such necessity had been
mentioned by the Commission itself**’. Local resources of IP protection which were
available or not available to IP right holders or competent authorities have not been
likewise addressed in a complex manner. The Commission actually referred to the
legal situation in the Member States in its Explanatory Memorandum®*; however,
references were sporadically focused on some civil enforcement institutes which va-
ried from country to country, but not on the legal traditions and IP enforcement situ-
ation in each of them™’.

Most importantly, taking the planned expansion of the EU at that time into ac-
count, no references have been made regarding, at least, general characteristics of

341 See further discussion in infra § SA.1.2.

342 See Cornish et al., Procedures and Remedies for Enforcing IPRs: The European Commis-
sion’s Proposed Directive, p. 447.

343 See further discussion in infra § SC.I1.2.

344 See Fourtou Report (2003), pp. 6, 25.

345 See Explanatory Memorandum of the Commission’s Proposal for a Draft Enforcement Direc-
tive (2003), p. 15.

346 See Ibid, pp. 12-15.

347 See also refs. regarding necessity to evaluate empirical data at issue in Straus, The Impact of
the New World Order on Economic Development: The Role of the IPRs System, pp. 48 et
seq.
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the legal systems and legal traditions of the newly acceding Member States, also the
Baltic countries, especially considering the fact that those states were mainly part of
the Soviet law tradition and were still facing many relicts of it, especially when local
enforcement infrastructure had to be taken into consideration.

Furthermore, since the Commission’s Proposal, in which the aim to combat coun-
terfeiting and piracy by “harmonizing national legislation on the enforcement of in-
tellectual property rights” was actively advocated on the basis of the Commission’s
Green Paper of October 15, 1998 on “Combating Counterfeiting and Piracy in the
Single Market** and its Action Plan of November 30, 2000**’, the proposal for an
Enforcement Directive immediately faced a conceptual tension between its two ac-
tual objectives®™’: first, being an instrument to combat piracy and counterfeiting
(however, omitting to provide any definitions of those phenomenon®") and, second,
being a harmonisation tool for IP measures and remedies (as it was primarily
planned, covering civil remedies and criminal measures, also administrative means)
in IP infringement cases as far as all IP rights were concerned”™”.

c) Adopted EU Enforcement Directive: tension remained?

The tension, unfortunately, has not been escaped even after the adoption of the final
text of the Enforcement Directive for the following aspects. After the deletion of the
initially drafted criminal provisions and technical protection measures (which was a
logical legal decision, indeed) and focus on civil proceedings only, the Directive
seemed to loose its primary idea to fight against piracy and counterfeiting, if not its
significance and necessity at all. This argument can be supported with the frequently
expressed position that criminal measures and sanctions are in many cases more ef-
fective to stop and prevent piracy and counterfeiting, especially those being orga-
nized crimes®”, than the civil substantive and material means®*. The efficiently
working regulatory and administrative enforcement infrastructures also play a big
role in the fight against piracy and counterfeiting. The Directive does not harmonize
any aspects of those infrastructures (it is assumed that such harmonization would be

overambitious, though)*.

348 COM (98) 569 final.

349 COM (2000) 789 final.

350 See Massa, Strowel, The Scope of the Proposed IP Enforcement Directive, pp. 244-246.

351 See discussion in /bid, p. 245.

352 See Recital 13 of the Commission’s Proposal for a Draft Enforcement Directive (2003), p.
28.

353 The link between counterfeiting and piracy and the criminal economy is broadly discussed in
Blakeney, Counterfeiting and Piracy in the EU: Overview, pp. 10-14.

354 See also WIPO, the Enforcement of Intellectual Property Rights by Means of Criminal Sanc-
tions: An Assessment; also IP Watch, EU Seeks Stronger IP Enforcement at Every Level; as
well as Gervais, The TRIPS Agreement: Drafting History and Analysis, p. 327; and Massa,
Strowel, The Scope of the Proposed IP Enforcement Directive, p. 245.

355 Chapter IV of the Enforcement Directive only refers to codes of conduct and administrative
cooperation between Member States and the Commission.
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In general, the Enforcement Directive, as finally adopted, contains many broad
and vague, also a number of optional provisions which can arguably weaken its de-
sired harmonizing objectives and effect. Importantly, special attention has not been
finally paid to different types and characteristics of IP rights or expressed critical
points as far as Community rights were concerned. Hence, certain confusion has
been left which, on the other hand, opened possibilities for different interpretations
of the provisions of the Directive by the national legislators and the national

COuI’tSSSé.

2. Relation between the Enforcement Directive, other international standards on
IP enforcement and EU directives

a) Part III of TRIPS Agreement: was the Enforcement Directive necessary?

(1)  Community’s competence to legislate on enforcement of IP rights

On 15 April, 1994 the Community, within its attributed competence (Article 5 of the
EC Treaty), signed the WTO Agreement, also one of its pillars — TRIPS Agreement
— and became a member of the WTO. The EU Member States, however, maintained
their competence to sign agreements and/or legislate in the specific areas of the
WTO Agreement, in particular GATS and TRIPS due to the notion of the “shared
competence” between them and the Community®*’. As far as TRIPS was concerned,
this meant that Member States were eligible to execute relevant documents as sepa-
rate WTO members and independent contracting parties® by assuming obligations
under the said agreement, inter alia, to ensure an effective enforcement system in
their national legislations within the enforcement framework as provided in Part III
of TRIPS and by being responsible for their own measures.

The said part of TRIPS provided minimum requirements for enforcement of IP
rights®”’, being one of the major achievement of the negotiation®®’, by embodying

356 Any interpretation of the provisions of the Enforcement Directive is to be concluded by refer-
ring to the general aims and objectives set out by the Directive and its Recitals.

357 The exclusive competence by the Community to conclude the TRIPS Agreement was based
on Article 113 of the EC Treaty regarding the border measures contained in Section 4, Part
111, of TRIPS only. See Macrory et al. (ed.), WTO: Legal, Economic and Political Analysis,
p. 1463; also Dreier, TRIPS and Enforcement of Intellectual Property Rights, p. 269; and Ex-
planatory Memorandum of the Commission’s Proposal for a Draft Enforcement Directive
(2003),p. 7.

358 See Macrory et al. (ed.), WTO: Legal, Economic and Political Analysis, p. 1469. Latvia and
Estonia joined the WTO in 1999 and Lithuania in 2000, thus by signing the TRIPS Agree-
ment before the accession into the EU on 1 May, 2004. The accession to the WTO followed
with certain changes in the field of enforcement of IP rights in the national legislations of the
Baltic countries which mainly coincided with the accession into EU process starting in 1998.
See also refs. in supra § 3B.111.2.

359 As noticed, the content of the TRIPS provisions, including the ones on enforcement of IP
rights, mainly reflected the positions of the industrialized countries whose experience could
contribute to necessary understanding of procedural rights, measures, remedies and their even
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general obligations (Article 41), civil and administrative procedures and remedies
(Articles 42 — 49), provisional measures (Article 50), special requirements related to
border measures (Articles 51 — 60), and criminal procedures (Article 61) which had
to be or could be (depending on their optional or mandatory character) implemented
in the national legislation. Contrary to the substantive IP rights, procedural prin-
ciples and rights on IP enforcement which are constituted in TRIPS can be asserted
only when they are embodied in the national legislations (no direct effect or direct
applicability”®"). The Community, however, maintained the right, as interpreted by
the ECJ*®?, to further harmonize the national laws in the field of IP enforcement,
provided that such harmonization was necessary for the proper functioning of the
Internal Market. On the other hand, as rightly observed’®, such harmonization could
also mean the “back door” harmonization, i.e. that the Community was able to return
to the areas which were not harmonized prior to TRIPS and which actually did not
directly fall under the scope of its competence.

Considering the described observations regarding the Community’s competence
to enter the TRIPS Agreement, also the nature of measures and principles, as embo-
died in Part III thereof, which were addressed to the national legislators of the
Member States, the question can still remain if there was a justified actual need to
adopt an EU-wide legal instrument harmonizing provisions on enforcement of IP
rights.

(2)  Necessity to adopt a directive on enforcement of IP rights

It was argued by the European Commission that, by virtue of its general goals to
combat counterfeiting and piracy by harmonizing IP enforcement provisions of the
Member States, the Enforcement Directive was basically aimed to improve on
TRIPS standards or, in other words, to supplement those standards (TRIPS-plus
harmonization) in order to avoid disparities that existed among the national legisla-
tions on IP enforcement prior to the Commission’s Proposal for a Draft Enforcement

interpretation. See Straus, Reversal of the Burden of Proof, the Principle of “Fair and Equita-
ble Procedures” and Preliminary Injunctions under the TRIPS Agreement, p. 808; also
Dreier, TRIPS and Enforcement of Intellectual Property Rights, p. 258; as well as Correa, A
Commentary on the TRIPS Agreement, pp. 409-410. On the other hand, the interests of the
developing countries have been considered, as referred in Gervais, The TRIPS Agreement:
Drafting History and Analysis, p. 287.

360 See Straus, Reversal of the Burden of Proof, the Principle of “Fair and Equitable Procedures”
and Preliminary Injunctions under the TRIPS Agreement, p. 807; also Gervais, The TRIPS
Agreement: Drafting History and Analysis, p. 287.

361 See Correa, A Commentary on the TRIPS Agreement, p. 409; also Dreier, TRIPS and En-
forcement of Intellectual Property Rights, pp. 269-270.

362 Opinion 1/94, 27 IIC 503 (1996).

363 According to the ECJ, “<...> external competence cannot be conferred if an internal power
has not been exercised”, as pointed out in Macrory et al. (ed.), in WTO: Legal, Economic and
Political Analysis, pp. 1473, 1475.
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Directive®®. The improvements on the TRIPS standards under the Enforcement Di-
rective meant either:

First, an introduction of the so-called super-TRIPS requirements (by adding cer-
tain provisions of TRIPS) such as (i) as far as damages were concerned, a lump sum
on the basis of elements such as, at least, the amount of royalties or fees which
would have been due if the infringer had requested authorisation to use the intellec-
tual property right in question as a form of damages (Article 3(1)(b)’®); (i) a third
party information about the participation in infringing activities (Article 8°%); (iii) a
seizure of infringing products from everyone possessing them, including private par-
ties (Article 7°%7); or

Second, an introduction of fully new measures which were not set out in the
TRIPS such as asset-freezing injunction, market recall and publication of judicial
decisions (Articles 7, 10, 15°*®). The introduction of new measures was based on the
best practices of some countries such as United Kingdom, France, the Benelux coun-
tries, Germany, the Netherlands which have had old legal traditions in the field of IP
enforcement or particular institutes thereof and “which have proved their effective-
ness”, as referred by the Commission in its Explanatory Memorandum®®.

By claiming a necessity to improve on TRIPS standards, the Commission, how-
ever, did not provide any data, evaluation or assessment in relation to this very
statement®”’ by just expressing its general argumentation regarding the need of such
EU-wide legal instrument. To the contrary, instead of revising how the EU Member
States implemented the TRIPS provisions on IP enforcement and, on the basis of
such revision, moving ahead with a proposal on what can be done from the Commu-
nity’s side to reinforce the TRIPS standards, the finally adopted Enforcement Direc-
tive set basically the so-called low-platform acquis by leaving a possibility to vari-
ous manoeuvres by the Member States (this is due to a number of broad provisions
contained in the Directive’’") and also a chance to regulate other IP-enforcement re-

364 See Explanatory Memorandum of the Commission’s Proposal for a Draft Enforcement Direc-
tive (2003), p. 7.

365 Or even more, alternatively, as “<...>damages set at double the royalties or fees <...>”, as
provided in Article 17 of the Commission’s Proposal for a Draft Enforcement Directive
(2003); see also Fourtou Report (2003), pp. 18-19.

366 Art. 9 of the Commission’s Proposal for a Draft Enforcement Directive (2003).

367 Art. 8, Ibid.

368 Arts. 11, 12, and 19, respectively, of the Commission’s Proposal for a Draft Enforcement
Directive (2003).

369 See Explanatory Memorandum of the Commission’s Proposal for a Draft Enforcement Direc-
tive (2003), p. 17.

370 It has been arrived at the same opinion in Cornish et al., Procedures and Remedies for En-
forcing IPRs: The European Commission’s Proposed Directive, see Ft. 2, p. 449.

371 See further discussion on the list of enforcement measures, procedures and remedies set out
in the Directive in infra § SA.II.
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lated areas later’”

measures® .

Despite the goal to improve on TRIPS standards, the Enforcement Directive,
however, is silent on certain provisions that can be found in the TRIPS Agreement,
e.g. the form of judicial decisions (Article 41(3)), revision of judicial decisions (Ar-
ticle 41(4)), declaratory judgements (Article 44(2)), thus confirming the statement
that the Directive could be also seen as TRIPS-minus® *. The TRIPS-minus standard
can be also seen in a distinction between wilful and negligent IP infringements, also
infringements carried out for commercial scale for which some civil remedies are to
be differently applied according to the Directive’””. By virtue of Article 41(1) of the
TRIPS Agreement, an effective civil enforcement action is to be made permissible
to any act of infringement of IP rights by making no distinction that arise from an
application of the concept that “an infringement was carried out on a commercial
scale™7®,

Thus, considering various aspects regarding the provisions of the finally adopted
Directive, it is difficult to provide unambiguous answer whether such EU-wide tool
was necessary. Focus, on one hand, can be turned to the aspect on what outcomes
and goals the Directive perceived. On the other hand, the speedy adoption of the Di-
rective seems to reflect ‘aims justify means’ method which cannot be always accept-
able.

, especially those in relation to administrative and/or criminal

b) Enforcement Directive as the first extensive horizontal instrument on
enforcement of the substantive IP rights

(1)  Prior EU-wide provisions on enforcement of IP rights

Although, as follows from the discussion on the necessity to adopt the EU Enforce-
ment Directive, it can be questioned if such necessity was justified, the Directive is
still to be considered as the first attempt to comprehensively harmonize certain as-

372 See Ft. 8 in Cornish et al., Procedures and Remedies for Enforcing IPRs: The European
Commission’s Proposed Directive, p. 449.

373 Ref. to the Amended proposal for a Directive of the European Parliament and of the Council
on criminal measures aimed at ensuring the enforcement of intellectual property rights (pre-
sented by the Commission). The critical position has been already expressed in Statement of
the Max Planck Institute for Intellectual Property, Competition and Tax Law on the Proposal
for a Directive on Criminal Enforcement Measures (2006).

374 See Massa, Strowel, The Scope of the Proposed IP Enforcement Directive, p. 246; see more
comprehensive discussion regarding the bases for TRIPS-plus and TRIPS-minus in Straus,
The Impact of the New World Order on Economic Development: The Role of the IPRs Sys-
tem, pp. 53 et seq.

375 See further discussion in infra § SC.II.

376 The distinction, however, is made with the reference to the criminal measures the application
of which is limited to wilful trademark counterfeiting or copyright piracy on a commercial
scale under Art. 61 of the TRIPS Agreement. See Correa, A Commentary on the TRIPS
Agreement, p. 411; also Gervais, The TRIPS Agreement: Drafting History and Analysis, pp.
326-327.
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pects of civil enforcement of IP rights on the so-called “horizontal” basis in the EU.
The EU directives harmonizing substantive intellectual property rights or some as-
pects of them, which had been adopted prior to the Commission’s Proposal’’’, did
not provide an extensive enforcement mechanisms, be they civil, administrative or
criminal. Only episodic provisions could be found in some of the directives dealing
with certain procedures or remedies in cases of infringements of IP rights. While
adopting the Enforcement Directive, they have been reasonably taken out of the
scope of its regulation’”. The EC Regulation 1383/2003°” can be seen as a “hori-
zontal attempt” prior to the Directive, however, covering only the sectoral instru-
ments such as measures which should be taken by or procedures applicable to na-
tional customs authorities.

Already in its Explanatory Memorandum the Commission pointed out the priority
of the intervention of the Community into the field of enforcement of substantive
intellectual property rights*® by covering the rights which had been harmonized on
the basis of the EU-wide instruments in order to ensure the proper functioning of the
Internal Market, to create a homogenous, high and equal level of IP enforcement in
the national legislations by virtue of the standards embodied in the TRIPS Agree-
ment. The Commission clearly based its position on ubi ius, ibi remedium principle,
aiming that acquis communautaire relating to the substantive IP rights was to be ef-
fective only having an instrument on enforcement of those rights.

Referring to the critics expressed towards the Enforcement Directive, such aim
alongside with the more expressed goal of the Directive to combat piracy and coun-
terfeiting did not sound promising from the beginning, though. It was due to the
general complexity of the provisions on enforcement of IP rights as embodied in the
Directive, also to a different nature of those IP rights®™', for example, some en-
forcement measures or remedies applicable in cases of copyright infringements
might not be effectively applicable to infringements of trademarks or patents rights.
It is also due to a different nature of IP rights infringements themselves, i.e. those

committed on large-scale and so-called ordinary small-scale infringements***.

377 The Annex to the initial Commission‘s Proposal for the Draft Enforcement Directive listed
the directives on substantive IP rights. The list has been later introduced into the Statement by
the Commission on the scope of Article 2 of the Enforcement Directive, see Statement
2005/295/EC by the Commission concerning Article 2 of Directive 2004/48/EC of the Euro-
pean Parliament and of the Council on the Enforcement of Intellectual property rights. OJ L
94, 13.4.2005, p. 37.

378 See refs. to the EU directives which partly dealt with the provisions on enforcement of IP
rights in infra § SC.IL.1.

379 See supra Ft. 163 herein.

380 See Explanatory Memorandum of the Commission’s Proposal for a Draft Enforcement Direc-
tive (2003), p. 5.

381 See Massa, Strowel, The Scope of the Proposed IP Enforcement Directive, p. 252; also Kur,
Enforcement Directive — Rough Start, Happy Landing? P. 829.

382 As pointed out in Kur, Enforcement Directive — Rough Start, Happy Landing? P. 826, meas-
ures like destruction of goods and removal from the channels of commerce should be propor-
tionally differentiated in terms of large-scale and small-scale infringements of IP rights.
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(2)  Character of the provisions of the Enforcement Directive

By partially eliminating the distinction between infringements of IP rights carried
out on a commercial scale and other infringements, the Directive strengthened its
positions in terms of full-scale harmonization as far as civil enforcement measures
were concerned. It left, however, the possibility for the national legislators to im-
plement the Directive by choosing either “umbrella law” solution (by enacting one
law which would cover all civil enforcement measures and procedures) or so-called
“distributive” method of implementation (by enacting implementing amendments to
each individual IP law)** and actually created a basis for various outcomes from the
implementation process.

As follows from the character of some provisions embodied in the Enforcement
Directive, the Member States, by implementing them, should consider the existing
national legislation on the subject’™. Moreover, there are also provisions which have
an optional nature®® and are to be implemented with the consideration of the general
aim and objectives of the Directive which are embodied in its Recitals. Although it
was clearly expressed by the Commission in its Explanatory Memorandum that the
enforcement rules provided under TRIPS could vary, thus there was an actual need
to harmonize them within the EU**® by enacting an EU-wide legal instrument, the
fact that the Directive contains many broad provisions can foster to make a reverse
conclusion. The Directive can surely lead to the undesired situation when instead of
the harmonization of certain enforcement measures, procedures and remedies, the
outcome of having different enforcement means could be faced.

In view of the enforcement provisions embodied in the TRIPS Agreement, the
following sub-chapter generally focuses on the list of the substantive and procedural
enforcement measures, procedures and remedies under the Directive, their character
and background, also their optional or mandatory nature and certain issues regarding
their wording and interpretation which are important for their implementation into
the selected national legislation of the examined jurisdictions — the Baltic countries.

383 See Massa, Strowel, The Scope of the Proposed IP Enforcement Directive, p. 252.

384 Arts. 2(1), 4, 8(3), Dir.

385 Arts. 12, 13(2), 16, Dir.

386 See Explanatory Memorandum of the Commission’s Proposal for the Draft Enforcement Di-
rective (2003), p. 12.
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1L Review of the catalogue of enforcement measures, procedures and remedies
under the Enforcement Directive: “grandfather” provisions and novelties

1. Substantive provisions under the Directive

Six groups of substantive enforcement measures and remedies have been harmon-
ized under the Enforcement Directive. The Directive constitutes:

(1) Right of information (Article 8);

(2) Corrective measures (Article 10);

(3) Injunctions (Articles 11);

(4) Alternative measures (Article 12);

(5) Damages (Article 13), and

(6) Publication of judicial decisions (Article 15).

All listed measures and remedies can be applied while adopting a court decision on
the merits of the case. The right of information can be also asserted while consider-
ing an IP infringement case. The listed provisions on substantive enforcement meas-
ures can be furthermore divided to:

(1) Measures that are not directly used to compensate damages suffered due to IP
rights infringement (measures without compensatory nature), and

(2) Measures that are related to adjudication of damages (measures with com-
pensatory nature).

In practice, both groups of the listed measures can be applied in a complex manner.
Notably, the provisions of the Enforcement Directive, which shall be implemented
by the Members States, regarding the right of information by third parties, corrective
measures, and injunctions are broadly formulated in terms of the list of natural or
legal persons to whom those measures can be applied by the national judicial author-
ities. It can be agreed with an explanation that any widening of the circle of those

persons should be critically considered in practice®’.

387 E.g., the term “intermediaries” is not defined in the Directive, therefore, it can be interpreted
as comprising any kind of intermediaries in one or other way involved in IP infringement
cases. Such interpretation should be carefully considered by actually applying the listed civil
enforcement measures, as argued in Kur, Enforcement Directive — Rough Start, Happy Land-
ing? P. 829. It conveys the meaning that serious infringements from those committed on “ac-
cidental” basis should be separated.
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a) Right of information (Article 8)

By supplementing Article 47 of the TRIPS Agreement and transposing the relevant
provisions in certain national legislations such as Germany and Benelux countries®™,
Article 8 of the Enforcement Directive lists persons (infringers and/or (importantly!)
any other persons) who, under the request of the competent judicial authorities, are
to provide the information on the origin and distribution networks of the goods or
services which infringe IP rights; defines the content of such information and regu-
lates the relation between the provisions as set out in Article 8(1) and (2) and the na-
tional legislation. By virtue of Article 8(2), the requested information can comprise:
“The names and addresses of the producers, manufacturers, distributors, suppliers and other

previous holders of the goods or services, as well as the intended wholesalers and retailers; (b)
information on the quantities produced, manufactured, delivered, received or ordered, as well

: ; . . ,389
as the price obtained for the goods or services in question.

As follows from Article 8(3), the Directive provides only minimal standards re-
garding the provision of information®, thus, the national legislators, who are to im-
plement Article 8, can broaden the list of persons who are to provide information®”!
as well as the content of required information. The importance should be given to
the fact that, differently from Article 47 of TRIPS, the Directive stresses “commer-
cial scale” of activities committed by infringers and/or any other persons from
whom information is required*”>. Moreover, although it is not directly provided in
the Directive, the wording and context of Article 8 implicates that requirement to
provide such information in practice would mean either a provision of accounting or
financial documents which allow to calculate damages caused by the infringement
and/or information which allows to identify infringers, third persons involved in the
infringement and an infringement which was or is being committed*”.

388 See Explanatory Memorandum of the Commission’s Proposal for the Draft Enforcement Di-
rective (2003), p. 19; also Kur, Enforcement Directive — Rough Start, Happy Landing? P.
822. E.g., a right of information could be found in the prior-to-implementation German Copy-
right Law, also in the copyright laws of Switzerland and Austria, as referred in Mizaras, Civil
Remedies for Infringement of Copyright, p. 212. Importantly, the amendments to the imple-
menting German legislation was focused on regulation of provision of such information by
third persons (it being a TRIPS-plus provision), as discussed in details in Peukert/Kur, Stel-
lungnahme des Max-Planck-Instituts der Richtlinie 2004/48/EG in Deutsches Recht, pp. 296-
299.

389 Thus, the Directive expands the provision embodied in Art. 47 of TRIPS.

390 See Mizaras et al., Implementation of EU Legislation in the Civil Laws of Lithuania, pp. 151-
152.

391 Importantly, any broadening of the list of persons who can be asked to provide information
should be carefully considered, as mentioned in supra Ft. 387 herein.

392 On the term “commercial scale”, as used in the Enforcement Directive, see further discussion
in infra § SC.IL.2.

393 Such distinction has been made in Mizaras, Civil Remedies for Infringement of Copyright,
pp. 213-215, referring to the Lithuanian Copyright Law as well as German, Austrian and
Swiss copyright legislation, particularly provisions on the right of information.
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The harmonized provisions are without prejudice to other national statutory pro-
visions which govern use of information in civil or criminal proceedings or respon-
sibility for misuse of the right of information. Moreover, the Directive does not ob-
struct an application of the national provisions that constitute a right to refuse to
provide certain information, for instance, information concerning family members,

or regulate the provision of confidential information or personal data®**.

b) Corrective measures (Article 10)

By virtue of Article 10 of the Enforcement Directive, the Member States shall en-
sure that the competent judicial authorities, at the request of the applicant, may order
to recall or definitively remove infringing goods or, in appropriate cases, materials
or implements principally used in the creation or manufacture of those goods from
the channels of commerce, or to destruct them. An order to apply such measures
shall be without prejudice to any damages due to the right holder by reason of the
infringement, and without compensation of any sort.

The listed measures are so-called corrective measures which have been developed
in the national court practices in the Netherlands, also Belgium®”’. They are embo-
died in the Directive with a reference to a principle of proportionality between the
seriousness of the infringement, the remedies ordered and the interests of third par-
ties’®® (Article 10(3) of the Directive) while applying them. The reference should be
likewise made to Article 46 of the TRIPS Agreement on disposal of goods outside
the channels of commerce or destruction of goods, unless it is contrary to existing
constitutional requirements®’. TRIPS, therefore, stipulates two types of corrective
measures, and the Directive also adds recall as another alternative corrective meas-
ure.

It is however unclear from the wording of the Directive if the national legislator,
by implementing the Directive, or the national court, by applying corrective meas-
ures, are free to decide which measure (recall, definitive removal or destruction) is
to be applied in IP infringement cases, as the Directive lists them alternatively®*®. It
can be presumed that the implementing legislation and court practice on the subject-
matter will show actual application of the provision on corrective measures; howev-

394  See further discussion on the right of information in the Baltic legislation in infra § 5D.II.

395 See Explanatory Memorandum of the Commission’s Proposal for a Draft Enforcement Direc-
tive (2003), p. 19; also Mizaras et al., Implementation of EU Legislation in the Civil Laws of
Lithuania, pp. 146.

396 The Directive does not, however, make any difference if infringing goods or materials or im-
plements used in the creation or manufacture of those goods belong to the infringer or third
persons, as observed in Mizaras, Novelties on Regulation of Intellectual Property Rights Pro-
tection: Material Remedies without Compensatory Effect, p. 69.

397 Such measures are considered to be effective deterrents against pirates and counterfeiters
whose the only significant expense is often acquiring infringing implements and/or materials,
as commented in Correa, A Commentary on the TRIPS Agreement, p. 411; also Gervais, The
TRIPS Agreement: Drafting History and Analysis, p. 300.

398 As argued in Peukert/Kur, Stellungnahme des Max-Planck-Instituts der Richtlinie
2004/48/EG in deutsches Recht, p. 295.
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er, it can also lead to different implementation outcomes in different EU coun-
tries™”.

Furthermore, corrective measures, as follows from the title and the wording of
Article 10 of the Directive, are aimed at restoring the status before infringing activi-
ties occurred and they are to be carried out at the expense of the infringer, unless
there are reasons for not doing so (Article 10(2) of the Directive). It is also argued
that such measures can play a preventive, punitive, and even compensatory role in
practice®. Corrective measures which are harmonized by the Directive and also
embodied in the national IP legislation, as further examined, can be derived from
criminal type of confiscation of infringing good and (or) materials as well. The har-
monized provisions were, however, criticised as being applicable to all infringe-
ments of IP rights, instead of limiting the application of corrective measures to ob-
vious cases of counterfeiting and piracy only*’".

c) Injunction (Article 11)

Referring to Article 44 of the TRIPS Agreement, the measure aimed to prevent in-
fringing activities from being continued is embodied in Article 11 of the Enforce-
ment Directive under which:

“<...>where a judicial decision is taken finding an infringement of an intellectual property

right, the judicial authorities may issue against the infringer an injunction aimed at prohibiting
the continuation of the infringement.”"

Article 11 additionally constitutes a right to ask the national courts to issue such
injunction against the intermediaries whose services are used by third parties in-
fringing IP rights, e.g., internet service providers, hence, adding to Article 44 of the
TRIPS Agreement. It is considered to be a very important provision due to a number
of infringements of IP rights committed in digital environment nowadays. It conti-
nuous the harmonization practice in this field within the EU. The provision is to be
applicable without prejudice to a right to ask for such injunction which is constituted

399 It is also argued in Mizaras, Novelties on Regulation of Intellectual Property Rights Protec-
tion: Material Remedies without Compensatory Effect, p. 68, that the Member States should
list all alternative corrective measures. It is due to the fact that some of the countries have not
had a measure on recall from the channels of commerce, but definitive removal and destruc-
tions, which, accordingly, can not be considered new for them. On the implementing legisla-
tion regarding corrective measures and application of them in the Baltic court practice see
further discussion in infra § SF.II1.1.

400 See Mizaras, Copyright Law (Vol. II), pp. 277-280.

401 See Kur, Enforcement Directive — Rough Start, Happy Landing? P. 826.

402 Injunctions, as embodied in Article 11 of the Directive, do not cover preliminary injunctions
(or interlocutory injunctions as they are called in the Enforcement Directive) which are in-
tended to prevent any imminent infringement before deciding on the merits of the case and
regulated under Article 9 of the Directive on provisional and precautionary measures which is
further discussed in infra § SA.I11.2.c).
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in Article 8(3) of the Copyright Directive'”. Moreover, by virtue of Article 11, with
a view to ensuring compliance with the injunction issued, the Member States can,
but must not, adopt the provisions on application of penalty payments in cases of
non-compliance with the injunction*®*.

An application of an injunction, as formulated in Article 11 of the Directive, is a
preventive measure as far as prohibition of infringing activities, which already oc-
curred, are concerned*”. Notably, following the wording of Article 11, the courts
can, but must not issue an injunction406. The formulation is not clear, though, as re-
gards actual threat of infringing activities in the future which can necessitate a so-
called preventive claim*”’. On the other hand, by referring to Article 15 of the Ex-
planatory Memorandum by the Commission, also Recital 24 of the final text of the
Enforcement Directive, it can be interpreted that such injunction is also aimed at
preventing new IP rights infringements when there is a real threat that they can be

committed in the future*®®.

403 According to the referred Article 8(3) of the Copyright Directive, the Member States shall
ensure that the right holders can ask for an injunction against intermediaries whose services
are used by third persons infringing copyright or related rights.

404 Such penalty is provided in the Lithuanian Civil Code. Although such possibility to impose a
penalty can be applauded in terms of more effective implementation of the ordered injunc-
tion, however, it can be also seen as a punitive element which is not in compliance with the
concept of civil r<ns1:XMLFault xmlns:ns1="http://cxf.apache.org/bindings/xformat"><ns1:faultstring xmlns:ns1="http://cxf.apache.org/bindings/xformat">java.lang.OutOfMemoryError: Java heap space</ns1:faultstring></ns1:XMLFault>