Chapter 5 Collaborative IP Mechanisms’ Applications: Exploring
New Frontiers of Life Sciences

A. Patent Pools and Biotechnology: Legal and Business Considerations

A growing number of concerns have been raised about the impact of intellectual
property rights on biomedical innovation.**> Even if there are no systematic empiri-
cal studies on this point, there is a certain anecdotal evidence of fragmented patent
landscapes,**® echoing from highly focused public health cases such as malaria vac-
cine development.*’” Indeed, it has often been suggested that cooperative agree-
ments, as patent pools, where right holders agree to license their IP as a package,
may well be an expedient to overcome the outlined problem.*® The rationale for
such collaborative arrangements is quite simple: by clearing the way to freedom to
operate in a given technological field and by reducing the number of necessary ne-
gotiations to be undertaken by prospective third party licensees, transaction costs
can be lowered and technology transfers facilitated. Yet, despite their attractive po-
tential and the success of patent pools in other sectors, notably consumer electronics,
they remain largely untested in biotechnology. Therefore, this last part of our contri-
bution will be dedicated to the understanding and evaluation of the actual feasibility
and convenience of the implementation of patent pooling mechanisms in life
sciences.

The motivations for cooperation lay at hand: as IP portfolios of flourishing bio-
technology industries are taking shape, transactional costs of increasing technology
transfer can begin to account for a non-affordable portion of an average company’s
precious research and development expenditures. In fact, expensive negotiations,
and the threatening exposure to even higher potential litigation’s fees, constitute a
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serious economic inefficiency that may dislocate fundamental resources from the
“core-business” of biotechnology.

Given the complex and evolving dynamics of biotechnology research and devel-
opment, operating within an area of particularly dense patent production, the indus-
try’s reliance on cooperative market-based technology transfer mechanisms, as em-
bodied by patent pools or other private collective rights organizations, may be in-
evitable in the medium and long term. Having scrutinized the actual patent land-
scape as well as the prospective solutions, as diffusely outlined herein, the opportun-
ities for future success may depend on the prompt acceptance and calibrated imple-
mentation of such collaborative IP strategies.

However, the successful stereotype that has emerged in the electronic and com-
munication industries’’ cannot be blindly transposed as “successful receipt” and
implemented on a one-to-one basis in the biotechnology sector, because we ought to
take into due consideration the specific peculiarities that distinguish the latter from
the former. Indeed, a new, distinctive patent pool model may likely arise within the
life sciences domain showing particular features that are reflecting the different
business context. Hence, the question that remains to be answered is how the struc-
ture and organization of a biotechnology patent pool should differ from the general
model.

B. Pilot Experiences
L. Cases at Hand

In an attempt to provide a satisfactorily answer to the questions as to what extent
the patent pool mechanism can be applied to genetic inventions and whether such a
model may lead to the expected benefits, some illustrative “first hand” experiences
of patent pools, as recently undertaken - and have proven viable - in the field of life
sciences, will be reported.

1. Golden Rice

A seemingly instructive case on collaborative IP patterns of protection and on
successful negotiation through patent thickets emerged in the field of agricultural
biotechnology.*** The Golden Rice Project was born out of an initiative of the Rock-
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