I1. The Amending Act of 1891 and the Kongorot decision

The exemption refers only to food, but not to food-related processes.”® So substance
claims were excluded from patentability, but process claims were allowable under the
German Patent Act of 1877.

Parallel imports of food from countries where food-related processes were not
patentable could not be prohibited, as the scope of process patents did not extend to the
product directly obtained from the process. Switzerland did not have a patent system un-
til 1888 and chemical substances were not patentable until 1907 in the Swiss patent sys-
tem.* Consequently, there was no patent protection for food and chemical substances in
general. The circumvention of patented processes by imports from Switzerland was con-
sidered to be an enormous deficit.*

The deficits in the scope of protection of the German Patent Act of 1877 led to the
Amending Act of 1891, which increased the scope of protection of patents on food-relat-
ed processes as described below, but did not yet abolish the exemption. An expert com-
mission, the "Enquete in Betreff der Revision des Patentgesetzes vom 25. Mai 1877,"
was appointed to draft the Amending Act. The task was to improve and internationalize
the German Patent Act of 1877. The enquete commission focused on an extension of the
scope of process patents to include the product that was directly obtained from a patent-
ed process.* The discussion was concentrated on processes for chemical substances in
general. The abolition of the exemption to patentability of food, pharmaceuticals and
chemical substances was not discussed. The reasons for this omission have not been
traceable. The exemption was only negotiated in the context of improvement of process
patents.”’
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The Amending Act of 1891 extended the scope of process patents to the products direct-
ly obtained by such a process.*® Imports from countries that did allow process patents on
chemical substances, the so-called illoyal imports,* could finally be prohibited. Hence,
the scope of protection of patents on food-related processes was extended substantially.
Furthermore, the Amending Act of 1891%° codified a shift of the burden of proof regard-
ing the infringement of patents on food-related processes. Infringements of process
patents are generally hard to prove. This is especially the case for processes that result in
identical products. Until then, the burden of proof lay with the owner of a patent; it was
now shifted to the potential infringer. Thus the potential infringer of a patent on a food-
related process had to prove that the food product in question had not been produced by
the patented process.*' This was an improvement with respect to patent enforcement for
the patent owner.

Additionally, the Kongorot** decision of the Supreme Court of the German Empire, the

Reichsgericht, in 1889 closed gaps in protection by allowing patents on analogous
chemical processes. The Kongorot decision formed the basis for the patentability of the
so-called chemical-analogous processes. Food-related processes were patentable, when
they were new and based on an inventive step. Patents on processes that were known in
the art but led to new and valuable food were therefore not allowable. This gap in pro-
tection due to the exemption to patentability of food, pharmaceuticals and chemical sub-
stances caused the Reichsgericht to allow patents on chemical-analogous processes.
Patents were thus allowable for processes known in the art as long as they lead to valu-
able and non-obvious products.*® Von Kreisler pointed out that the Kongorot decision
was based rather on economic needs than on juridical logic.*

After 1891, patents on food were de facto obtainable. The exemption in the German Pat-
ent Act of 1877 thus was a formal exemption due to the Amending Act of 1891 and the
Kongorot decision that bypassed the exemption and paved the way for the patentability
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of food. Process patents for the production of substances that were excluded from
patentability provided a similar scope of protection as substance patents.* Such process
patents were consequently also referred to as "conditional" substance patents. Addition-
ally, patents on chemical-analogous processes were granted even if they were not new.
The Amending Act of 1891 and the Kongorot decision balanced the interests of both in-
ventors and those who feared the negative effects of an absolute protection of food.*®

I11. The patentability of food in the Amending Act of 1967

Reasons of public nutrition and health led to the exemption in the German Patent Act of
1877. Ninety years later, the exemption was removed in the German Patent Act of 1967,
as none of the prejudices against patents on food could be verified in practice. Conse-
quently, the exemption was no longer politically necessary, having become obsolete.

The abuse of patents on food for marketing purposes could not be prevented by the ex-
emption. In 1967, there was still unfair competition in food advertising even without
patents on food.*” The exemption to patentability of chemical substances could not justi-
fy the exemption because countries granting patents on chemical substances, like UK or
the U.S., were in good economic positions.**

All in all, there was no justification for the exemption.* The food sector was deprived of
substance patents as the most important tool to protect its inventions. Therefore the food
sector was discriminated against without substantial reasons.”® As a consequence, the ex-
emption was abolished by the Act of 1967 amending the German Patent Act.

The implementation of the European Patent Convention (EPC) caused a reform of the
German Patent Act in 1967. The draft of the EPC did not exclude food, pharmaceuticals
and chemical substances from patent protection.’' Its implementation into the German
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