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Zusammenfassung

Der breite Anwendungsbereich der Datenschutz-Grundverordnung
(DSGVO) und ihr Vorrang vor nationalem Recht stellen einige Heraus-
forderungen fur die Vereinbarkeit mit etablierten nationalen Gesetzen
in Bezug auf die kommerzielle Verwertung von Personenbildern zu
Werbezwecken dar. Es gibt ein Rechtsgebiet, das als Modell zur Veran-
schaulichung dieses Diskurses dienen koénnte, namlich Deutschland.

Die DSGVO soll die Kontrolle tiber personenbezogene Daten verbes-
sern, indem sie die personliche Autonomie im Privatrecht einschrinkt,
da die Einwilligung zunehmend als Instrument genutzt wird, um person-
enbezogene Daten unter dem Deckmantel der personlichen Autonomie
zu verwerten. Im Gegensatz dazu erkennt das deutsche Rechtssystem aus-
dricklich die vermogensrechtliche Komponente des Rechts am eigenen
Bild an und bestatigt de facto die Lizenzierbarkeit des Rechts am eige-
nen Bild, um dem unvermeidlichen und weit verbreiteten Markt der
Kommerzialisierung von personlichen Portrits zu begegnen. Daher wartet
ein interessanter Kontrast auf seine Erkundung. Sowohl das deutsche
Rechtssystem als auch die DSGVO verfolgen (teilweise) dasselbe Ziel,
namlich die Stirkung der informationellen Selbstbestimmung, und bei-
de sollen die weit verbreitete Kommerzialisierung der Personlichkeit bis
zu einem gewissen Grad bekidmpfen. Sie nutzen jedoch unterschiedliche
rechtliche Instrumente.

Bei nahezu identischen Anwendungsvoraussetzungen soll die DSGVO
dem deutschen Rechtsregime fiir die kommerzielle Verwertung von Perso-
nenbildern zu Werbezwecken vorgehen, wenn der Spielraum der DSGVO
(Art. 85 DSGVO) in diesem Szenario nicht anwendbar ist. Dies wirft
die folgenden Forschungsfragen auf: Wie wirde die DSGVO die kom-
merzielle Verwertung personenbezogener Bilder zu Werbezwecken regeln?
Sind die Konsequenzen praktisch angemessen und theoretisch gerecht-
fertigt? Schlielich scheint die Erzwingung instabiler Rechtsbeziehun-
gen zwischen betroffenen Personen und fir die Verarbeitung Verant-
wortlichen nicht den Bedurfnissen von Prominenten und Unternehmen
nach Zusammenarbeit zu entsprechen. Sollte die Regelung der DSGVO
in dieser Hinsicht nicht angemessen oder verninftig sein, konnte ein
Nebeneffekt sein, dass die deutschen Erfahrungen im Umgang mit der
Monetarisierung von personenbezogenen Daten fiir die DSGVO wertvoll
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Zusammenfassung

sind, um einen fairen Ausgleich zwischen den Interessen der Daten-
wirtschaft durch die Verwertung personenbezogener Daten und dem
Schutz natirlicher Personen vor negativen Folgen der Verwertung zu
finden. Insgesamt stiitzt sich der risikobasierte Ansatz der DSGVO auf
die Kliarung und Bewertung von Risiken in spezifischen Sektoren, und in
dieser Hinsicht bietet das KUG mehr als 100 Jahre Erfahrung auf dem
reifen Markt der kommerziellen Verwertung von Personenbildern zu Wer-
bezwecken.

Teil T schafft einen Rahmen, der erklart, wie das deutsche Rechtssys-
tem das Merchandising mit einer Aufteilung zwischen Vertrags- und De-
liktsrecht geregelt hat. Teil II untersucht die Anwendung der DSGVO
auf unerlaubtes Merchandising und Merchandising mit Einwilligung. Die
regulatorischen Unterschiede zwischen dem deutschen Ansatz und dem
Schutz, den die DSGVO bietet, werden in Teil III dargestellt. Vor diesem
Hintergrund bietet Teil IV Losungen in Form von de lege lata und de lege
ferenda fir die festgestellten Unstimmigkeiten. Teil V schliefSlich schliefSt
die Dissertation in 25 Thesen ab.

Da diese Dissertation darauf abzielt, konkrete Losungen fir ein sehr
praktisches Problem vorzuschlagen, sind Fallstudien unerlasslich. Daher
werden zu Beginn von Teil I mehrere deutsche Merchandising-Falle
aufgefithrt und im Laufe der Arbeit untersucht, da sie einen guten Aus-
gangspunkt fir den Vergleich verschiedener Rechtssysteme bieten. Einer-
seits werden durch die Wiederholung derselben Falle, die von deutschen
Gerichten im Rahmen der DSGVO entschieden wurden, Probleme im
Zusammenhang mit der Regulierung der DSGVO im Bereich des Mer-
chandising anschaulich dargestellt. So sind die Erkenntnisse tiber die Un-
vereinbarkeit zuverlassig und tberzeugend. Andererseits kénnen die in
Teil IV vorgeschlagenen Losungen in realen Fillen daraufhin Gberprift
werden, welche davon robust genug sind, um ein Regelungsergebnis zu
erzielen, das dem des deutschen Rechtssystems nicht nachsteht.

Um sicherzustellen, dass das Gesamtbild der deutschen Rechtsordnung
und der DSGVO nicht durch die ausfiihrliche Schilderung von Fillen
beeintrichtigt wird, wird in den ersten Kapiteln von Teil I und Teil II stets
eine historische und ausfithrliche Betrachtung der Rechtsprechung und
Literatur zu beiden Rechtsordnungen vorgenommen. Schlieflich ist die
Fallstudie nur ein Hilfsmittel, um die Regelungsunterschiede herauszuar-
beiten. Die Losungsvorschlige beruhen jedoch auf einem umfassenden
und vertieften Verstindnis der Grundsatze und Ziele der DSGVO und des
deutschen Rechts bei der Regulierung der Verarbeitung personenbezogen-
er Daten fiir Merchandisingzwecke.
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Introduction

1. The research questions

The GDPR’s broad scope of application and its supremacy over national
law present some challenges for the reconciliation with established nation-
al laws regarding the commercial exploitation of personal likenesses for
advertising purposes. There is one legal territory that could serve as a
model to illustrate this discourse, namely Germany.

The GDPR is devised to enhance one’s control over personal data by
limiting personal autonomy in private law as consent is increasingly used
as a tool to exploit personal data under the cloak of personal autonomy.
On the contrary, the German legal regime explicitly recognizes the pe-
cuniary components in the right to one’s image and de facto confirms
the licensability of the right to one’s image to cope with the inevitable
and widespread market in the commercialization of personal portraits.
Therefore, an interesting contrast awaits exploration. Both the German
legal regime and the GDPR (partly) are pursuing the same objective of
enhancing informational self-determination and they are both purported
to tackle the widespread commercialization of personality to some extent.
However, they take different legal instruments.

Upon almost identical conditions of application, the GDPR shall take
precedence over the German legal regime for the commercial exploitation
of personal images for advertising purposes if the leeway provided by
the GDPR (Art. 85 GDPR) is inapplicable in this scenario. It raises the
following research questions: How would the GDPR regulate the com-
mercial exploitation of personal images for advertising purposes? Are the
consequences practically appropriate and theoretically justified? After all,
forcing legal relationships between data subjects and controllers to become
extremely unstable does not seem to meet the needs of celebrities and
businesses to work together. If the GDPR’s regulation in this respect is
not appropriate or reasonable, a spin-off result could be that the German
experience in coping with the monetization of personal indicia is valuable
for the GDPR in striking a fair balance between the interests of the data
economy by exploiting personal data and the protection of natural persons
from negative consequences of the exploitation. All in all, the risk-based
approach adopted by the GDPR relies on the clarification and evaluation
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of risks in specific sectors, and in this respect, the KUG offers over 100
years of experience in the mature market of the commercial exploitation of
personal likenesses for advertising purposes.

2. Limiting the subject of the research and the terminology

To present a comprehensive yet focused picture of the discrepancy be-
tween the German legal regime and the GDPR in regulating the commer-
cial exploitation of personal images, the present research concerns itself
exclusively with the exploitation of the images of models and celebrities
for advertising purposes in Germany. This limitation would not weaken
the applicability of the argumentation because the German legal regime in
regulating the commercial exploitation of personal indicia is pioneered by
the regulation of the commercialization of personal images.!

It is well known that some German academic literature has used varied
terms to describe the commercialization of personal indicia for doctrinal
reasons.> However, more and more scholarship in Germany denotes an
appreciation of the term “merchandising” in order to be in line with the
rest of the world.> Merchandising, albeit not legally defined, is the most
popular and common term to describe the commercial exploitation of
one’s identity for advertising purposes around the globe. The most authori-
tative German commentary on personality rights refers to merchandising
in the widest meaning as “commercial exploitation of images, characters,
names and motifs from audiovisual works.”*

Despite some disagreements, this concept can be loosely summarized
as a collective term for a business practice that signifies commercial ex-
ploitation of personal indicia and fictitious characters in functional rela-

Lausen, ZUM, 1997, 86 (90); v. Gamm, Wettbewerbsrecht, Kapital 24 Rn. 17.

For instance, Beuthien and Schmolz, Personlichkeitsschutz durch Person-

lichkeitsguterrechte, S. 11, 27; Gatting, Personlichkeitsrechte als Vermogensrechte,

S. 266 - 267; Vacca, Das vermogenswerte Personlichkeitsbild, S. 165ff.; Loef, Medien

und Prominenz, S. 242ff.

3 Examples in Bichner, in Pfaff/Osterrieth, Lizenzvertrige: Formularkommentar, B.
VI. Merchandising License Agreement, 407 ff.; Schertz, in Loewenheim, Handbuch
des Urheberrechts, Merchandising Vertrige, §79 para.6; McCarthy and Schechter,
The rights of publicity and privacy, § 10:50.

4 Castendyk, in Gotting/Schertz/Seitz, Handbuch Personlichkeitsrecht, § 35 para. 36.

(SRS
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2. Limiting the subject of the research and the terminology

tion to promoting sales regarding commodities/services.” While character
merchandising that solely concerns fictitious characters in fairytales and
cartoons is no less significant than personality merchandising that exploits
personal identities, such as one’s images, names, voices, and slogan,® this
research devotes exclusive attention to personality merchandising spurred
by the presumption that the GDPR provides sweeping and much stronger
protection for personal data than the German legal status quo.

The present research chooses the term “merchandising” not only be-
cause it vividly describes the process of turning personal indicia into vari-
ous merchandise, but also because of its simplicity and lucidness. In this
wise, the research can present a candid and internationally unambiguous
discourse on the substantive rules and gap(s) between the German legal
regime and the GDPR in respect of personality merchandising. Moreover,
as mentioned above, the present work does not intend to offer an overall
discussion about personality merchandising but only focuses on the right
to one’s image. Therefore, the term merchandising is defined in a much
narrower sense to indicate the secondary exploitation solely of personal
images.

It is necessary to delineate the right to one’s image in Germany — the
legal basis of merchandising defined in this work — from the right to
publicity in the US. The latter seems, at first sight, quite similar to the
German legal position since they both contain commercial value and are
exclusive rights as well as licensable. However, the right to publicity is
a property right and covers all merchandising objects in various forms,’

S Schertz, Merchandising, para. 1; Schertz and Bergmann, in: Ruijsenaars, Character
Merchandising in Europe, 127; Bichner, in Pfaff/Osterrieth, Lizenzvertrige: Formula-
rkommentar, Rn. 1151 and 1139; The Cambridge Dictionary explains merchandis-
ing as “products connected with a popular film, singer, event, etc., or the selling of
these products”, <https://dictionary.cambridge.org/dictionary/english/merchand
ising>; WIPO defines merchandising of character as “the adaptation or secondary
exploitation, ..., of the essential personality features (such as the name, image or
appearance) of a character in relation to various goods and/or services with a view
to creating in prospective customers a desire to acquire those goods and/or to
use those services because of the customers’ affinity with that character”. Bureau,
Character Merchandising, 1994, at 6.

6 Ruijsenaars, Character Merchandising, S.12f.; The Walt Disney Company as the
pioneer in character merchandising business has a turnover of about 57 billion US
dollars in 2016, see Brandt, Merchandising ist ein Milliardengeschift, at https://de.s
tatista.com/infografik/11520/die-zehn-groessten-merchandising-lizenzgeber/.

7 Haelan Labs., Inc. v. Topps Chewing Gum, Inc. 202 F.2d 866 (2d Cir. 1953), 868;
Melville, 19 Law and contemporary problems 203 (1954).
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while different personality rights regulate different merchandising objects
according to corresponding legal statutes in Germany.?

There are three typical forms of merchandising.” One is to use merchan-
dising objects — personal pictures — as commodities per se to allure fans to
demonstrate their affection and support for their beloved celebrities. The
memorabilia are normally highly substitutable products such as posters,
mugs, T-shirts, etc., and their substantial value stems from celebrities’
images. In doing this, manufacturers, celebrities, and fans get a triple-win
situation by achieving their objectives (i.e., promoting sales, increasing
publicity, and expressing self-emotions and identity). This is merchandis-
ing in a narrow sense in the US.'% Another form of merchandising is to
register or use one’s images as trademarks or trade names. This situation,
albeit not uncommon, is generally excluded from this research because
it is more entangled with the trademark law than personality rights.!!
The last genre of merchandising is to use personal icons for advertising.
Characterized by image-transfer, merchandising objects are used as role
models or endorsements to create a persuasive effect on influencing con-
sumer decisions. Nowadays, thanks to the advancement of the attention
economy,'> more and more merchandising objects are simply used as
attention-grabbing devices (Blickfang) without an effort for persuasion.!?
All in all, both approaches lead to an incentive to consumption.

8 §12 BGB stipulates the right to one's name, while §§22-24 KUG explicitly pro-
vides the scope, conditions, and limitations of the right to one's image. The
merchandising objects of personal indicia besides their names and images have
to resort to the general personality right (das allgemeine Personlichkeitsrecht) based
on Section 823 I BGB and art. 1 and 2 GG. The general personality right is
developed by the judiciary after the World War II, and stems from the funda-
mental principles of the untouchable human dignity in art. 1 GG and the free
development of personality in art. 2 GG.

9 Schertz and Bergmann, in: Ruijsenaars, Character Merchandising, 127 (128£.).

10 See ETW Corp. v. Jireh Publ’g, Inc. 332 F.3d 915, 922 (6th Cir. 2003); See
Dougherty, 27 Colum. J.L. & Arts 1 (2003), at 62; Dogan and Lemley, 58 Stan-
ford Law Review 1161 (2006), 1176 et seq.

11 In early days, the right of trade names was regarded as a personality right but
nowadays it is regulated entirely in the German Trademark Law (Markengesetz)
in §§7, 27 I MarkenG. See RGZ 9, 104 - Befugnis des Konkursverwalters zur
Verduflerung der Firma des Gemeinschuldners, 105 f.; RGZ 69, 401 - Nietzsche-
Briefe, 403.

12 See Franck, Okonomie der Aufmerksamkeit, S. 115ff.; Loef, Medien und Promi-
nenz, S. 88f.

13 OLG Miinchen, 25.6.2020 — 29 U 2333/19 - Blauer Pltschelefant; BGH, GRUR
2013, 196 - Playboy am Sonntag,.
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Given the prevalence of social networks nowadays, one does not have to
be a person par excellence'* to make his or her identity valuable for advertis-
ing agencies. As the vision of “making your customers your marketers” has
turned into the golden rule of the new Internet business,!S the use of one’s
likeness in advertising is no longer the preserve of celebrities.'® While this
user’s merchandising scenario is intriguing and is increasingly thriving, it
differs from the merchandising defined above in many ways (Part I Section
2.1.3). Therefore, users’ merchandising is excluded from this dissertation.
It may be employed now and then to address the difference between the
self-sufficient models and average internet users who are suffering from in-
formation and power asymmetry against online platforms.

3. The current state of research regarding the regulation of the GDPR in
merchandising

There are three monographic works that offer excellent results for some
parts of the present research: the works of Barath, Bienemann, and Voigt.
Based on a critical appraisal, the present research provides a reflection on
their findings to some extent.

Barath develops a general dogmatic framework on the contractual dis-
position of personality rights to respond to real-world needs — in partic-
ular regarding the commercialization of sportsmen and sportswomen.!”
By analogy with the transfer of rights of use in copyright law, the legal

14 There is a list of occupations that are candidates for persons par excellenc, such as
religious figures, politicians, athletes, artists, musicians, and business executives,
summarized by German scholars, see Strobl-Albeg, in: Wenzel, Burkhardt, Gamer,
Peifer and Strobl-Albeg, Das Recht der Wort- und Bildberichterstattung, § 8 Rn. 11.

15 Quoting from Facebook COO Sheryl Sandberg, see Fraley v. Facebook, Inc. 830
F. Supp. 2d 785, 808 (N.D. Cal. 2011), para. 792.

16 More and more ordinary people’s likenesses are involved in advertisements re-
cently. In Germany, an employee asked his former employer to stop showing the
promotional video of the company that includes him on the company website.
See BAG, GRUR 2015, 922 - Veréffentlichung von Arbeitnehmer-Bildnissen zu
Werbezwecken; A hair salon published an advertising video clip on its Facebook
fan page staring by a customer who was neither a professional model nor some-
one famous. See LG Frankfurt am Main, 3.09.2018 - 2-03 O 283/18 - Friseursalon.
In the US, similar lawsuits brought up by ordinary people are common. See
Fraley v. Facebook, Inc. 830 F. Supp. 2d 785, 808 (N.D. Cal. 2011); Perkins v.
LinkedIn Corp. 53 F. Supp. 3d 1190 (2014).

17 Barath, Kommerzialisierung der Sportlerpersonlichkeit, S. 25ff.
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concept of the “license of personality” is developed and embedded in
the general dogmatics of civil law.!® This study’s empirical analysis of
various types of commercial contracts (advertising, sponsorship, sales of
fan products, and agency-agreements) within the sports sector provides
meaningful research material for the present study. It helps to analyze the
specific rights and obligations of contracting parties (the marketer on the
one hand and the holder of the rights of personality on the other hand) in
comparison with the rights and obligations under the GDPR.

Bienemann examines whether digitalization has triggered a need for a
reform of the KUG on the premise of the unrestricted applicability of
the KUG alongside the GDPR due to the optional general opening clause
(fakultative allgemeine Offnungsklausel) of Art.85 (1) GDPR." In this re-
spect it relates to the current study. Bienemann’s conclusion that the GDPR
itself and its legislative history are inconclusive and intentionally ambigu-
ous as to the nature of Article 85 (1) GDPR is largely agreed upon by the
present research.?’ However, in the absence of an explicit notification by
the Member State (art. 85 (3) GDPR), this paper argues for a more cautious
approach that excludes the purely commercial exploitation of personal
portraits (advertising, sales of fan products, etc.) — merchandising — from
the scope of Art. 85 GDPR.?!

The work of Voigt, unlike the above-mentioned two studies, researches
a sheer question of the GDPR, namely the extent to which consent in
the data protection law achieves the goals it sets out.?? While her answer
and suggestions largely focus on how to improve the informational self-de-
termination envisioned by the GDPR - facilitating fully informed and
truly free consent, her discourse on the digital economy and the need
to dispose of economic elements embedded in personal data provides
inputs for the present study.?? Given that the present thesis maps out the
challenges (and impediments) that the GDPR’s consent model poses to the
established commercial practice of personality merchandising, it searches
for a solution of the possible incompatibility between the GDPR and the
practice instead of improvements of the GDPR’s efficiency.

18 Ibid., S.27.

19 Bienemann, Reformbedarf des Kunsturbebergesetzes im digitalen Zeitalter, S. 17ff.

20 Ibid., S.71.

21 Instead, Bienemann argues for a continued application of the KUG (lex specialis)
under the GDPR provided on an extensive reform of the KUG. Ibid., S. 242ft.

22 Voigt, Die datenschutzrechtliche Einwilligung, S. 38.

23 Ibid., S. 489ff.
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4. Methodology and structure of the dissertation

Part I builds a framework that explains how the German legal regime has
regulated merchandising with a division between contract and tort law.
Part II explores the application of the GDPR to unauthorized merchandis-
ing and authorized merchandising. The regulatory differences between the
German approach and the protection provided by the GDPR are reflected
in Part III. Against this backdrop, Part IV offers solutions in manners of de
lege lata and de lege ferenda to the identified inconsistencies. Part V, finally,
concludes the dissertation in 25 theses.

Given that this dissertation aims to propose concrete solutions to a very
practical problem, case studies are essential. Therefore, several German
merchandising cases are listed at the beginning of Part I and studied
throughout the thesis because they serve as a good standpoint for compar-
ing different legal regimes. On the one hand, by revisiting the same cases
decided by German courts under the GDPR, problems revolving around
the regulation of the GDPR on merchandising present themselves vividly.
In this wise, insights into the incompatibility are reliable and convincing.
On the other hand, the solutions proposed in Part IV can be tested in real
cases to see which one is robust enough to provide a regulatory result that
is not inferior to that of the German legal regime.

To ensure that the whole picture of the German legal regime and the
GDPR is not compromised by the recount of cases in great detail, a his-
toric and extensive reflection on the case law and literature regarding both
legal regimes is always presented in the first chapters of Part I and Part
II. After all, the case study is merely a tool for pinpointing the regulatory
differences. The proposal for solutions, nevertheless, relies on a compre-
hensive and in-depth understanding of the principles and objectives of
the GDPR and German law in regulating personal data processing for
merchandising purposes.
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Part I Substantive legal protection for merchandising in
Germany

1. Introduction

Part I builds a framework that explains how the German legal regime has
regulated merchandising with a division between unauthorized merchan-
dising under tort law and authorized merchandising under contract law.
While advertising using celebrities’ names and likenesses seemed hack-
neyed, its legal regulation in Germany underwent some critical changes.
The legal recognition of authorized merchandising, in particular, has not
yet been explicitly recognized by the German Supreme Court even now.
Therefore, a chronological description of the case law is necessary to pave
the way for articulating the judgments of the selected cases that serve as the
connection point for comparing the German legal regime and the GDPR.

Chapter 2 recounts the German legal protection of the right to one’s
image against unauthorized merchandising and the implementation of
remedies for such tortious infringements in light of the case law and litera-
ture. Subsequently, the clickbait case illustrates how the guidelines distilled
by German courts were upheld in the network environment. Admittedly,
the clickbait case is not as classic as the Pawul Dahlke case. However, as
it reflected a new application of merchandising that may become increas-
ingly common, an in-depth study of this case under the GDPR is more
informative in the long-term perspective.

The clickbait case?*

The defendant owns a TV magazine and operates a related website. To boost
the number of hits, the defendant published portraits of four well-known TV
moderators and titled the pop-up window “One of these presenters has to
retire from the public due to cancer.” Therefore, internet users are intrigued
to click the link/portraits to find out which of the four moderators was meant
by the title. The plaintiff was one of the other three who were not suffering
from cancer and required the defendant to stop showing his likeness in the
advertisement and damages.

24 BGH, GRUR 2021, 636 - Clickbaiting.
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Chapter 3 completes the framework by discussing merchandising under
contract law. Since it is not the objective of this research to discuss
the permissibility of merchandising from legal philosophy and policy
perspectives, it merely examines the legal recognition of merchandising
agreements in light of judiciary decisions with a necessary reflection on
scholarly literature. Two cases are significant in providing a standpoint
for the subsequent contrast with the GDPR: the landlady case and the
company-advertising case.

The landlady case?
The plaintiff, a well-known model/actress, had a series of nude photos taken
by one of the defendants, the photographer. Although the plaintiff admitted
in the court that she authorized the photographer to permit magazines
operated by the other defendants to publish the series of photos without an
explicit limitation on duration, she would like to revoke the consent and
require the defendants to cease publication.

The company-advertising case?®

The defendant operated an air conditioning company and wanted to make
a promotional film for bis company. By signing his name on a list, the plain-
tiff agreed that film recordings by him “may be used and broadcast” for free
as part of the defendant’s public relations work. In the company-advertising
film available on the company’s internet homepage, the plaintiff was shown
for several seconds. After the business relationship ended, the plaintiff sent a
lawyer letter to revoke bis “possibly” granted consent to use his tmages and
request the defendant remove the video from the company’s homepage.

Practical issues about merchandising agreements are also articulated in
detail including the taxonomy of merchandising contracts, the advantages
of varied contracts, and the contractual rights and privileges for the person
depicted.

At last, Chapter 4 presents the findings in previous Chapters awaiting
the comparison with the regulation offered by the GDPR.

25 OLG Miinchen, NJW-RR 1990, 999 - Wirtin.
26 BAG, GRUR 2015, 922 - Veroftentlichung von Arbeitnehmer-Bildnissen zu Wer-
bezwecken, Rn. 1-3.
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2. Merchandising under tort law
2.1 The law against unauthorized merchandising
2.1.1 The right to one’s image in German law

As a specific personality right codified in 1907, the right to one’s image
was purported to close a regulatory loophole without delaying the histori-
cal birth of the BGB.?” Even though most of the KUG was abolished after-
wards, provisions for the right to one’s image have remained effective for
over 100 years. § 22 KUG protects every natural person against disseminat-
ing or exhibiting his or her portraits without consent. § 23 KUG limits this
extensive ambit to a justified scope. §§ 37 KUG et seq., additionally, grant
specific remedies for the depicted person to destroy the illegal depictions
as well as the device for such production upon conditions.?$

With the assistance of abundant cases, the right to one’s image has kept
pace with technological advancements. Firstly, German courts confirm
that personal portraits in § 22 KUG cover every type of image if the repro-
duction of the external appearance of a natural person is recognizable by
friends and relatives.?’ Besides, Germany promotes an extensive interpreta-
tion of public presentation (dffentliche Zurschaustellung) and dissemination

27 Vgl. Helle, Besondere Personlichkeitsrechte im Privatrecht, S.45; In the BGB,
there are statutory provisions to protect one’s life, body, health, freedom of
movement, and name against violations. This limited protection of personality
soon presented a deficiency in protecting one’s likenesses even before the BGB
came into force shown in the case of Bismarck auf dem Totenbett in 1899. Two
journalists sneaked into Bismarck’s ward and photographed his appearance after
death. The image of the thin and weak man formed a strong visual contrast with
the glory of the “Iron Chancellor”. Every German was shocked. The court felt
compulsory to condemn this highly offensive act but lacked the necessary basis
in positive law to prohibit the publication and dissemination of the photos as
the journalists were the copyright holders. See RGZ 45, 170 - Bismarck auf dem
Totenbett.

28 There are other effective provisions in the KUG. For instance, § 24 KUG grants
exceptions to the right of images mainly for public authorities, §§ 42-44, 48 and
50 KUG offer a more detailed description of the remedies associated with this
right.

29 BGH, GRUR 1958, 408 - Herrenreiter, 409; BGH, GRUR 1962, 211 - Hochzeits-
bild, the first Guideline; BGH, GRUR 1979, 732 - Fuf$balltor, 734; BGH, GRUR
2000, 715 - Der blaue Engel, 717-718; Dreier and Spiecker Déhmann, Die systema-
tische Aufnahme des Straflenbildes, S. 39 f.
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(Verbreitung).>® Dissemination extends from physical transfer to a digital
change of control.3! In this wise, online sales of fan products, using person-
al photos as a clickbait, and uploading advertising into fan pages in social
platforms are falling under the scope of the prohibited acts in §22 KUG
when they are committed without consent.??

While the statute of the right to one’s image provides clear constitutive
elements of an infringement and thus certainty in judiciary decisions,
intrusive behaviors such as (re)producing, storing, and uploading personal
photos into the Cloud without public display are not covered by §22
KUG.3 It is also controversial whether this right is applicable when the
identifier is not one’s appearance.>* Against this backdrop, the general per-
sonality right (das allgemeine Personlichkeitsrecht), born in the judiciary,’
has a shining résumé in closing statutory loopholes and completes all-em-
bracing protection of personality.3¢ Although the general personality right
is not codified in the BGB due to valid legal and practical reasons,? it,

30 LG Oldenburg, NJW 1988, 405 - Grillfest, the second Guideline; OLG Diissel-
dorf, 23.07.2013 - [-20 U 190/12 - Veroffentlichung von Fotos im Pop-Art-Stil,
Rn. 18; OLG Hamburg, ZUM 2017, 517 - Haftung eines Onlineshop-Betreibers,
para. 42.

31 Specht in Drezer/Schulze, Urheberrechtsgesetz, § 22 KUG Rn. 9.

32 Einwilligung is the term used in §22 KUG, and it is dictionary translation is
consent. It, in its broadest meaning, can cover varied labels in different scenarios
such as license in copyright law, free revocable consent in medicine law, autho-
rization in a contractual relationship, and simple permission in daily life. The
maxim volenti non fit iniuria in civil law underlining these various labels suggests
the fundamental legal principle that a natural person is allowed to dispose of his
or her interests and rights. See, Ohly, "Volenti non fit iniuria": die Einwilligung
im Privatrecht, S. 63, 54-58; Ingman, 26 Jurid. Rev. 1 (1981), at 2.

33 LG Heidelberg, MMR 2016, 481 - Zulissiges Hochladen von Fotos in eine Cloud,
para. 30f.

34 OLG Koln, GRUR 2015, 713 - Doppelgiangerwerbung, the Guideline.

35 See BGH, GRUR 1955, 197 - Leserbrief, the Guideline; BGH, NJW 1965, 685
- Soraya, 687. An articulation of developments of the general personality right,
see Ebmann, in: Stathopulos, Festschrift fiir Apostolos Georgiades zum 70. Geburtstag,
S. 113ft.

36 BGH, GRUR 2009, 150 - Karsten Speck, Rn. 43 und 26f.; BGH, GRUR 1957,
494 - Spatheimkehrer, the 3. Guideline; BGH, GRUR 2016, 315 - Sexfotos vom
Ex-Partner, Rn. 40; Lettmaier, JA, 2008, 566.

37 A detailed introduction of the dispute about the incorporation of the general
personality right into the BGB, see in Forkel, Das allgemeine Personlichkeitsrecht
— Betrachtung einer fiinfzigjihrigen Entwicklung der Personlichkeitsrechte im
deutschen Privatrecht, S. 9ff.; On the topic about the reasons against the incorpo-
ration of the general personality right into the BGB, and the strong resistance by
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as a frame right (Rahmenrecht), is complementary for statutory personality
rights, such as the right to one’s image.

The ambit of §22 KUG is extensive as it seems to grant individuals
absolute control over their likenesses. § 23 (1) KUG, at this point, provides
four exceptions to § 22 KUG. However, since the exceptions are also broad
and abstract to some extent, § 23 (2) KUG requires a balancing of interests
when an exception is available in the case. Therefore, courts must weigh
the legitimate interests of the person depicted against the counter values
gained by such interference concretely. Thus, the unwitting exploitation of
the image, albeit meeting the exception in §23 (1) KUG, is proportionate.
The purpose of the balancing test is to ensure that the exercise of freedom
of expression, art, and information does not come at the expense of the
core interests of the right holder.

In summary, the clear boundary of the right to one’s image enables
the codification, while sometimes the general personality right with the
flexible characteristic is necessary for the protection of personality. The
judiciary and scholars work in tandem on interpreting and developing the
statutory provisions in §§22 and 23 KUG so that they still provide wvires
for personality protection against technological and societal changes after
more than one century.

2.1.2 The case law of unauthorized merchandising

The Paul Dablke case is the trend-setting case in Germany regarding unau-
thorized merchandising. Before it, two major decisions delivered by the
highest court in Germany both suggested a narrow understanding of the
protective interest of the right to one’s image, namely the moral interests.38
Thus, celebrities, the people from the sphere of contemporary history,
were virtually deprived of protection for using their likenesses in public.

In the Graf Zeppelin case in 1910, which is a typical merchandising case
in today’s perspective, the court considered that any “sensitive person” (ezn
feinfiibliger Menschen) would feel morally damaged (moralisch geschidigt) by

the media and press against the legislative bill of the Federal Government in 1957
for another attempt to incorporate the general personality right into the BGB.
See Ehmann, in: Canaris, Festgabe 50 Jahre Bundesgerichtshof, 613 (614 und 615f.).
38 The results for unauthorized merchandising were inconsistent. See Gotting, in
Gotting/Schertz/Seitz, Handbuch Personlichkeitsrecht, § 2 Rn. 25.
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commercial exploitation of his name and portraits with certain goods.?®
This consideration contradicted to the fact because Zeppelin himself was
not feeling mentally aggrieved at all and eager to merchandise.*’ Perhaps
being aware of the huge discrepancy between vision and reality, the RG
recognized that there was no moral damage for the person depicted and
thus denied protection for a famous football player in the Tull Harder
case.*! Not only did this thesis resemble closely the right of privacy in
the US the only protects a natural person against moral damages, but also
rendered almost all merchandising involving celebrities lawful because
celebrities usually make a living through publicity: They do not object
to merchandising itself, but only to the fact that they cannot get paid
accordingly.

In the 1950s, the BGH faced an unauthorized merchandising case again.
In the Paul Dahlke case, in which the photos of a famous German actor
had been used in advertisements for a motorcycle. The BGH concluded
that such merchandising practice, which was motivated by purely com-
mercial interests and pursued sales increase, was excluded from the excep-
tion in § 23 KUG.#* According to the systematic reading of §23 (1) (a) and
(2) KUG, the freedom of personal depiction belonging to contemporary
history should have an inherent limitation, namely the depiction must
present public interests in accessing that information. The BGH argued,
on the one hand, it must be left to the individual to decide freely whether
he or she wished to use images as an inducement to purchase goods based
on the Graf Zeppelin case. On the other hand, this “natural consequence
of his personality right” must be balanced with the general public’s need
for information.* The BGH concluded that the advertising in the Pau/
Dabhlke case lacked the information value compared with the Tull Harder
case since the picture of Paul Dahlke had been exclusively used as an in-
centive for consumers to buy the goods through “image transfer”.** Thus,
unauthorized merchandising violated the free decision of the individual

39 See RGZ 74, 308 - Graf Zeppelin.

40 The plaintiff had authorized another tobacco company to register his name and
portraits as its trademarks against a license fee. See Gotting in Gotting/Schertz/
Seitz, Handbuch Personlichkeitsrecht, § 2 Rn. 23.

41 See RGZ 125, 80 - Tull Harder, 82f.

42 BGH, GRUR 1956, 427 - Paul Dahlke.

43 Ibud.

44 Ibdd., 430.
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about whether to make his image an inducement for purchasing goods
without a justified reason.*

On the surface, the BGH reached a convincing verdict in the Paul
Dabhlke case without dismissing the previous case law. In essence, it indicat-
ed a changed mindset that the right to one’s image also protects economic
interests besides the moral ones.* By viewing the quid pro quo relation-
ship between the exploitation of celebrities” indicia and consideration
as a norm, the BGH asserted that unauthorized merchandising was “an
inadmissible encroachment on the depicted person’s economic exclusive
right” in the Paul Dahlke case.*” Thus, unauthorized merchandising also
impinged the free decision of the individual as to whether and in what
way he or she wished to make images serviceable for the business interests
of third parties.

Ever since the Paul Dahlke case, German courts have ruled unauthorized
merchandising cases by the same token. Solely commercial interests of
the third party, as in general merchandising scenarios, are subordinated to
the personality interest protected by the right to one’s image because the
person depicted has the right to self-determination about whether, when,
and how his or her persona is exploited as incentives for consumers to
purchase goods/services.*®

The underlined rationale of this guideline forecasted the stance taken
by the ECtHR in the case of von Hannover v Germany.® In fact, it is
a valid opinion that the proposition of the ECtHR simply brought the
implicit protective purpose purported in §23 (1) (a) and (2) KUG to the

45 Ibid.

46 Gotting, Personlichkeitsrechte als Vermogensrechte, S.49f.; Specht in Dreier/
Schulze, Urheberrechtsgesetz, Vorbemerkung § 22 Rn. 1; BGH, GRUR 1968, 552
- Mephisto, 555; BGH, GRUR 2000, 709 - Marlene Dietrich, Rn.27; The previ-
ous understanding that this right protected the right to honor, or privacy is
overturned by valid arguments. See Dasch, Die Einwilligung zum Eingriff in das
Recht am eigenen Bild, S. 10ff.

47 BGH, GRUR 1956, 427 - Paul Dahlke, 430.

48 For instance, see BGH, GRUR 1979, 732 - Fuf3balltor; BGH GRUR 1992, 5§57
- Talkmaster; BGH GRUR 2000, 71SBGH, GRUR 2000, 715 - Der blaue Engel;
OLG Hamburg, ZUM 2004, 309 - Oliver Kahn; BVerfG, GRUR-RR 2009, 375 -
Sarah Wiener; OLG Ko6ln, MDR 2020, 112 - das Traumschiff, confirmed by the
Supreme Court in BGH, GRUR 2021, 643 - Urlaubslotto.

49 ECtHR, von Hannover v Germany (no 2), Application No. 40660/08 and
60641/08, § 102.
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forefront,*® since the public role played by the person depicted is not and
never was a determinant but merely a factor in an overall assessment.
Therefore, the guideline distilled in the Pau/ Dahlke case remains effective
after the case of von Hannover v Germany.>!

2.1.3 Cases at the margins

Merchandising, seemingly hackneyed, is full of surprise. Some merchan-
dising might contribute to a debate of public interest in society as it ful-
fills the public’s need for information (Informationsbediirfnis),* or revolves
around self-promotion of the press;’> Some may infringe moral interests of
the person depicted more prominently.* While the lawfulness of the first
category must be assessed in a concrete manner due to the public interest

50 Vgl. Obly, GRUR Int, 2004, 902 (905). It argues that there were some apparent
misunderstandings by oversimplifying the German legal protection for the right
to one’s image from the ECtHR’s perspective.

51 The new approach adopted by German jurisprudence, the graduated protection
(abgestuftes Schutzkonzept), essentially integrates the last two steps - the rebut-
table exception and a subsequent balancing test - into one overall assessment
rather than replacing them. Instead to cite many, see BGH, GRUR 2007, 523 -
Abgestuftes Schutzkonzept L.

52 Cf. Zagouras, 11C, 2011, 74; Gotting, GRUR Int, 2015, 657; Andersen, Gesellschaft-
spolitische MeinungsaufSerungen in der Werbung, S.166ff.; See BGH, GRUR
2007, 139 - Rickeritt des Finanzministers, para. 20. The court found that the
satiric statements involving celebrities did not allude misleading or wrongful
indication of an image transfer or endorsement, but since the advertisement
depicted a recent public event in “a satirical and mocking manner” (in satirisch-
spottischer Form), it served public’s need for information intentionally; similar
cases see BGH, GRUR 2008, 1124 - Zerknitterte Zigarettenschachtel; BGH, WRP
2008, 1527 - Dieter Bohlen.

53 Despite the commercial nature of such an advertising campaign, the press privi-
lege it enjoys and the public interest in promoting and boosting newspaper sales
per se cannot be generally ruled out. So, courts tend to assess details in contexts
and exercise a balancing test between the public interest in having the informa-
tion against the concerned personality interests. See OLG Koln, AfP 1993, 751
- Kundenzeitschrift, Rn.25; BGH, NJW-RR 1995, 789 - Chris Revue. 790-791;
BGH, GRUR 2009, 1085 - Wer wird Millionar, para.27; Lettmaier, WRP, 2010,
695 (701); Ladeur, ZUM, 2007, 111.

54 See BGH, GRUR 1958, 408 - Herrenreiter; BGH, GRUR 1959, 430 - Caterina
Valente; BGH, GRUR 1962, 105 - Ginsengwurzel; BGH, GRUR 2007, 139 -
Rackeritt des Finanzministers.
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conveyed by the merchandising,’’ the latter merely proves, from the other
direction, that the right to one’s image contains moral and property inter-
ests simultaneously (more details in Section 2.2.1). Moreover, they do not
prejudice the distilled guideline for unauthorized merchandising: in the
absence of information interest, one has the sole right to decide whether
to make own images as an incentive for merchandise, regardless of his
or her social role. As they are rather exceptional cases in merchandising,
an overemphasis on these cases would lead to a weakening of the topic
of this research. It is necessary to forgo the complex between freedom of
expression and the right to one’s image and data protection to avoid un-
warranted discussion about applicability issues arising from Art. 85§ GDPR.
Thus, merchandising of the focus of this research is the one-sidedness of
economic exploitation of the personality.

Another questionable scenario is users’ merchandising. It depicts the
trend that more and more ordinary people participate in promoting the
platforms’ own business or third parties’ services/goods via functions like
fan pages and the “Like-button” on social platforms such as Facebook, In-
stagram, and Tiktok.5¢ Enlightened by “making your customers your mar-
keters”, the strategy of inviting ordinary people to advertise is promised
with success because it highlights a new kind of influence, namely credibil-
ity, affinity, and closeness to life. A leveling-down in merchandising seems
to be ongoing and calling for attention.”’

On the one hand, the right to one’s image in Germany protects every-
one. As users’ merchandising is by no means a bad business given the fact
that users usually get consideration against such commercial exploration
such as coupons, free WLAN services, or generally “free” services provided
by the platform,’® the commercial exploitation of portraits of ordinary
people implies that their portraits contain some economic value that has
been attributed to the person depicted by law. In this wise, the jurispru-
dence regarding celebrity’s merchandising, on which this dissertation fo-
cuses, appears to be applicable here. The economic value of one’s likeness
is to be calculated based on the market mechanism, i.e., supply and de-

55 Vgl. Gorting, GRUR Int, 2015, 657 (663).

56 LG Frankfurt am Main, 3.09.2018 - 2-03 O 283/18 - Friseursalon; VG Hannover,
27.11.2019 - 10 A 820/19 - Fanpage einer Partei bei Facebook; Cf. 830 Fraley v.
Facebook, Inc. 830 F. Supp. 2d 785, 808 (N.D. Cal. 2011).

57 Pezfer, JZ,2013, 853 (854).

58 See Dancel v. Groupon, Inc. 940 F.3d 381, 383 (7th Cir. 2019).
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mand, instead of law.>® On the other hand, most merchandising cases con-
cern famous people. The more prominent the person is, the more likely
his or her image is used in connection with goods and/or services as an
attention-grabbing or image-transfer device for advertising purposes. More-
over, users’ merchandising differentiates from merchandising of celebrities
in respect of means, context, purpose, effects, and the dynamic between
the participants.® Firstly, internet users, unlike celebrities, are in a signifi-
cantly weaker position relative to the platform. For one, they usually do
not understand the business logic of merchandising, nor are they aware of
the commercial value of their images. Thus, internet users usually allow
the platform to use their images to promote products/services for free un-
consciously. Second, neither the platform nor the user expects or needs a
stable partnership. The promotion/invitation sent by the user to his or her
friends is often instantaneous, and the friends do not bind the user to the
product/service in a way that is similar to the strong connection between
a celebrity and the endorsed product. Thirdly, users’ merchandising allows
the platform to access users’ social relationships and thus establish social
graphs of them. It means significantly more personal data than images are
open to platforms, which needs to be scrutinized according to the content
and nature of the personal data. Fourth and most importantly, users have
different purposes than celebrities in merchandising. In social networks,
the impulse and expectation of ordinary users to share information may
include commercial interests, but they are generally not the main purpose.
Social needs and personality expression are the mainstream.

A direct application of the jurisprudence regarding merchandising de-
fined in this dissertation in users’ merchandising is likely to ignore these
differences. In terms of unauthorized merchandising, as noted in the third
point above, this approach can leave out the additional damages for, say,
intrusion to privacy.®' In the case of authorized merchandising, more
incompatibilities are evident in light of all points argued above. Therefore,

59 The statement of Nzmmer also indicates the same rationale that damages should
be dependent upon the “value of the publicity appropriated”. See Melville, 19
Law and contemporary problems 203 (1954), at 217.

60 Different opinion, See Bruni, 41 CARDOZO LAW REVIEW 2203 (2020).

61 There is an interesting case in China in 2019. The user claimed that Tiktok
had illegally pushed marketing information to his friends in his contacts book,
causing privacy violations, especially Tiktok had pushed information to his ex-
gitlfriend, causing him serious mental distress. See “¥% Jt 3 i A0 I #1115 7}
BOERR 2RISR /\J\Tu/u\fﬂﬁnﬂéﬁfiﬂfﬁ_ﬂlf’\i” (2019) 7T 0491 7))
6694 5 (Mr. Ling v. Beijing Microvision Technology Co., Ltd. regarding tort
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given these significant differences between the contexts of celebrity and
users’ merchandising, an undifferentiated discussion would easily lead to
a disguise of the real needs of data subjects and, eventually, misplaced
protection for them. Users’ merchandising is, hence, excluded from the
scope of this research.

On the contrary, sales of fan products printed or painted with celebri-
ties’ indicia are merchandising cases included in the scope of this research.
Some American scholars argue that sales of fan products may constitute
a quasi-fair use if it involves a transformative use, i.c., the deployment
of one’s persona is mainly for expressing opinions or emotions rather
than for commercial purposes.®? In the view of German courts, commer-
cial interests pursued by the merchandiser in sales of fan products typi-
cally outweigh the information value. There was a tendency in German
jurisprudence to draw a clear line between unlawful advertising and lawful
sales of fan products because a legitimate interest of the public in the dis-
semination of the photos might surface in the latter scenario. For instance,
the BGH ruled in the Ligaspieler case that the sale of card packs bearing
famous football players violated the commercial interests of their right to
one’s image. In contrast, after about ten years, it reached the opposite deci-
sion that the sale of calendars with photos of (football) matches was legal
because of the public interest in disseminating and receiving information
conveyed by celebrities’ images.®> This argument might seem plausible at
first glance. Celebrities’ images might constitute social icons and thus be
essential to foster cultural diversity,** and the dissemination thus might
convey particular informational and aesthetic value.®> However, as individ-
uals may invoke the freedom to express self-identity, affections, aesthetic,
or political views by showing the cards and calendars bearing their beloved
celebrities, merchandisers who exploit consumers’ desire for expression by

against privacy and personal Information rights, (2019) Peking 0491 Civil First
Instance No. 6694).

62 See McCarthy and Schechter, The rights of publicity and privacy, § 8:72.

63 BGH, GRUR 1968, 652 - Ligaspieler. “Es ist nicht einzusehen, daf§ die Kl. einseit-
ig den Ruhm der Spieler in Geld ummiinzen darf”, 654; BGH, NJW 1979, 2203 -
Fuflballkalender, 427.

64 Biene, 11C, 2005, 505 (523); Dogan and Lemley, 58 Stanford Law Review 1161
(2006), at 1176.

65 BGH, GRUR 1968, 652 - Ligaspieler; BGH, NJW 1979, 2203 - Fufballkalender,
2204; OLG Miinchen, NJW-RR 1990, 1327 - Werbung fiir eine Gedenkmedaille;
Schertz, Merchandising, Rn. 341; Thalmann, Nutzung der Abbilder von Personen
des offentlichen Interesses zu Werbezwecken, S. 155f.
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selling fan products in pursuit of profit can hardly be justified by the de-
fense of public interests. It is not saying that German courts do not attach
great attention to the information value that merchandising may contain
as American courts do. As pinpointed above, many satire-advertising and
self-promotion of newspapers are justified by their contributions to the
public debate.

As Gotting and Schertz aptly pointed out, the clash between the public
interest in information and the commercial interests of celebrities in their
images remains probably in every unauthorized exploitation. It is thus
critical to examine which motive of the merchandiser is in the superior
position.®® Thus, in the landmark Nena case, the BGH recognized fan
products sales (named merchandising in the case) as a form of commercial
exploitation of personal indicia the same as advertising. It made more
apparent in the Abschiedsmedaille case that fan products sales presented
an outright purpose of making a profit.” As a consequence, the judiciary
guideline for advertising cases is also applicable for fan products sales.

2.2 Remedies for tortious unauthorized merchandising
2.2.1 Monetary remedies

The claim to monetary remedies in merchandising cases is usually based
on delictual liability pursuant to §823 BGB or restitution for the unjust
enrichment according to §§812 and 818 II BGB.® While the amount
of compensation flowing from these two legal bases is equivalent to the
license fee that the person depicted could have demanded in a similar

66 Gotting, Personlichkeitsrechte als Vermogensrechte, S. 60; Schertz, Merchandis-
ing, Rn. 341.

67 BGH, AfP 1996, 66 - Abschiedsmedaille, 68; Vgl. Lauber-Ronsberg, GRUR-Prax,
2015, 495 (497).

68 See Schertz, Merchandising, Rn. 342.

69 BGHZ 169, 340 - Rucktritt des Finanzministers, para. 12; BGH, GRUR 2009,
1085 - Wer wird Millionir, para. 38.
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situation according to the licensing analogy (Lizenzanalogie),”° the logic
and constitutive elements for the claims are fundamentally different.”!

§823 BGB is the common monetary remedy in German law if the
damaged interests of the victim are economical. It reads,

A person who, intentionally or negligently, unlawfully injures the life, body,
health, freedom, property, or any other rights of another person is liable to
make compensation to the other party for the damage arising from this.

Since the right to one’s image as a specific personality right in written law
belongs to “other rights” in this paragraph,’? and its economic attributes
are exploited by the infringer in unauthorized merchandising, the victim
is entitled to claim damages if she or he can further prove the fault of
the infringer and the causality between the infringement and damages.
According to §249 I BGB, the damage suffered by the victim is calculated
based on a hypothetical comparison between the reality and the situation
where the victim would have been had the violation not occurred. In this
wise, the licensing analogy is generally regarded as an abstract rather than
a concrete comparison that § 249 I BGB requires.” The liability is usually
established in unauthorized merchandising cases when the merchandiser
fails to prove due diligence in examining the authorization certificate of
the person depicted provided by the third party.”* Therefore, it is recom-
mendable for agencies, photographers, and enterprises who commence
with merchandising to prepare complete documentation.”

The claim for delictual damages faces problems when the damages flow-
ing from merchandising are not substantial but immaterial. First of all, the
claim basis is slightly different. The BGH abandoned the legal basis for a
solatium according to §253 BGB because the right to one’s images is not
stipulated in §253 II, and §253 I BGB prohibits a broad reading of this
claim. The current legal basis is § 823 I BGB in combination with Art. 11,

70 See Beverley-Smith, Obly and Lucas-Schloetter, Privacy, Property and Personality,
140 et seq.; Gotting, Personlichkeitsrechte als Vermogensrechte, S. 54£.

71 Krafer, GRUR Int, 1980, 259; Sack, in: Forkel and Kraft, Beitriage zum Schutz der
Personlichkeit und ihrer schopferischen Leistungen: Festschrift fiir Heinrich Hubmann
zum 70. Geburtstag, 373f.

72 See Schertz in Gotting/Schertz/Seitz, Handbuch Personlichkeitsrecht, § 12 para.1.

73 Beverley-Smith, et al., Privacy, Property and Personality, 142 et seq.

74 BGH, GRUR 1965, 495 - Wie uns die anderen sehen, 497; OLG Hamm, NJW-RR
1997, 1044 - Nacktfoto, 1045; Schippan, ZUM, 2011, 795 (799f.); Lettl, WRP,
2005, 1045 (1082).

75 Specht, in Dreier/Schulze, Urheberrechtsgesetz, § 22 KUG Rn. 39.
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2 I GG.7¢ Secondly, the licensing analogy would not be reconciled to the
claim for delictual damages in this scenario. The person depicted would
not have received the remuneration if the violation had not occurred
because he would never grant such humiliating exploitation. In this sense,
the method of calculating compensation would no longer be the fictive li-
cense fee but actual moral damages. While some exceptions about sky-high
immaterial damages exist,”” immaterial damages are generally significantly
lower than fictive license fees.”® This thus led to a “cynical result” in
practice that people who suffered from grave mental damages would have
to claim the fictive license fee to get more compensation, which, however,
implied that he or she would like to authorize such exploitation given an
opportunity in light of § 823 I BGB.””

In this respect, the law of unjust enrichment suits better. It differs from
the logic of delictual damages in focusing on the increase in the assets of
the infringer instead of the reduction in the assets of the right holder.80 As
the observation from the perspective of the infringer orders: The merchan-
diser cannot on the one hand benefits financially by illegally exploiting the
rights of others, and on the other hand deny restitution of the benefits he
has received by claiming that the rights are non-substantial.®! Therefore,
the claim for restitution based on the law of unjust enrichment enables
the licensing analogy as a “hypothetical device” to quantify the compensa-
tion.%2

76 BGH, GRUR 1995, 224 - Caroline von Monaco I, 230; BGH, NJW-RR 2016, 1136
- Kein "Schmerzensgeld" wegen Beleidigung per SMS, Rn. 3;

77 See OLG Hamburg, NJW 1996, 2870 - Caroline von Monaco, 2871. The amount
of the monetary compensation was DM 180,000 in total; LG Koln, - Eine Million
Euro Schadensersatz fiir Altkanzler Kohl.

78 In practice, the amount of solatium for infringements to personality rights would
range from 1,000 to 7,000 EUR. See Wybitul, Neu and Strauch, ZD, 2018, 202
(206); Vgl. Pietzko, AfP, 1988, 209 (220). That is probably why the claimant in
the famous Herrenreiter case asked for a fictive license fee instead of a solatium
despite a clear insult suffered by the advertising. BGH, GRUR 1958, 408 - Herren-
reiter.

79 Beverley-Smith, et al, Privacy, Property and Personality, 141; Gotting,
GRUR, 2004, 801; Beuthien and Schmolz, Personlichkeitsschutz durch Person-
lichkeitsgiiterrechte, S. 44.

80 Ertig, Bereicherungsausgleich und Lizenzanalogie bei Persdnlichkeitsrechtsverlet-
zung, S. 99£.; Beverley-Smith, et al., Privacy, Property and Personality, 143.

81 Gotting, Personlichkeitsrechte als Vermogensrechte, S. 53.

82 BGH, GRUR 1958, 408 - Herrenreiter, 409; Gotting, Personlichkeitsrechte als Ver-
mogensrechte, S. 54f.; See Beverley-Smith, et al., Privacy, Property and Personality,
141.
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The German legal academia developed various types of unjust enrich-
ment upon the law of unjust enrichment in § 812 BGB. The relevant one
in merchandising is the encroachment on a legal position that assigns
certain commercial benefits to its holder (Eingriff in eine Rechtsposition
mit Zuweisungsgehalt - Eingriffskondiktion).3® This method spread out in
unauthorized merchandising cases ever since the BGH recognized the
commercial interests of the right to one’s image in the Paul Dablke case
and upheld that infringer was obliged to restore what he had gratuitously
gained (Erlangten) at the expense of the person infringed.?* To clarify, what
the merchandiser has gained without a legitimate reason is the unautho-
rized exploitation of the pictures of the person depicted, which cannot be
surrendered by nature. Hence, the merchandiser should compensate the
license fee that the person depicted could have demanded in a similar situ-
ation according to § 818 II BGB.® The calculation is critical to ensure that
the fictive license fee is equivalent to the value of the exact unauthorized
exploitation. As the German judiciary continues to specify the relevant
indicators and exclude the irrelevant ones over time, some rules can be
distilled.®¢ The market value of the personal image, the content, means,
and circulation of the advertising campaign are indispensable indicators,%”
while how much the merchandiser has factually obtained as a result of the
commercial use of the celebrity’s persona,¥ and the willingness of the per-
son depicted for merchandising®® should be excluded from consideration.

83 Beverley-Smith, et al., Privacy, Property and Personality, 140.

84 BGH, GRUR 1956, 427 - Paul Dahlke, 430; BGH, GRUR 1979, 732 - Fuf$balltor,
734; BGH GRUR 1987, 128 - Nena, 129; Gotting, Personlichkeitsrechte als Ver-
mogensrechte, S. 50; See Beverley-Smith, et al., Privacy, Property and Personality,
140.

85 Kleinheyer, JZ, 1970, 471 (473-474); Seitz, in Gotting/Schertz/Seitz, Handbuch Per-
sonlichkeitsrecht, § 47 Rn. 34;

86 BGH, GRUR 2000, 715 - Der blaue Engel716; BGH, GRUR 2007, 139 - Ruckritt
des Finanzministers, para. 12; BGH, GRUR 2009, 1085 - Wer wird Millionar,
para. 34.

87 An overview of the relevant criteria, see Ettzg, Bereicherungsausgleich und Lizen-
zanalogie bei Personlichkeitsrechtsverletzung, , S. 181f.

88 Vgl. BGH, GRUR 1961, 138 - Familie Schélermann, 141.

89 Vgl. Gotting and Lauber-Ronsberg, Aktuelle Entwicklungen im Personlichkeit-
srecht, S. 30. Once upon a time, the BGH has created an additional proviso to en-
able restitution in the amount of a fictive license fee that the man depicted need-
ed to be willing to authorize such commercial exploitation in the first place (die
Lizenzbereitschaft), and thus denied the approach of fictive license fees in untypi-
cal merchandising cases where the advertising was humiliating and ridiculous for
the person depicted. See BGH, GRUR 1958, 408 - Herrenreiter, the 2. Guideline;
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Note that even being called the fictive license fee, the restitution is not
an ex post consent to the merchandising. After all, instead of filling the vic-
tim’s loss from his point of view, the law of unjust enrichment is aimed to
force the infringer to surrender his gratuitous gain so that “no one should
be placed in a better position” because of his or her violation against the
law than observance.”® In addition, according to § 687 II BGB, the victim
can ask for the profits flowing from the violation if the infringer violates
the law intentionally. Since it is unlikely that all the profits acquired by
the merchandiser are attributed to the related advertising campaign,’® the
claim based on § 687 II BGB is seldom in merchandising cases.

The practical differences between claims based on § 823 BGB and §§ 812
and 818 II BGB are not evident in the absence of grave mental damages
since they both rely on the licensing analogy. Moreover, as damages for
unauthorized merchandising were developed based on the analogy with
the ones available to IP rights in the Paul Dahlke case,”? the remedies
against infringements to IP rights are also gradually introduced and ap-
plied in unauthorized merchandising cases. Consequently, the person de-
picted may choose from three alternatives to calculate the compensation,
namely the actual loss, the fictive license fee, and the lost profits.”> Among
them, the fictive license fee that has “the status of customary law” in the IP
field is the most common remedy in unauthorized merchandising cases.

BGH, GRUR 1959, 430 - Caterina Valente, 434; BGH, GRUR 1962, 105 — Gin-
sengwurzel, 107. After receiving compelling criticism from the literature, Ger-
man courts have abandoned this artificial proviso since the Lafontaine case (BGH,
GRUR 2007, 139 - Riuckeritt des Finanzministers). The criticism see Gotting,
Personlichkeitsrechte als Vermogensrechte, S. $3f.; Beuthien and Schmolz, Person-
lichkeitsschutz durch Personlichkeitsgiiterrechte, S. 44; Schlechtriem, in: Fischer, et
al., Strukturen und Entwicklungen im Handels-, Gesellschafts- und Wirtschafisrecht:
Festschrift fiir Wolfgang Hefermehl zum 70. Geburtstag am 18. September 1976, 445
(456f.).

90 BGH, GRUR 1956, 427 - Paul Dahlke, 430

91 Vgl. Hubmann, in: Roeber, Der Urbeber und seine Rechte: Ebrengabe fiir Eugen
Ulmer, 108 (121).

92 The BGH made an analogy between the inadmissible encroachment on the right
to one’s image and the infringement of IP rights, the methods for assessing
monetary remedies for IP rights, especially §§ 97ff. UrhG. BGH, GRUR 1956, 427
- Paul Dahlke, 430. See Beverley-Smith, et al., Privacy, Property and Personality,
144; §§ 11, 29 T and 31 UrhG clarify that German copyright contains both econo-
mic and moral interests of the author, thus it cannot be assigned entirely nter
vivos but licensable.

93 Schertz, in Gétting/Schertz/Seitz, Handbuch Personlichkeitsreche, § 12 para.197;
Specified in BGH, GRUR 2000, 709 - Marlene Dietrich, para. 53.
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2.2.2 Non-monetary remedies

Injunction and the auxiliary claim for access to information and account-
ing are widely used in unlawful merchandising cases, whereas claims for
destruction, rectification, and publication of a counterstatement are, albeit
legally available, not very common in practice.

The basis of an injunction lies in the 2. sentence of §1004 I BGB.%
It has two requirements, namely an unlawful interference and danger
of further interferences simultaneously, which are often met in unautho-
rized merchandising cases.”> Upon an injunctive relief, the infringer must
stop (online) exhibition or distribution of the merchandising objects.”®
Thus, injunctive reliefs are of great importance in unauthorized merchan-
dising cases because they provide the person depicted a negotiating edge
by immediately stopping all promotional activities conducted by the mer-
chandiser. Moreover, when taking interlocutory injunction (eznstweilige
Verfiigung) into account, which is devised to maintain a specific condition
until the final settlement of a dispute,”” the swiftness and convenience of
this relief make it the most popular relief in practice even compared to
monetary remedies.

94 The legal text of §1004 BGB only grants injunction to owners of (material)
property against (potential) interferences, whereas such protection for owners of
immaterial rights such as IP rights and the right to name in § 12 BGB is provid-
ed in respective specifical laws. However, this “intentional” loophole has been
closed in case law. See Beverley-Smith, et al., Privacy, Property and Personality,
138.

95 BGH, GRUR 1997, 379 - Wegfall der Wiederholungsgefahr II, 380; Henry, Inter-
national Privacy, Publicity and Personality Laws, para. 12.88 et seq.; von Hutten,
in Gotting/Schertz/Seitz, Handbuch Personlichkeitsrecht, § 42 Rn. 4f.

96 LG Frankfurt am Main, 3.09.2018 - 2-03 O 283/18 - Friseursalon, para. 60.

97 The German legal basis for this claim rests on §§ 935, 940 ZPO. For a brief intro-
duction to its conditions and consequences, see Beverley-Smith, et al., Privacy,
Property and Personality, 139. It is noteworthy that the granting of an interlocu-
tory injunction requires a balancing of interests of both parties.
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A claim for elimination of interference (Beseitigung der Beeintrichtigung)
is provided by §37 KUG?® and the first sentence of §1004 I BGB.”’ In
scenarios of personality infringements revolving around false reports about
facts, the claim for rectification (Berichtigungsanspruch) stemming from
§1004 I BGB is also very important.!® This claim might be applied in
false endorsement cases where the merchandiser claims that a celebrity
favors something, but he or she does not. Along the same line, the claim to
publish a counterstatement stated by the victim is also available in German
law (mostly state laws) for cases involving infringements of reputation.!®!

Noteworthy, claims for destruction, rectification, and publication of a
counterstatement are not very common in unauthorized merchandising
cases. It is not surprising because most of these claims focus on moral
interests that are not at issue in unauthorized merchandising cases. More-
over, if the celebrity frowns on the low-grade advertising, as in the situa-
tion in the Herrenreiter case, the last thing he or she wants to do is to
increase its exposure by issuing a condemnation statement or recycling
all advertising brochures with great fanfare. It is also the reason why
many state laws in Germany exclude the applicability of the claim for
publication of a counterstatement in merchandising that only impinges
on economic interests.'”? Plaintiffs in unlawful merchandising cases also
seldom deploy the claim for destruction even though they would destroy
all illegal merchandising objects, such as printed advertising brochures.!03
Reasons are two-folded. The claim cannot provide more advantages than

98 §37 KUG prescribes a claim for destruction when portrait copies are unlawfully
produced, distributed, performed, or publicly displayed without the risk of rep-
etition. In addition, the ambit of § 37 KUG extends to the devices exclusively for
manufacturing unlawful exemplars of personal portraits. It resembles the claim
for the destruction of devices that are exclusively for producing IP rights-infring-
ing products.See § 98 UrhG; BGH, GRUR 1960, 443 - Orientteppich, para. 37;
von Strobl-Albeg, in Wenzel, et al., Das Recht der Wort- und Bildberichterstat-
tung, §9, Rn. 11. §38 KUG provides a claim for delivery-up of the unlawful
copies.

99 See Beverley-Smith, et al., Privacy, Property and Personality, 139; Golla and Her-
bort, GRUR, 2015, 648.

100 See Gamer/Peifer, in Wenzel, et al., Das Recht der Wort- und Bildberichterstat-
tung, § 13 para. 7.

101 Seitz and Schmidt, Der Gegendarstellungsanspruch, § 1 para. 27.

102 1Ibid.§ 5 para. 230. However, some scholars see this exclusion being unconstitu-
tional. See Burkhardt, in Wenzel, et al., Das Recht der Wort- und Bildberichter-
stattung, § 11 Rn. 47 and 48.

103 BGH, GRUR 1961, 138 - Familie Scholermann, para. 26. It might be the only
one in which the claim for destruction has been applied.
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injunctive relief. More importantly, as persons depicted in merchandising
cases, often celebrities, also pursue commercial benefits and live partially
or even mainly on merchandising,'** they do not want to get into such a
complete standoff with potential business partners. Therefore, claims for
destruction, rectification, and publication of a counterstatement are, albeit
available legally, withdrawing from the stage of merchandising.

The claim for access to information and accounting is an auxiliary claim
that presupposes a valid principal claim such as an injunction, restitution,
damages, etc. Its legal basis rests on the principle of good faith in §242
BGB.!% In this sense, the plaintiff must, on the one hand, demonstrate
that the access to information and accounting is necessary to compute
the amount of fictive licenses fee and stop the circulation, and, on the
other, exercise this claim in good faith to ascertain that the execution does
not impose an excessive, unreasonable, or disproportionate difficulty on
the infringing party.!% This claim must be distinguished with the right
to inspection of accounts (Bucheinsichtsrecht) that appears in almost every
merchandising contract (see below). Even though they are both useful
tools for quantifying and verifying royalties, the claim for access to infor-
mation and accounting is a remedy upon a violation of the right to one’s
image, while the other is a contractual right.

2.3 The judgment in the clickbait case

After a chronological review of the German legal regime regarding unau-
thorized merchandising, it is time to explore how the judgment in the
clickbait case followed the guidelines distilled from the jurisprudence de-
spite new characteristics emerging in the online environment.

104 Based on the anatomy of the music industry, singers make most of their income
not from records but concerts and merchandising in the broad meaning, in-
cluding endorsements, commercials, etc. See Passman, All You Need to Know
About the Music Business, 94 et seq., and 424 et seq.; Fisher, Promises to Keep:
Technology, Law, and the Future of Entertainment, 54 et seq., and Appendix I.
By presenting tables showing “where did the money go” in the record business
in Appendix I, the author argues that the amount of money a singer can get
from an album is grossly exaggerated. Some singers never even receive a bill
that they do not owe the record company money (at 35, quoting from Janis Ian,
“The Internet Debacle — An Alternative View”).

105 Burkhardt, in Wenzel, et al., Das Recht der Wort- und Bildberichterstattung,
§15 Rn. 4.

106 Freund, in Gotting/Schertz/Seitz, Handbuch Personlichkeitsrecht, § 48 para.14.
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The clickbait case was at first labeled as “atypical” merchandising for two
reasons: The merchandiser used the celebrities’ icons in the opening cred-
its (Vorspann) to attract internet users’ attention, and advertising revenues
for the website flowed in directly from the internet traffic at the time
curious internet users click.!9” In this wise, the clickbait case differed from
the classic mechanism of “image-transfer” in typical merchandising cases
and the traditional device of “attention-grabbing” reflected in the case of
Wer wird Milliondr.'°® However, by revealing the thin veil covering the
same commercial logic deployed by the device of “attention-grabbing”, it
was rightfully contended by German courts that clickbait was rather an
adapted form of merchandising in the online environment.!® Moreover,
clickbait online was not necessarily as frightening as the one in the present
case (“cancer”, “to retire from the public”). The clickbait here was on the
borderline of fake news.!°

Against this backdrop, the German courts followed the guidelines for
unauthorized merchandising that the person depicted has the sole right to
decide the exploitation of his or her images in the absence of informative
value. The article discussing the retirement of a public person due to a
severe disease might present a legitimate interest of the public in knowing
such information, but the merchandiser obviously downplayed this infor-
mation by using pictures of irrelevant but famous persons, especially the
plaintiff who was more popular than others, to create a riddle alluring
internet users to click and open his website.!!! In this wise, even though
the article and the depiction of the moderator planning to retire from
the public might be legal due to public interests, the commercial interests
pursued by the merchandiser in using the plaintiff’s picture were in the
foreground. It thus rendered the exploitation without the plaintiff’s autho-
rization unlawful.

Regarding remedies, the claim for destruction would be meaningless,
while the injunction is critical in the digital age since advertising increas-
ingly takes place online.!'? In computing the fictive license fee, the BGH
rightfully rejected the argument advanced by the merchandiser. He man-

107 BGH, GRUR 2021, 636 - Clickbaiting, para. 28 and 30.

108 Ibid., para. 68. In the Wer wird Milliondr case, the picture of the moderator took
up almost 1/3 of the magazine cover.

109 Ibid., para. 30.

110 Ibid., para. 48.

111 Ibid., para. 56.

112 In the clickbait case, the merchandiser deleted this post within 3 hours after
pushing this message.
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aged to avoid the restitution of a fictive license fee by deliberately mixing
up the revenue earned from the unlawful advertising and the unjust
enrichment - the unauthorized exploitation of personal images.'’> One
cannot be exempt from paying the license fee that he should have paid just
because the unlawful merchandising was a failure, and one certainly can-
not avoid the payment for license by paying (small) proceeds. The victim
cannot shoulder all in all, the business risk in merchandising. The plaintiff
could also claim the advertising revenue mentioned by the merchandiser
based on §687 II BGB in addition to the fictive license fee according
to §812 and 818 II BGB. Now, based on the commonly used model of
“pay-per-click” (PPC) for calculating the advertising revenues, it is possible
that the person depicted can claim the restitution for the fictive licensee
fee plus the gaining by internet trafficking. The technical advancement in
calculating specific advertising revenues helps facilitat the application of
§ 687 11 BGB.

It is arguable whether the court’s quantification of the fictive license
fee is convincing. As mentioned above, the compensation should be
equivalent to the license fee that the plaintiff could have demanded for
exploitation under similar conditions, such as the size of the image, the
manner, extent, and time of distribution, etc. Therefore, the merchandiser
challenged the analogy drawn by the court to the Wer wird Milliondr case
because the size of images, the means and scope of distribution in that
case were markedly different from his merchandising; Thus, he argued
that the calculation of the fictive license fee was unfair.''* The BGH did
not respond to this accusation but stated that the amount was reasonable
given the shocking and quasi-fake content of the advertising in the c/ickbait
case.!’S It seemed that the court held the opinion that though the scope of
distribution of the advertisement was relatively limited, the ample license
fee was justified because of its serious impact on the plaintiffs moral
interests. Apparently, the court’s reasoning deviated from the law of unjust
enrichment — to even out the increase including saving in the assets of the

113 BGH, GRUR 2021, 636 - Clickbaiting, para. 60. The merchandiser advanced
that the amount it ought to restore should be the advertising revenue earned
from the unlawful use of the plaintiff’s likeness. Since the revenue was max. 300
euros the compensation ordered by the first two instances quantified as 20,000
euros was too high.

114 Ibid., para. 68. In the Wer wird Milliondr case, the picture of the moderator
took up almost 1/3 of the magazine cover, and its distribution was significantly
extensive than the c/ickbait case.

115 Ibid., para. 69.

48

(o) ENR


https://doi.org/10.5771/9783748936923
https://www.nomos-elibrary.de/agb

2. Merchandising under tort law

infringer.!1¢ Rather, it was to compensate the moral damages of the plain-
tiff. As Ettig argues, it presents, in essence, a confusion between solatium
and unjust enrichment.!”

All in all, while some improvements in calculating the compensation
are conceivable, main guidelines regarding the unlawfulness of unautho-
rized merchandising and remedies are still followed in merchandising
cases occurring online.!18

2.4 Preliminary summary

The legal developments in unauthorized merchandising cases build on the
recognition of economic components in the right to one’s image. From
one side, it enables protection for celebrities who were de facto deprived
of any rights against commercial exploitation by advertisers. On the other
side, it triggers material claims for fair compensation that significantly
enhances the level of protection.!??

In this wise, Ulmer’s famous metaphor for copyright is noteworthy and
analogous here: the right to one’s image is like the trunk of a tree.!?
Its moral and economic interests are the roots of the tree growing under-
ground, and the commercial exploitation of the portrait is one of the
branches. It reflects both moral and pecuniary interests, and the infringe-
ment of it — the free decision of the individual about whether to make his
or her image an inducement for purchasing goods — harms the two types
of interests simultaneously.’?! While it should accord to the perspective of
the person depicted about the nature of the impinged interest standing in
the foreground, the application of the claim based on unjust enrichment is
not undermined as this claim is assessed from the infringer’s perspective.

116 Gotting, Personlichkeitsrechte als Vermogensrechte, S. 53; Ettig, Bereicherungs-
ausgleich und Lizenzanalogie bei Personlichkeitsrechtsverletzung, S. 99f.

117 Ettig, NJW, 2021, 1274 (1277).

118 More examples, see BGH, GRUR 2021, 643 - Urlaubslotto.

119 It is especially beneficial regarding the personality rights of the deceased.
Whereas the moral components of the right to one’s image are not descendible,
the economic interests are inheritable, and thus, the successor is legitimate for
claiming compensation or restitution for unauthorized merchandising of the
ancestor. See BGH, GRUR 2000, 709 - Marlene Dietrich, para. 37.

120 Rebbinder and Peukert, Urheberrecht: ein Studienbuch, S. 170, Rn. 543.

121 Schlechtriem, in: Fischer and Ulmer, Strukturen und Entwicklungen im Handels-,
Gesellschafts- und Wirtschaftsrecht, 455 (465); Gotting, Personlichkeitsrechte als
Vermogensrechte, S. 266.

49

(o) ENR


https://doi.org/10.5771/9783748936923
https://www.nomos-elibrary.de/agb

Part I Substantive legal protection for merchandising in Germany

This consideration complies with the ideological and constitutional ba-
sis of personality rights. The rights root in the autonomy to free develop
one’s personality and unfold one’s value.!?? Also, it leads to several effects.
First, it sets Germany on a completely different path than America, where
a new property right emerged.'?> On the one hand, the persistent contro-
versy among American scholars about the justification of the right to
publicity thus never took place in Germany.!?* The German legal protec-
tion for the economic interests residing in the right to one’s image is the
natural result of the self-determination guaranteed by personality rights
and a gift from advancements of technologies and markets. The right to
one’s image hence cannot be alienated from the natural person unlike
the right to publicity in the US (discussed below).!?> However, on the
other hand, as merchandising becomes more popular and independent
from other practices, such as journalistic reports, Germany borrows the
term “merchandising” directly from the English vocabulary and devotes
to integrating merchandising into the legal regime of personality rights.!26
Secondly, unlike the right of publicity, different merchandising objects
have to obey peculiar legal statutes as well as case law for respective person-
ality rights, such as the right to name, the right to one’s image as well
as the general personality right. Last but not least, it must be conceded
that the German statutory law has been left largely behind in this regard.
Instead, one has to look into a body of case law to draw a counter to
merchandising licensing in Germany.

122 See Hubmann, Das Personlichkeitsrecht, S. 82.

123 Haelan Labs., Inc. v. Topps Chewing Gum, Inc. 202 F.2d 866 (2d Cir. 1953);
Melville, 19 Law and contemporary problems 203 (1954); William, 48 Califor-
nia law review 383 (1960); Gordon, 55 Northwestern University law review 553
(1960); Zacchini v. Scripps-Howard Broad. Co. 433 U.S. 562 (1977).

124 Since the right of publicity is an intangible and exclusive right with only
economic value, its justification must demonstrate incentives for creating the
intangible goods or a market deficiency in lacking the exclusive right. On the
contrary, the right of publicity fails to provide both. However, it is doubtful that
people would not want to be celebrities if the right of publicity did not exist.

125 Bergmann, 19 Entertainment law journal 479 (1999) (480-482); Gotting, in:
Gotting and Schliiter, Nourriture de ['esprit: Festschrift fiir Dieter Stauder zum 70.
Geburtstag, S. 69 (73-74).

126 See BGH GRUR 1987, 128 - Nena; OLG Koln, GRUR-Prax 2021, 114 - Tina
Turner, para. 20, 38; Magold, Personenmerchandising, S. 1; Ruijsenaars, Charac-
ter Merchandising, S. 15 Schertz, Merchandising, para.1
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3. Merchandising in contract practice

3.1 Consent in merchandising agreements

3.1.1 The legal nature of consent

(1) Consent as a legal act and the ladder of permissions

The second sentence in § 22 KUG has long recognized the exchange rela-
tionship between money and consent by stating (in case of doubt), “the
consent shall be deemed to have been granted if the person shown received
a consideration to produce the image”. However, the lack of a definition
of consent raises disputation about the legal nature of consent.'?” From a
historical perspective, the tradability of the right to one’s image was inher-
ently contradictory to its nature as a personality right because it would
seem to equal natural persons with objects. However, as Hubmann wrote
poetically, life consists not of sharp boundaries but transitions; while there
are some untransferable and indispensable interests underlining one’s per-
sonality, some interests of the person pass slowly into the distance.!?® The
Paul Dablke case let German courts admit that merchandising has long
been common practice in the advertising industry. Turning a blind eye
to the fact that many people are willing to exploit their identities for
publicity, fame, and money cannot make this phenomenon disappear.
Rather, it would create confusion and increase transaction costs.!?’ More-
over, an outright exclusion of the tradability of the right to one’s image
could not withstand the question: since merchandising is not illegal, why
the right holder only has the right to claim compensation in the face of
unauthorized merchandising by others, but not the freedom to enter into
merchandising contracts on own initiative.!30

127 A review of conflicting opinions, see Dasch, Die Einwilligung zum Eingriff in
das Recht am eigenen Bild, S. 82 ff.

128 Hubmann, Das Personlichkeitsrecht, S. 133.

129 For instance, lawsuits in the UK about the triangular relationship among Mr.
and Ms. Douglas, the magazines OK!, and Hello! illustrates not only that a
denial of legal protection for one’s images cannot eliminate the trade of them
but also how complicated the construction of such contracts and the disputes
afterwards (the transaction cost) can be. See Douglas v Hello! Ltd [2007] 2 WLR
920.

130 Vgl. Gotting, Personlichkeitsrechte als Vermogensrechte, S. 66.
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Against this backdrop, consent in §22 KUG must be interpreted in a
way that can not only enable the right holder to dispose the right to
some extent for remuneration but also provide a fair balance between
the personality interests (including the ideal ones that appear to be with-
drawn in merchandising cases) of the right holder and reliance interests
of the merchandiser who must invest money, time, and resources in a not
insignificant manner. Noteworthy, a protection model that is overly biased
in favor of the person depicted may lead to a lose-lose situation as he or
she will never find a partner to work with.!3! In the literature, while a few
authors generally object to the idea of commercial exploitation of personal
indicia including images,'3? scholars who accept merchandising business
also recognize the validity of merchandising agreements and thus view
consent in this scenario as a legal act or at least a quasi-legal act.!33

The licensing of the right to one’s image was admitted as “controver-
sial” (umstritten) in the BGH in the Nena case in 1986.1%4 Subsequently,
the BGH actively discussed the tradability of personality rights in the
trend-setting decision in the Marlene Dietrich case. It argued that the law,
instead of being a set-in-stone mechanism, needs to adjust to the changing
reality regarding the tradability of objects that are protected by subjective
rights.!3S Taking the occurred legal shifts as examples,'3¢ an incontestable
task of civil law faced with an innovative marketing model is to provide
a regulatory framework that adheres to the principle of private autonomy

131 Vgl. Obly, "Volenti non fit iniuria": die Einwilligung im Privatrecht, S. 160.

132 See Schack, AcP, 1995, 594 (599, 600); Schack, Urheber- und Urheberver-
tragsrecht, Rn. 51; Peifer, Individualitat im Zivilrecht, S. 315f., 325f.

133 Klippel, Der zivilrechtliche Schutz des Namens, S. 523 ff.; Forkel, GRUR, 1988,
491; Helle, Besondere Personlichkeitsrechte im Privatrecht, S. 117; Freitag, Die
Kommerzialisierung von Darbietung und Personlichkeit des ausibenden Kinst-
lers, S. 165 ff.; Ruijsenaars, Character Merchandising, S.497, 506; Schertz, Mer-
chandising, Rn. 380 und 388; Hahn, NJW, 1997, 1348 (1350); Lausen, ZUM,
1997, 86 (92); Gotting, Personlichkeitsrechte als Vermogensrechte, S. 149ff;
Ernst-Moll, GRUR, 1996, 558 (562); Ullmann, AfP, 1999, 209 (210 ff.); Beuthien
and Schmilz, Personlichkeitsschutz durch Personlichkeitsgiiterrechte, S. 32 ff.
u. 62f; Dasch, Die Einwilligung zum Eingriff in das Recht am eigenen Bild,
S. 85ft; von Strobl-Albeg, in Wenzel, et al, Das Recht der Wort- und Bild-
berichterstattung, § 7 Rn.204; Damm, Rebbock and Smid, Widerruf, Unterlas-
sung und Schadensersatz in den Medien, Rn. 169; Hermann, Der Werbewert der
Prominenz, S. 45.

134 BGH GRUR 1987, 128 - Nena, the Guideline.

135 BGH, GRUR 2000, 709 - Marlene Dietrich, para. 38.

136 The judgment took the change of whether a trade name separately (from the
business) was transferable as an example, see 7bid., para. 32f.
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within the confines set by higher-ranking legal or ethical principles.'3”
Upon the distinction between moral and economic interests in the right
to one’s image, the BGH conceded that the pecuniary components of
personality rights are not indissolubly linked to the person in the same
way as the ideal ones.!3® While a definitive legal recognition of the nature
of consent in merchandising agreements is stalled till today in the BGH,
judgments handed out by regional courts have admitted that consent of
the person depicted is a legal act (Rechtsgeschift) or at least a quasi-legal act
(rechtsgeschdftsabnliche Erklarung).'3

For instance, in the landlady case mentioned in the Introduction, the
court at the outset underlined that the consent in this scenario was a legal
act that included the declaration of will (Willenserkldrung) of the person
depicted because she intended to achieve a legal result by granting the
receiver a protectable legal position.'*® Thus, when the offer proposed by
the model that she was willing to license any subsequent publications of
her photos for no less than 30% of the revenues had been accepted by the
photographer on the telephone, the contract between them concluded in
any case (“obnehin”), and the consent for publishing photos was not freely
revocable.'*! Moreover, since this contract was open-ended due to the lack
of a time limit clause, the withdrawal of consent was only permissible pro-
vided on significant reasons or the principle of change of circumstances.
In the company-advertising case, although no remuneration was granted
against the commercial exploitation of the plaintiff’s images (see Introduc-
tion), the BAG denied consent as a real act (Realakt) common